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THE ADVERTISING AGENCY ROLE IN SELECTION 
AND USE OF TRADEMARKS* 


By Sigrid H. Pedersen** 


When I first started thinking about this subject, I wasn’t sure 
whether to approach it as an advertising practitioner who is inter- 
ested in trademark law or as an attorney who is interested in 
advertising. 

Both approaches end up about the same. More and more 
trademarks owe their real meaning—what they mean in people’s 
minds—to concepts created and maintained by advertising. And 
advertising’s efforts are directed at getting people to do some- 
thing about brands—brands of ideas—as well as brands of goods 
and services. 

So at J. Walter Thompson Company and other advertising 
agencies, we find ourselves concerned with many phases of trade- 
marks. We work with our clients to create them. We try to keep 
them up to date with changing market conditions. We look for 
ways to increase their usefulness as working parts of the adver- 
tising—not just signatures. As new forms of presentations de- 
velop—like television—we adapt trademarks to them. 

These are the things I am going to talk about today. 

Let’s start out with an example of creating a new mark— 
scorKins. (See page A of picture insert.) 

Development of Scott’s superior paper-napkins product began 
in the early 1940’s. Extensive consumer survey tests were made to 
determine size of market and desired qualities for the product. 
These tests covered names and packages as well as size, design 
and price. 


* Address delivered at the 80th Annual Meeting of The United States Trademark 
Association held in Chicago, Ill., May 16-17, 1957. 

** Member of the New York bar; attorney, J. Walter Thompson Company, New 
York; Chairman, U. 8. T. A. Information Committee and member of the Editorial Board. 

Ed. note: Because of space limitations only a selected number of the illustrations 
shown by the author could be reproduced here. They are printed within the text of the 
speech at the appropriate place and on the insert following page 800. 
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Literally hundreds of names were suggested by personnel of 
the Scott Paper Company and the agency—over four hundred, 
I think. Then the list was narrowed to five for consumer testing in 
1951. Four of the names were real potentials, the fifth was in- 
serted for purposes of the survey. It had been used in other 
product-name tests and always scored high with the consumers 
though it was not available to scorr. Three of the names suggested 
consumer-preferred qualities of product performance, such as 
texture and durability. The fourth was scorxkrns. 

Three of the suggested trademarks, including scorxins, met 
with about equal customer satisfaction. However, when the word- 
ing “Made by Scott” was added to the suggested marks, scoTKIns 
won. 

Then our market-research department conducted a survey to 
determine the relative consumer choice among five different pre- 
selected package designs developed by the client’s advertising 
department and the agency. The design currently being used, 
created by the scorkins team, consistently showed greatest con- 
sumer choice. 

Here are some of the considerations which went into the 
scoTKiIns brand name and package design. 


1. scorkins napkins are made by a famous and highly re- 
spected manufacturer of paper products. We want to take advan- 
tage of this, by at least suggesting the scott name. 


2. scoTKINs are sold in supermarkets. The package must 
have distinctive display value, in competition with other brands, 
to flag and stop the customer in her split-second sweep of the eye 
along the paper products shelf. The brand name is the voice of 
the package and cannot afford to whisper in the competitive chorus 
for more sales. The brand name should have a distinctiveness of 
of its very own. 


3. The scorkins name and package must “work” all along 
the flow line of distribution. It must have memorability and the 
“visual hook” that lends itself to impact in printed advertising, 
billboards and reproduction in television. It must be easy to say 
and describe in radio advertising, have phonetic distinctiveness as 
well as visual memorability. 


4. The package must be good to live with aesthetically, as 
well as quality-wise. 
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These factors mentioned with respect to scorkins napkins 
are common to many branded products of various kinds, not only 
new brands but also brands which have long been on the market. 

New advertising methods, new media, new retailing methods, 
and changes in the consumer market have necessitated the up- 
dating of famous trademarks to keep up with the competitive race. 
In food and groceries alone more than 80% of the manufacturers 
made a package change of some kind in the last two years. 

The most precious space in America today is probably on 
supermarket shelves. Eighty-two percent of food is sold in super- 
markets and superettes. They carry about 5,000 items in contrast 
to 2,000 only a few years ago. Self-service retail outlets are 
mushrooming everywhere and include markets for the sale of 
drugs, housewares and clothing. There are self-service depart- 
ment stores, shopping centers and vending machines. With this 
automation in merchandising, the effective trademark has become 
even more potent as the silent salesman at the point of purchase. 

With the disappearance of personal salesmanship at the 
retail level, advertising has proved to be the miracle fiber of 
selling. More than ever before, advertising cultivates and reculti- 
vates brand loyalty. 

We know from studies that store decisions have grown with 
the expansion of self-service, that over 70% of food purchases 
are decided on after Mrs. America enters the supermarket. 

She knows she is going to give Mr. America something good 
for his dinner. But, seven times out of ten, she’s not exactly sure 
whether the meat will be a fresh roast, say, or a frozen turkey 
pie or canned chile con carne. She’ll usually choose an advertised 
brand—but which advertised brand is the “sixty-four-mzllion-dollar 
question.” That is why advertising aims to precondition her 
so that she will make the buying decision in favor of the particular 
brand when the time for decision comes. 

There are other factors involved, and the advertising agency 
is concerned with all of them. We know that goods displayed in 
large quantities move faster than when only a few are shown; 
that the retailer will be more likely to shelf together a brand line 
of products of the same class if they carry the same distinguish- 
ing mark and similar package design; that as the trademark 
image is visibly multiplied, the impact upon the customer is like- 
wise increased. 





THE TRADEMARK REPORTER Vol. 47 T.M.R. 


These factors have been well-caleulated by putspury. They 
use the pmttspuRyY family brand name and the pmussury barrel- 
head with the 4 X’s—or kisses—on a host of products. (See page A 
of picture insert.) So too, in the case of aunt Jemima, who flashes 
her familiar smile on box after box of pancake mix, buckwheat 
mix, and corn meal. (See page A of picture insert.) The spoon 
design with the BETTY CROCKER name graces 21 varieties of GENERAL 
MILLS products as the primary brand designation. 


pet 


These are important matters especially when you consider 
that there are 109 flour mixes on the market today, and there were 
only 17 in the 1930's. 

We all know that our mass-production economy has resulted 
in a variety of products and services of the same general kind— 
and it has meant consistently higher quality at low cost. But, 
this achievement has brought with it what one psychologist very 
aptly dubs the “misery of choice.” As the choice becomes more 
complicated for the consumer, the trademark takes on more signifi- 
cance. The consumer needs and wants to be helped in making up 
his or her mind. Here again, advertising serves the consumer 
in helping make the decision easier. 

How does the trademark function on this score? Why does 
the customer unhesitatingly and happily “Call for pHm1e morris,” 
and head his rorp to the nearest SHELL oil station? The answer, in 
large measure, is advertising. 

Each advertisement contributes to that complex symbol, that 
certain something, which is summed up in the buyer’s mind by 
the trademark or trade name. And so the trademark—the recog- 
nition symbol—should lend itself to advertising’s most effective 
techniques. Many trademarks of long standing have been restyled 
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recently to capture or keep that “certain something.” What is it? 
“Tt” goes under a variety of terms, probably because it isn’t any 
one quality. Some call it the brand or product image. I like to 
call it the brand personality. 

Howsoever termed, it is advertising’s function to guide the 
emergence of this personality and help it grow and thrive. The 
trademark has meaning only in terms of the personality which 
the advertising has created for it. 

Sometimes physical changes in the mark are needed to match 
the brand personality. The change can apply to a corporate name 
mark, or a family name mark as well as to a personality or picture 
mark like General Mills’ BeTTy CROCKER. 

It may be only a change in the style of type or design of 
letters which gives the mark a modern and distinctive look, or 
shows diversification in various products. The simplified, strong 
lettering of International Harvester’s new mark is an excellent 
example of this. 


{_] 


INTERNATIONAL 
HARVESTER 


Even the immutable 13-scalloped sHELL mark has been sharp- 
ened up over the years to give it a modern feel. (See page B of 
picture insert.) 

Consider the rorp trademark. Do you remember on ForD 
ears the blue oval with the rorp name in white script, fashioned 
after the founder’s signature? If you do, you may remember when 
a ForD was fondly referred to as a Tin Lizzie. But as times 
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changed, so did rorp. Today rorp cars are marked with a hand- 
some crest. 


Another trademark which has been changed is the wHITE ROCK 
girl. She was originally a painting. In 1893 she transferred her 
fine-arts beauty to working as a valuable trademark. When she 
was modernized, her essential and most identifying attributes 
remained essentially the same. But there’s a difference. Ration- 
ally perhaps not much, but then, how does one rationalize the 
difference between Venus and Marilyn Monroe? (See page C of 
picture insert.) 

It is said that more women know Betty cRocKER than our 
President. 99% of housewives recognize her name. She is at the 
same time, a corporate personality, a brand personality, a trade- 
mark. Although she is a fictitious person, she is very real to the 
customers she serves. She has sold more flour and flour products 
for General Mills than any other saleswoman in history. Who is 
she? Who is Santa Claus? 

BETTY CROCKER is the direct result of advertising. She came 
into being in 1921 following a puzzle contest. She started as a 
signature on replies to questions like “How can I make my cake 
rise?”, Then she began to author recipe books. Next she acquired 
a radio voice, then conducted perry crockeR Cooking Schools of 
the Air. She tested recipes, she became the voice of General 
Mills’ Home Service Staff! In 1936 she sat for a well-known 
portrait. 

But BETTY CROCKER, too, has changed with changing times. In 
fact, her most recent portrait shows that she is one woman who 
really does look younger than she did twenty years ago. (See page 
B of picture insert.) 
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One important point I’d like to make today comes from the 
stories of BETTY CROCKER and Forp and the wHITe Rock girl. A 
trademark, to be good from an advertising and sales viewpoint, 
should be able to change as conditions change. It should be able 
to be applied to new products and new situations. Maybe the 
greatest thing about the wuHrTE rock girl, trademark-wise, as well 
as aesthetically, was her state of undress. If she had started out 
as a fully-clothed Gibson girl, the wurre rock label would have 
had to be reprinted every six months just to keep up with fashion. 

It isn’t always possible to devise a trademark that will ac- 
tively participate in the advertising. But when you can, it is a 
good thing. A lot of advertising agency brainpower goes into 
devising ways to make the trademark work harder in the adver- 
tising. 

WHITE HORSE is an outstanding example. 

For 200 years this famous brand of Scotch has had a white 
horse on the label. Statues and paintings of white horses were 
frequently used in the advertising. But in 1955, something new 
was added—a photograph of a real white horse, with an extremely 
casual rider sipping a WHITE HORSE and soda. A few well-chosen 
words were added to make this rather unusual situation relevant— 
“WHITE HORSE always carries you lightly... .” The result: a truly 
animated trademark and an advertising and sales success. (See 
page D of picture insert.) 

At the risk of mixing drinks, here’s another whiskey adver- 
tiser who has put his trademark to work—rour roses. Who can 
forget the wonderful illustration of rour roses frozen in a cake 
of ice? Or what a thirst-raising window display this idea made? 
It is credited with doing more to increase summer sales of whiskey 
than any other advertising idea in history. rour RosEs has con- 
sistently built its advertising around its trademark and the 
results have been so good that they have changed the name of the 
company from Frankfort Distillers to Four Roses Distillers. 

In the case of both—rour RosEs and WHITE HORSE—although the 
trademarks were inherently good—a bow should be made to the 
advertising people who put them to such good use. When someone 
asks “Why can’t we get a trademark as good as WHITE HORSE?” 
you can remind him that it was in existence for 200 years before 
advertising thought of a way to use it so well! 
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Advertising media change too. 

Television has had a tremendous influence on trademarks. 
We see results of it every time we tune in a channel. Hundreds of 
packages including the marks have been redesigned for better 
reproduction on black-and-white and color TV. 

For over 100 years, a brown-colored package described PHILIP 
MORRIS cigarettes almost as well as the name itself. Today, the 
package is red, white and gold—thanks to TV. (See page D of 
picture insert.) 

The scortkins box we looked at before gives an excellent ex- 
ample of a trademark and package designed with TV as well as 
the supermarket in mind. And incidentally, many of the things 
that make a package good for supermarkets also make it good 
for TV. Strong, easy-to-read lettering for the name and simple 
handling of colors work best in either case. 

At J. Walter Thompson Company, we have our own TV 
WORKSHOP, a broadcasting studio with closed-circuit lines back to 
the office. It gives us a chance to see a commercial under actual 
working conditions before it is broadcast. 

One of the most important functions of this studio is to give 
our people a chance to study how the package performs in a 
variety of TV circumstances. More than one of our clients’ prod- 
ucts has had its label and its trademark redesigned for the better, 
thanks to this studio. 

Another accomplishment of TV is letting us give movement 
to the trademark and thereby multiplying its memorability. Ad- 
vertising agency creative people have taken good advantage of this 
opportunity. The dancing packages of oLp Gop cigarettes are one 
example. The suNSHINE BiscuIT bakers now scamper merrily about 
the screen. 

Sometimes, the public will be the first to recognize a feature 
of the branded product or mark which serves as a brand symbol. 
The public then, in effect, creates a trademark. 

This is what happened when the public gave the trademark 
pincH to Haig and Haig whiskey. This is what happened when the 
public called for coxs instead of coca-coua. 

Since advertising agencies constantly study public attitudes 
toward the products they advertise, they can often spot this early 
in the game. When the public’s judgment looks promising, the 
agency not only can put the new brand name to work in the ad- 





Vol. 47 T. M.R. AGENCY ROLE IN SELEC. & USE OF TRADEMARKS 799 


vertising, but through its creative skill, can give the new brand 
name even greater public acceptance. 

So far we’ve talked about how an advertiser and its agency 
went about developing a trademark—scorkins; how several long- 
established trademarks like rorD, WHITE ROCK and BETTY CROCKER 
have kept abreast of changing times; how marks like WHITE HORSE 
and rour RosEs have increased their value by participating actively 
in the advertising message. We’ve glimpsed the opportunity of TV 
to use trademarks in new and rewarding ways. We’ve considered 
the tremendous influence of the public itself in creating trademarks 
like coke and PINCH. 

I think the overriding conclusion all this points to is that there 
are no set rules. Like briefwriting, each case presents a different 
challenge and has to be treated in a way peculiar to itself. 

Nowhere is this truer than in the selection of a trademark. 
There just plain aren’t any good hard-and-fast rules. 

Take the case of two liquid detergents. The arbitrary mark 
yoy was created for Procter and Gamble’s product. But Lever 
Brothers capitalized on the Lux reputation for gentleness in nam- 
ing their new product Lux for Dishes. 

Take the case of two highly successful deodorants—MENNEN’s 
SPRAY DEODORANT FOR MEN, and Bristol-Myers roll-on called Ban. 
Mennen used their house brand. Bristol-Myers might have but 
didn’t use their already established special products mark mum. 

BAN. I suggest that BAN (upper case, please) is a fine sugges- 
tive mark. It also suggests that if I had my way, I would ban (lower 
case, please) every abstract debate on arbitrary versus suggestive 
marks. The history of trademarks is replete with successes of both 
kinds—and even for goods of the same class. There’s Bokar and 
EIGHT O’CLOCK. IPANA and GLEEM. LUX and swAN ad infinitum. 

As the racetrack boys would say, a good trademark is not 
sired by law alone. The blood line must include ingenuity out of 
knowledge, and market conditions out of competition. 

It seems that more and more smart money is going on sugges- 
tive entries. Why? 

I suggest that it is because the dope sheets are showing up 
items like the following: 


1. The initial cost of product development and mass produc- 
tion is high. The manufacturer needs to amortize quickly. This 
ealls for building sales volume quickly. To be a winner, the new 
entry must be a fast starter. 
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2. Direct competition has never been so fast moving or hard 
hitting. There may be many other entries in the same race, in- 
cluding old favorites. 


3. There has never been so much indirect competition—so 
many demands on the public’s attention. There are lots of differ- 
ent races being run. 


And so, from the merchant’s viewpoint, a suggestive mark 
may be his best bet, if it has been carefully and imaginatively caleu- 
lated to catch the public attention, if it carries a connotation that 
steps up the advertising message. 

I have read that the average American’s vocabulary is about 
9,000 words and that he’s exposed to 150,000 brand names. The new 
entry’s colors and name can lighten the load he carries in this race. 

Whether suggestive or arbitrary, there’s no room for wild 
bets along the line leading to the final selection of the new name 
entry. Here again, the advertising agency works as an integral 
part of the advertiser’s team. It not only helps in the creation of 
the mark, but it also contributes broad marketing experience to 
aid the advertiser in making the best final selection for him on the 
basis of good business judgment. 

I hope I’ve given you some idea of how tremendously im- 
portant advertising agencies consider trademarks and how much 
thought and energy they devote to their creation and proper use. 

The hope for still more effective trademarks in the future 
lies with advertisers, their trademark attorneys and their agencies, 
all working together with other marketing specialists for a more 
complete understanding of the total marketing picture. 
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THE GOOSE AND THE GOLDEN EGG—SOME COMMENTS 
ABOUT TRADEMARK MODERNIZATION* 


By Beverly W. Pattishall* * 


It would seem that, theoretically at least, the trademark 
owner, his advertising, sales and promotion experts should, for 
once, all be substantially in agreement with their trademark lawyer 
if the question under consideration is one of trademark moderni- 
zation. That some conflict oftentimes exists between them is per- 
haps an understatement, but since the objectives of trademark 
modernization are, or should be, essentially the same for each of 
them, the conference between them as to how it may be accom- 
plished should actually be an occasion for rejoicing in unanimity 
and the healing of old wounds. As you have noted, I am 
speaking theoretically, and as you are well aware, in practice it 
is nov unlikely that some differences of opinion may develop, even 
in the resolution of this theoretically conflict-free problem. But 
the objectives for modernizing an antiquated trademark ultimately 
serve the same desirable purposes for the lawyer as for the adver- 
tising and sales vice presidents. 

Skillful modernization should increase the commercial impact 
of the mark in question. It should facilitate the mark’s acquisition 
of distinctiveness or secondary meaning. In short, it should cause 
more people to recognize the trademark owner’s goods or services 
definitely as his own. Thus, the lawyer’s job is made easier, for 
the greater the impact, distinctiveness and recognition, the less 
difficulty the lawyer will encounter in future courtrooms in 
demonstrating that the mark is in fact valid and functions to 
identify source, that it has acquired a broad secondary meaning, 
and, most important of all, that the mark’s use by another on other 
goods is likely to confuse as to source. The greater the commer- 
cial impact of any trademark, the broader must be the scope of 
likelihood of confusion and thus of protection. 

Ordinarily the antiquated, unmodernized trademark is en- 
cumbered with various stylized frills and appurtenances. If it is 
essentially a word or a name, it may have been always displayed in 
some embellished, difficult-to-read script and in conjunction with 
a detailed picture, representation or design. Invariably, when 


cceesitinstsamasmustassagsucmaaiiimiaaataguapatuas tana aetnAe re iTtte asses nins ipa ENE ELEN TTL 
* Address delivered at the 80th Annual Meeting of The United States Trademark 
Association held in Chicago, Ill., May 16-17, 1957. 
** Member of the Lllinois bar; partner of the firm of Woodson, Pattishall & 
Garner, Chicago. 
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seeking to protect such a trademark against infringers, the de- 
fense is encountered that the infringer’s use is in block letters 
with a different representation or design as background, or with 
none at all. Thus, it is argued, there is no possibility that any 
sane purchaser could mistake the one for the other, and moreover 
the goods of the parties are somewhat different. Yet, as any 
designer will tell you, attractive simplicity is the keynote of skill- 
ful trademark design. So if your client’s mark has been used since 
prior to the infringer’s adoption in its modernized, attractively 
simplified form, your problem in pursuing the coat-tail rider is 
itself automatically simplified, for you have precluded his best 
defense. 

So that you may visualize what I mean by proper moderni- 
zation from a trademark lawyer’s standpoint, let us consider the 
fable of “Ye Olden Goose and Her Five-Carat Eggs,” which tells 
us of the merchant who became well known for his Golden Goose 
brand corn plasters. His business was sound and fairly profitable, 
and for thirty years his corn plasters packages had borne a trade- 
mark something like that seen below.* 


In recent years, however, the merchant’s three sons have come 
of age and entered the business in the respective roles of vice 
presidents of sales, advertising and public relations. After due 


* Ed. note: The author “disclaims” all rights in these professional drawings which 
replace the “originals” drawn by him during the delivery of his address. 
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consultation as to what can be done to augment the firm’s profits 
so that all may support their families in comfort commensurate 
with that which they had enjoyed, it was agreed that modernizing 
the old pictorial trademark was a must. Experts were called ‘in, 
and eventually a mark along the line of the following was achieved. 


GOLDEN GOOSE 


You will note that all frills have been removed and that 
the three elements of sound trademark modernization are present: 
(1) simplicity, (2) attractiveness, and (3) predominance. Need- 
less to recount, our 1957 “jet-age” Golden Goose was soon laying 
21-carat eggs for the entire family. All of those who had always 
relied upon the Golden Goose when in need of corn plasters were 
still able to locate them on the shelves of the self-service drug 
store and, moreover, a multitude who had never before noticed the 
product were soon walking in comfort because of it. 

More soberly, however, it is suggested that there is one para- 
mount legal rule applicable to questions of trademark moderni- 
zation, and it is really one of sound, common sense: When mod- 
ernizing your valuable trademark, take care not to go so far in the 
first changes as to cut yourself off from your antecedents. Perhaps 
our Golden Goose concern went too far in one step; perhaps they 
would have more wisely included for a few years at least the 
representation of the nest and the golden egg in their simplified 
trademark. Without doubt, if a considerable change is called for 
in the modernization process it should be made gradually in one 
or two, or even three, steps. At all costs, the principal, dominant 
characteristics of the original mark should be retained in the 
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modernized form if one expects to maintain one’s legal rights in 
it on the basis of long use in the earlier, unmodernized form. 

It should always be borne in mind that modernization can 
occasionally bring you close to some other mark in your field, or a 
related field, as might result in confusion. If such a possibility 
exists, then by all means contrive some other entirely different 
approach so as to get farther from, rather than closer to, the other 
fellow. If your change should bring you close to the established 
trademark of another, even initial priority in the original form 
may not suffice to save you harmless. 

In general, the courts seem to have been reasonable and real- 
istic concerning trademark modernization, and they have hardly 
ever held that an abandonment of the old right has resulted. Care 
should be taken, however, not to push them too far and to be 
certain that the principal, dominant characteristics of the original 
mark are still present in at least their original prominence and 
dominance. 

Finally, may I urge all of you to take the best of care of your 
own “Golden Goose” when you set about modernizing her. Feed 
her only on the most scientific, high-laying formulas of consumer 
research, house her in the most attractive environment the art 
department can devise, and nest her on the finest packaging that 
can be had. Give her a complete scrubdown, rubdown, manicure 
‘and dye job, if you will, but improve her—don’t kill the goose that 


is laying your golden eggs. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Canada 
Opposition Proceedings 


The owner of the trademark sparKLE, registered in respect 
of “household cleanser,” opposed an application to register 
SPARKLIN’ WHITE in respect of “a liquid bleach having sanitizing 
and deodorizing properties, and used for household purposes.” 
The Registrar held: 


“T have considered the evidence filed, and it is my decision 
that since a liquid bleach having sanitizing and deodorizing 
properties and used for household purposes, and the wares 
of the opponent, namely household cleansers, are usually 
purchased by name and selection from the shelf of stores 
and that appearance and sound are of paramount importance, 
there is a substantial likelihood of confusion in that the pur- 
chasing public is apt to believe that sPpaRKLIN’ WHITE is a 
product of the owner of the registered trademark sPaRKLE. 
Accordingly, the application for registration of the trademark 
SPARKLIN’ WHITE is refused... ”. 


Custom Packers Ltd. v. Purex Corp. Ltd., 27 C.P.R. 55 (II). 


Opposition Proceedings 


The owner of the trademark prnKk FRosTING, registered in 
respect of “cosmetics,” opposed an application to register PINK ICE 
in respect of “cosmetic face cream.” The Registrar held: 


“The records of the Trade Marks Office disclose a considerable 
number of registrations other than the opponent’s, which 
cover trademarks involving the word PINK as applied to 
various types of cosmetics. In my opinion, this word would 
not be registrable independently and therefore should not be 
monopolized by any one trader. 


It is my decision that the degree of resemblance between the 
trademarks PINK ICE and PINK FROSTING in appearance, sound 
and in the ideas suggested by them, is not sufficient to render 
the trademarks confusingly similar.” 


The Andrew Jergens Co. Ltd. v. Helaine Seager, Inc., 27 C.P.R. 
56 (II). 
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Ethiopia 
Trademark Protection 
The Institute of Trade Mark Agents in London received the 
following letter‘ from one of its members and published it in its 
Information Circular of May 3, 1957: 


“We have recently had occasion to look into the question of 
trademark protection in Ethiopia, and in the course of cor- 
respondence with the Press and Information Department at 
Addis Ababa we were informed that in one or two recent 
Court cases the local Courts have always accepted publication 
and filing of trademarks with the Ministry of Commerce in 
Addis Ababa as evidence of protection. 


The Publicity Office then gave us an instance of a trademark 
infringement case which was lost for the reason that the 
plaintiffs had never published their trademarks in Ethiopia.” 


Great Britain 
Passing Off and Slander 


Ideal General Supply Coy. Ld. is a small loan company. It 
lends money only for purchases from retailers by means of checks 


which the borrower gives to the retailer for the particular pur- 
chase. The retailer presents the checks to Ideal General for pay- 
ment and the borrower repays Ideal General in instalments. 
These checks have the words mgaL cHEcKs printed thereupon and 
are known to the public under that name. 

One of the retailers which accepted mEAL CHECKS was a firm 
called Ideal Clothing Coy. In November, 1953, after several com- 
plaints about the quality of the goods purchased from Ideal 
Clothing Coy., Ideal General told this retailer that it should stop 
taking EAL CHECKs and any further checks presented would be 
discounted at 20 per cent. Thereafter, this retailer began adver- 
tising to the public that Ideal Checks were obtainable through the 
Ideal Clothing Coy. 

Ideal General then brought action against the retailer for an 
injunction against passing-off and for damages. A claim for 
slander was also included based upon remarks made to persons 
who attempted to present genuine EAL CHECKS to the defendant 
as payment for a purchase. The slander count was dismissed be- 
cause of lack of sufficient proof. 

With respect to the pass-off injunction, the judge, Diplock, 
J., held: 
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“TI propose to grant an injunction in the following terms: ‘An 
injunction restraining the defendants or any of them, whether 
by themselves, their servants, or agents or workmen, or other- 
wise, from using any form of words in newspaper advertise- 
ments or otherwise calculated to deceive persons into the 
belief that the defendants’ said business is carried on by the 
plaintiffs or is in any way connected with the plaintiffs’ 
business as credit check traders, or that the defendants are 
authorized to issue or accept IDEAL CHECKS’. 


It will be noted that this injunction is in a general form 
against passing off, but the view that I formed of Mr. Edel- 
son’s (one of the owners of Ideal Clothing Coy.) disingenuous- 
ness satisfied me that he might well exercise his wits to find 
a way round any more inaccurately phrased restriction on his 
trading methods. At the same time, I do not propose that 
an injunction in this form should be used as a weapon for 
oppression by the Plaintiffs, and the very wide, and in some 
respects unreasonable claims that they have made and per- 
sisted in in the present action do give rise to the suspicion 
that they might seek to do so, I shall therefore give liberty 
to apply and, as in the course of this long trial I have had 
an opportunity of delving in considerable detail into the 
relevant facts relating to the parties’ business I propose, in 
accordance with the wish which has been expressed to me by 
both parties, to reserve to myself the hearing of any proceed- 
ings if unfortunately there should be any to enforce the 
injunction.” 


The judge held, however, that the plaintiff was not entitled to 
damages because no financial losses had been proven. The Ideal 
General Supply Coy., Ld. v. Lowis and Bette Edelson, trading as 
The Ideal Clothing Company, 1957 R.P.C. 252. 


Jammu & Kashmir 
Trademark Legislation 


The Trademarks Act which was in effect in the State of 
Jammu & Kashmir has been repealed with effect from November 
1, 1956 by virtue of the Republic of India’s Extension of Laws 
Act, No. 62 of 1956; and the Indian Trademarks Act, 1940, has 
been extended to the State of Jammu & Kashmir. Matters pend- 
ing before the Registrar in Jammu & Kashmir can be continued 
and completed before the Indian Registrar. Indian trademark 
registrations will extend to Jammu & Kashmir. 
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Sarawak 
Trade Marks Ordinance, 1953 


The above Ordinance came into force on June 1, 1957. 


Saudi Arabia 


Application Procedure 


The situation with respect to applicants in Saudi Arabia who 
have business in Israel, reported in the March issue, 47 TMR 335, 
has received further clarification. If an applicant has a distributor 
in Israel, his Saudi Arabian application may be accepted but, if 
the applicant has an office of his own in Israel, his application 
will not be accepted. The Saudi Arabian authorities make their 
own investigation to learn if the applicant is Jewish-owned or 
controlled or has an office in Israel. 


Turkey 
Compulsory Marking 
A new law has come into effect as from March 1, 1957 which 
requires that all “industrial products” sold in Turkey must bear 
a trademark and that trademark must be registered. Agricultural 


products which do not undergo further manufacturing are ex- 
cluded. 


INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 
PROPOSED BY W. H. O. 


Complete lists of the proposed international non-proprietary names 
for 26 drugs now under consideration by The World Health Or- 
ganization (see 47 TMR 596) were published in: Drug Trade 
News, June 3, 1957, p. 80 and the Official Gazette, Trademark 
Section, July 2, 1957, p. TM 2. 
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BOOK REVIEW 


Tue Use or Survey Reszarcn Finpines as Lecan Evipence. By 
Hiram C. Barksdale, Pleasantville, N.Y., Printers’ Ink Books, 
1957. Pp. 166. $6.00. 


For almost half a century it has been recognized that research 
techniques in ascertaining the attitudes and reactions of large 
numbers of individuals should be adaptable to and should answer 
a need in the fact-finding repertoire of the law. Yet during this 
period the development and acceptance of such methods has 
proceeded only haltingly, and for much of it, not at all. The 
professional literature which the Law seems to spawn with such 
abundance in most of the frontiers of its development has, in this 
field, been scanty, superficial and sporadic. In actual practice, 
efforts toward the legal application of survey research techniques 
have more often than not been ill-conceived and worse-executed. 
Thus, it is perhaps not surprising that their reception by the 
courts, when received at all, has been generally characterized by 
hesitance and doubt as to their reliability. Yet in marked con- 
trast to its legal development, the commercial evolution and ac- 
ceptance of survey research methodology has proceeded at an 
extraordinary pace to the point that today many millions of dol- 
lars are almost routinely spent in efforts, enterprises, and on the 
basis of decisions largely, if not predominantly, influenced by the 
findings of various survey research undertakings. The business 
man has long since become convinced as to their reliability for 
answering questions of collective reaction and attitude. 

It is therefore more than timely that a text has appeared 
which presents the subject, not only in a readily understandable 
form, but also with a documentation of most of the legal and other 
literature and of the reported decisions bearing upon it. The 
author is an Associate Professor of Marketing in the School of 
Commerce of New York University. In his “Introduction” he 
states: 


“The objectives of this study are to help clarify the cur- 
rent status of survey evidence, to acquaint research prac- 
titioners and others with some of the applications of survey 
research findings as legal evidence, and to set forth, with 
as much certainty as experience and the law permit, what 
seem to be the legal requirements for survey evidence. 
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“This analysis is intended to focus attention on the 
use of survey research techniques as an aid to judicial and 
administrative tribunals establishing the facts in legal con- 
troversies and to provide guideposts which may be useful 
in directing the preparation and presentation of survey evi- 
dence.” 


Professor Barksdale is not a lawyer, and it is somewhat dis- 
comforting to our professional self-esteem to discover this fact, 
for the comprehension he displays of such legalistic subjects as 
the hearsay rule, the differences between evidentiary presenta- 
tion for courts and for administrative tribunals, and the limiia- 
tions imposed by the adversary system of trial, leave little to be 
desired. 


The book commences with an examination of the various areas 
of the law wherein a fact-finding problem exists which may often 
best be solved by the application of survey research methods. 
Featured prominently in this discussion, of course, is the likelihood 
of confusion question in trademark cases. He then discusses the 
fundamentals of survey research procedures and techniques, the 
nature of the legal process insofar as it bears upon the adaptability 


of survey research, early and recent applications of survey re- 
search evidence, the requirements for courtroom presentation, 
the experience of practitioners and lawyers, and finally, the con- 
clusions and recommendations of the author. 

Presumably a review, if it is objective, will find something 
to criticize in almost any work, and if that is necessary here, per- 
haps it should be directed to the chapter which reports the re- 
sults of an inquiry Professor Barksdale made among a number 
of lawyers and research practitioners respecting the legal appli- 
cation of survey research. These pages seem to be of limited value 
and could have been excluded without appreciable loss. The 
chapter does demonstrate, however, the acute need for just such a 
work as this text, for it reveals the vague realization among many 
lawyers that while survey research methods have something of 
value to offer to the Law, they are largely at loss as to how those 
benefits may be gained. 

It would seem that any lawyer or judge who reads Professor 
Barksdale’s 166 page volume will have equipped himself with a 
sufficient understanding of the technique of survey research, its 
adaptability and reliability, as to approach with an adequate initial 
competence and comprehension any legal problems where these 
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methods may be employed. The same is true, moreover, for any 
practitioner in the survey research field who may be called upon 
to participate in a legal action. 

It is to be hoped that this volume will not be the author’s 
last contribution to this field, for, as Mr. Gilbert H. Weil has 
written in the Foreword to it: 


“To preserve the vitality of its functions, the Law as it 
as it relates to the market place, must keep pace with evolu- 
tions in the market place.” 

BEVERLY W. PATTISHALL 


RECENT PUBLICATION 


TraDEMARKS RecisteRED witH THE A.D.M.A. anp A.P.M.A., 1957 
edition. Published by the American Drug Manufacturers Asso- 
ciation and the American Pharmaceutical Manufacturers Asso- 
ciation. 


This loose-leaf book can be obtained from the American Drug 
Manufacturers Association, 505 Albee Building, Washington 5, 
D. C. The price per copy is $12.50 without spring binder and 
$15.00 with spring binder. A subscription to the monthly Cumula- 
tive Supplement is $15.00 per year. 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Behrman, J. N. 

Licensing abroad of American-Held Patents, Trademarks, and Techniques. (Pat- 
ent, Trade-Mark, and Copyright Journal of Research and Education, v. 1, no. 1, 
June 1957, pp. 145-158.) 


Gardner, J. H. 
How coordinated Design Built a New Personality for Jones & Laughlin. (Indus- 
trial Marketing, v. 42, no. 6, June 1957, pp. 37-40.) 


Kelley, Etna M. 

Ray-O-Vac Finds the Near-Perfect Package. (Sales Management, v. 78, no. 12, 
June 21, 1957, p. 69.) 
Libya. 

Trade Mark Law No. 40 of the 1ith August, 1956. (Patent and Trade Mark 
Review, v. 55, no. 8, May 1957, pp. 215-220.) 


Protection of Appearance of Goods. (Rocky Mountain Law Review, v. 29, no. 2, 
February 1957, pp. 214-222.) 


The Relationship between Copyright and Unfair Competition Principles. (Tulane 
Law Review, v. 31, no. 3, April 1957, pp. 523-536.) 


Singer Manufacturing Company. 
Facelifting for 87-year old Trademark. (Printers’ Ink, May 31, 1957, p. 41.) 
Illustrations of the five different Red “S” trademarks as used throughout the years. 


Summary of Foreign Control Regulations applying to Imports from the United 
States. (Foreign Commerce Weekly, v. 57, no. 23, June 10, 1957, pp. 7-8, 12.) 


Thomann, Louis F. 

How a Brand Name Expands a Market. (Printers’ Ink, May 31, 1957, pp. 28-29.) 
CALAVO trademark is basis of market development through addition of dozen semi- 
tropical produce commodities. 


Trinidad and Tobago. 

Trade Marks. Procedure. Classification. (Patent and Trade Mark Review, v. 55, 
no. 8, May 1957, p. 221.) 
Uruguay. 

Trade Marks. Custom Tariffs on Chemical Goods. (Patent and Trade Mark 
Review, v. 55, no. 8, May 1957, p. 221.) 


LEGAL NOTES 


Academy Award Products, Inc. v. Bulova Watch Co. 

Trademarks and Trade Names—Expenses of Defending Infringement Suit Recov- 
erable under Lanham Trademark Act. (Harvard Law Review, v. 70, no. 6, April 
1957, pp. 1116-1117.) 


Dior v. Milton 
Protection of Styles and Designs in the Garment Industry. (University of Cincin- 
nati Law Review, v. 26, no. 1, Winter 1957, pp. 86-97.) 


Vanity Fair Mills, Inc. v. T. Eaton Co. 

Jurisdiction—Use of Trademark in foreign Country by foreign Owner. (American 
Journal of International Law, v. 51, no. 1, January 1957, pp. 103-108.) 

Vanity Fair Mills v. T. Eaton Co. 


Trademarks—Lanham Act—Extraterritorial Jurisdiction. (Wayne Law Review, v. 
3, no. 2, Spring 1957, pp. 156-160.) 


bs — of these articles and legal notes are available for reference in the Association’s 
ibrary. 
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CITY MESSENGER OF HOLLYWOOD, INC. v. CITY 
BONDED MESSENGER SERVICE, INC. et al. 


No. 55 C 575 —D.C., N.D. Illinois E. Div. — March 14, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

CITY MESSENGER OF HOLLYWOOD, INC., CITY MESSENGER AIR EXPRESS, CITY 
BONDED MESSENGER, or similar names when used in connection with sale, advertising 
or rendering of messenger, trucking, air freight forwarding services, are confus- 
ingly similar to and constitute unfair competition with CITY BONDED MESSENGER 
SERVICE. 

Grant of certificate of authority by Civil Aeronautics Board to plaintiff to 
engage in air freight forwarding business under names CITY MESSENGER OF HOLLY- 
WOOD, INC., doing business as CITY MESSENGER AIR EXPRESS, did not empower plain- 
tiff to use said names in derogation of long established prior right of defendant. 

REGISTRABILITY—TITLE 
REGISTRABILITY—ABANDONMENT 

Service marks and trade names of bankrupt were vested in trustee in bank- 
ruptecy upon filing petition in bankruptcy, and mere filing of petition did not 
operate as abandonment of service mark or trade names. 


Action by City Messenger of Hollywood, Inc. v. City Bonded Mes- 
senger Service, Inc., by change of name from City Bonded Messenger and 
Trucking Service, Inc., City Bonded Trucking Company, Inc., The Illinois 
Bell Telephone Company, and The Reuben H. Donnelley Corporation for 
unfair competition in which defendants counterclaim for declaratory judg- 
ment, unfair competition, service mark infringement, fraud, and breach 
of contract. Judgment for defendants. 


Normand A. Cohen and Sidney Levin, of Chicago, Illinois, for plaintiff. 

Eli Mullin, I. Irving Silverman, and Silverman & Mullin, of Chicago, IIli- 
nois, for City Bonded Messenger Service, Inc., and City Bonded 
Trucking Company, Inc. 

Sidley, Austin, Burgess & Smith, of Chicago, Illinois, for The Illinois Bell 
Telephone Company and The Reuben H. Donnelley Corporation. 


Barnes, Chief Judge. 


Frnpines or Facts 


1. This is a suit for unfair competition brought by the Plaintiff, City 
Messenger of Hollywood, Inc., doing business under the tradename of City 
Messenger Air Express against three corporate defendants and two indi- 
vidual defendants, as follows: City Bonded Messenger and Trucking Serv- 
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ice, Inc., The Illinois Bell Telephone Company, The Reuben H. Donnelley 
Corporation, Irving Mansfield and Nadine Mansfield. 


2. Defendants, City Bonded Messenger and Trucking Service, Inc., 
Irving Mansfield and Nadine Mansfield, counter-claimed for unfair compe- 
tition, service mark infringement, fraud and deceit and breach of contract. 


3. Subsequent to the filing of the complaint but prior to the trial of 
the issues, namely on October 5, 1956, Defendant, City Bonded Messenger 
and Trucking Service, Inc., filed articles of amendment changing its name 
to City Bonded Messenger Service and an additional new corporation City 
Bonded Trucking Company, Inc., was incorporated, said new corporation 
and said Defendant, now by change of name City Bonded Messenger 
Service, were substituted for Defendant-Counterclaimant, City Bonded 
Messenger and Trucking Service, Inc. 


3a. Defendants, Irving Mansfield and Nadine Mansfield, acted solely 
within the scope of their employment as employees and by motion were 
dismissed as Defendants from this case. 


4. Defendants, Illinois Bell Telephone Company and The Reuben H. 
Donnelley Corporation have counterclaimed and crossclaimed for declara- 
tory judgment, seeking an order from the Court concerning listings of the 
Plaintiff and the Defendants in both the Chicago Alphabetical telephone 
directory and the Chicago Classified telephone directory. 


5. On April 29, 1955, the Court entered an order that both Plaintiff 
and Defendant be listed only under their respective corporate names and 
not under any assumed names, pending the further trial of the issues. 


6. This Court has jurisdiction of the subject matter and parties 
involved. 


7. Plaintiff, City Messenger of Hollywood, Inc., is a California Cor- 
poration doing business in the State of Illinois and having an office at 845 
South Wabash Avenue, Chicago, Illinois. Defendants, City Bonded Mes- 
senger Service and City Bonded Trucking Company, Inc., are Illinois 
Corporations having their principal offices at 193 North LaSalle Street, 
Chicago, Illinois. 


8. Defendants, City Bonded Messenger Service and City Bonded 
Trucking Company, Inc., and their predecessors in title, namely City 
Bonded Messenger and Trucking Service, Inc., a corporation, City Bonded 
Messenger and Trucking Service, a co-partnership comprising Irving 
Mansfield and Nadine Mansfield, and Irving Mansfield doing business as 
City Bonded Messenger Service, have continuously, openly and notoriously, 
since September 1942, engaged in the messenger and trucking business in 
the Chicago area, including interstate commerce within a 50 mile radius 
in the State of Indiana under their said tradenames. 
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9. The tradename and style of the aforementioned Defendants and 
their predecessors in title are presently and continuously have been, since 
September, 1942, dominated by the word city and the phrases crry MESs- 
SENGER and CITY BONDED MESSENGER. 


10. The aforementioned Defendants and their predecessors in title 
presently are, and for a long time prior to the acts herein complained of, 
have been the owners and have continuously used in connection with the 
sale, advertising and rendering of messenger and trucking services in inter- 
state commerce, a service mark comprising the word city written in script 
with a caricature messenger boy running through the letter C, the illustra- 
tion of a speeding automobile positioned above the letter Y and having the 
word BONDED displayed below the word city. 


11. The aforementioned mark was duly registered on the Principal 
Register in the United States Patent Office on July 26, 1955, Registration 
No. 609,732 and said Defendants are the legal and equitable owners of 
said service mark and registration and have the right to sue for infringe- 
ment thereof. 


12. Plaintiff was incorporated in the State of California under the 
corporate name, City Messenger of Hollywood, Inc., on or about February 
19, 1951. 


13. Plaintiff failed to establish a chain of title showing any prede- 
cessor or use by any predecessor of a tradename or a service mark domi- 
nated by the word city or the phrases CITY BONDED MESSENGER or CITY 
MESSINGER in the sale, advertising or rendering of any messenger or truck- 
ing service prior to the date of its incorporation. 


14. Modern Delivery Service, a California corporation doing business 
under the tradenames CITY MESSENGER AND EXPRESS CO., CITY TRANSPORTA- 
TION CO., and CITY MESSENGER, filed a voluntary petition for bankruptcy 
in the United States District Court, Southern District of California, Cen- 
tral Division on July 15, 1948, was discharged January 9, 1952 with 
creditors receiving nothing on their claims; some of the principal officers of 
Plaintiff were principal officers in said Modern Delivery Service and had 
knowledge of said bankruptcy; and no purchase of any assets were made 
by Plaintiff or any of its officers from the Trustee in Bankruptcy of said 
Modern Delivery Service. 


15. Plaintiff’s corporate name, tradename and/or service marks are 
dominated by the word city and the phrase CITY MESSENGER and CITY 
BONDED MESSENGER. 

16. Plaintiff uses a service mark in connection with the sale, adver- 
tising and rendering of messenger service, trucking service and air freight 
forwarding service which is substantially identical to Defendant’s service 
mark. 
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17. Prior to January, 1955 Plaintiff did not maintain an office or 
any facilities or engage in or render any messenger, trucking or related 
services in the Chicago area or within a 50 mile radius of the City of 
Chicago. 


18. During the latter part of 1953 and during 1954, Plaintiff through 
its officers, falsely and fraudulently represented to Defendant-Counter- 
claimants that they were to join with it in the ownership and operation 
of an air freight forwarding business to be known as City Messenger Air 
Express, with Defendants taking charge of the operations of said business 
in Chicago, Illinois. Subsequently said Plaintiff, through its said officers 
continued to falsely and fraudulently represent that said air freight for- 
warding business had in fact been organized under said name, City 
Messenger Air Express, with Defendant-Counterclaimants as part-owners 
thereof, and said Plaintiff, through its officers proceeded to act accordingly 
as though said air freight forwarding business was in fact in existence 
and as though said Defendant-Counterclaimants were in fact part-owners 
thereof, demanding that Defendants fulfill their duties and perform their 
alleged “part of the bargain.” 


19. In furtherance of said scheme, Plaintiff on May 18, 1954, falsely 
notified Defendant-Counterclaimants that the Civil Aeronautics Board had 
approved, registered and issued to said new entity, City Messenger Air 


Express, authorization to engage in the air freight forwarding business, 
when in fact the authorization had been issued to Plaintiff. 


20. Believing the aforementioned representations to be true and rely- 
ing on the same, Defendant-Counterclaimants fulfilled their duties and 
performed their alleged “part of the bargain” by expending large sums 
of money in “pay-outs” while conducting the air freight forwarding 
business, extending credit to Plaintiff, guaranteeing the credit of Plaintiff 
to various suppliers of services used in the air freight forwarding business, 
including United Air Lines, Inc., Railway Express and Air Express 
Agency, Inc., and Western Union Co., Inc., by purchasing, at request of 
Plaintiff, large numbers of printed forms necessary for use in the air 
freight forwarding business, purchasing and furnishing office supplies, 
telephone service, office space, terminal facilities, equipment and personnel, 
circularizing and introducing Plaintiff to its customers for the purpose 
of obtaining business therefrom, furnishing the ground operation portion 
of the air freight forwarding services, and abstaining from furnishing 
said ground operation services on behalf of competitive air freight for- 
warders, including Emery Air Freight Forwarding Co., with consequent 
loss of revenue therefrom. 


21. The aforementioned representations were false and were known 
by the Plaintiff to be false at the time they were made, and were made with 
the intent to surreptitiously gain an entry in the Chicago area market, 
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including Defendants’ own customers and with the intent of trading on the ° 
good will of the Defendants, and indeed trading on said good will by 
engaging in and rendering messenger, trucking and related services in 
the Chicago area and between Illinois and Indiana under the confusingly 
similar tradenames of City Messenger of Hollywood, Inc., City Messenger 
Air Express and City Bonded Messenger, and using in connection with 
the sale, advertising and rendering of said services, a service mark sub- 
stantially identical to Defendants’ service mark. The aforementioned 
representations were further made by Plaintiff with the intent to induce 
Defendant-Counterclaimants to act thereon, and with intent to flagrantly 
deceive and defraud Defendant-Counterclaimants. 


22. On or about September 7, 1954, Plaintiff entered into an oral 
contract with Defendant-Counterclaimants for the sale of an undivided 
one-half interest of all the assets owned by and in the name of the Plain- 
tiff, including the good will of the business and right to engage in the air 
freight forwarding business under Civil Aeronautics Board Letter of 
Registration No. 163, and subsequent thereto, Plaintiff breached said con- 
tract and failed and refused to perform the terms of said contract. 
Defendant-Counterclaimants have done and performed all things by them 
to be performed under the terms of said contract. 


23. Plaintiff has failed to prove that Defendants at any time diverted 
any shipments belonging to them to the own use of said Defendants or 
ever appropriated the proceeds of such shipments to their own use without 
accounting to the Plaintiff. 


24. Plaintiff has failed to prove that Defendants ever engaged in 
unlawful, unfair or deceptive methods of competition against them, 
including specifically : 


a. applying for and obtaining, without the knowledge and 
eonsent of the Plaintiff, of any telephone listing of any tradename 
belonging to Plaintiff, or fraudulently holding themselves out to be 
air shippers, or being in violation of any of the economic regulations 
of the Civil Aeronautics Board. 


b. engaging in any false, fraudulent or deceptive advertising, 
including any advertising of City Messenger Air Express, without 
the consent or approval of the Plaintiff. 


ce. making any false representation to anybody concerning the 
credit or financial responsibility of the Plaintiff. 


Plaintiff has failed to prove any allegation of unfair competition alleged 
in its complaint. 


25. Since January, 1955, Plaintiff has engaged in and rendered 
messenger services including, but not limited to, the ground operation of 
air freight forwarding services in direct competition with Defendant- 
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Counterclaimant in the Chicago area and in interstate commerce within 
a radius of 50 miles of the city of Chicago. 


26. Ground operations of air freight forwarding, namely pickup and 
delivery to and from the airport, comprises legitimate messenger and truck- 
ing services. 


27. Prior to the entry of Plaintiff in the Chicago area market, by 
virtue of the prolonged use, extensive sale and advertising of their services, 
Defendant-Counterclaimants’ aforementioned service mark had acquired 
secondary significance in connection with the messenger service in the 
local area. 


28. The tradenames cITy MESSENGER OF HOLLYWOOD, INC., CITY MES- 
SENGER AIR EXPRESS, CITY BONDED MESSENGER and/or any tradename domi- 
nated by the word city and/or the phrases CITY MESSENGER Or CITY BONDED 
MESSENGER, when used in connection with the sale, advertising or render- 
ing of messenger, trucking, air freight forwarding or similar services, are 
confusingly similar to Defendant-Counterclaimants’ tradenames and the 
uses thereof by Plaintiff comprise unfair competition with Defendants. 


29. Defendants aforementioned service mark registration No. 609,732 
is valid. 


30. Plaintiff’s use of said service mark in the sale, advertising or 
rendering of messenger, trucking and air freight forwarding services 
_infringes Defendants’ registered service mark. 


31. Plaintiff adopted and used the aforementioned tradenames and 
service mark flagrantly and with full knowledge of Defendant-Counter- 
claimants’ prior use thereof and with intent to unfairly compete and trade 
on Defendant-Counterclaimants’ good will, valuable credit and financial 
standing and reputation for integrity and fair dealing. 


32. Defendant-Counterclaimants’ credit, financial standing and repu- 
tation have been injured by Plaintiff’s unfair competitive practices. 


33. Plaintiff has unfairly diverted revenues for messenger services 
rightfully belonging to Defendant-Counterclaimants, including, but not 
limited to, revenues from a large number of the transactions involving the 
Admiral Corporation, 3800 West Cortland Street, Chicago, Illinois, as 
represented in Defendants’ exhibit 53, and from transactions with Kuttner 
& Kuttner, Inc., 646 North Michigan Avenue, Chicago, Illinois. 


34. Were it not for the fraud and deceit of Plaintiff and the contract 
with the Plaintiff, Defendant-Counterclaimants would have received rev- 
enues in the amount of approximately $500.00 per week for the rendering 
of ground operation messenger service to Emery Air Freight alone and 
during the period from May 22, 1954 through February, 1955. 
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35. The “pay-outs” and messenger services rendered by Defendant- 
; Counterclaimants on behalf of Plaintiffs during the rendering of air 
freight forwarding services during the period from May 22, 1954 to 
January 10, 1955 to $1,526.83. 















36. Plaintiff is guilty of flagrant unfair competition and the institut- 
ing of this action was vexatious and solely for the purpose of harassing 
Defendant-Counterclaimants. 


CONCLUSIONS OF LAW 





1. This Court has jurisdiction of the subject matter and the parties 
involved. 





2. The Defendants’ service mark in suit is valid and infringed by 
Plaintiff. 





3. Defendants’ service mark has acquired secondary significance in 
the local area as it pertains to messenger service. 










4. The granting of a certificate of authority to Plaintiff to engage in 
the air freight forwarding business under the names CITY MESSENGER OF 
HOLLYWOOD, INC., doing business as CITY MESSENGER AIR EXPRESS did not 
empower Plaintiff to use said names in derogation of the long established 
prior right of Defendants. 






















5. The service marks and tradenames of the bankrupt MODERN DE- 
LIVERY SERVICE were vested in the trustee in bankruptcy upon the filing of 
& the petition in bankruptcy, and the mere filing of the petition in bank- 
3 ruptey did not operate as an abandonment of the service mark or the 
trade names. No sale of said service mark or tradenames having been con- 
summated, the same did not become available for use and appropriation 
by Plaintiff until after the discharge in bankruptcy on January 9, 1952. 


oe 


e 


6. The use by Plaintiff of the tradenames CITy MESSENGER OF HOLLY- 
WOOD, CITY BONDED MESSENGER and CITY MESSENGER AIR EXPRESS or any 
tradename dominated by the word city, the phrases CITY BONDED or CITY 
q MESSENGER, when used in the same area and in connection with the render- 
ing of substantially similar services comprises unfair competition. 


AEBS nc -2 8 NN 


7. Plaintiff, who attempted by fraud and deceit to associate itself 
with Defendant and thereby surreptitiously enter the local market for the 
purpose of competing with Defendant under tradenames and using a ser- 
vice mark confusingly similar to Defendants’ gained no right to use said 
tradenames and service marks in said area after said association was 
terminated. 
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8. Defendants have not engaged in unfair competition with Plaintiff, 
or diverted or appropriated anything belonging to Plaintiff. 
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9. Plaintiff has unfairly competed with Defendant-Counterclaimants. 


10. Plaintiff is guilty of fraud and deceit against Defendant-Counter- 
claimants. 


11. Plaintiff entered into a contract with Defendant-Counterclaimants 
and subsequently breached said contract. 


12. Plaintiff is guilty of bringing vexatious litigation against Defen- 
dants for the purpose of harassing them. 


JUDGMENT ORDER 


After a full and fair consideration of the evidence submitted in this 
case, It is Hereby Ordered, Adjudged and Decreed That: 


1. Defendants are entitled to an injunction restraining Plaintiff, its 
officers, agents, servants, employees and attorneys and all acting under and 
through them and each of them from directly or indirectly: 


a. Using the name CITY MESSENGER OF HOLLYWOOD, INC., CITY 
MESSENGER AIR EXPRESS Or CITY BONDED MESSENGER or any other name 
containing the word city or the phrases CITY BONDED MESSENGER or 
CITY MESSENGER or a service mark identical with or confusingly similar 
to Defendants’ service mark, U. S. Registration No. 609732 Dated 
July 26, 1955, in connection with the sale, advertising, promotion or 
rendering of messenger, trucking, air freight forwarding service or 
any other service similar thereto in the City of Chicago, or within a 
50 mile radius therefrom. 


b. Doing anything having the effect of representing that Plain- 
tiff’s services emanate from Defendants. 


2. Defendant-Counterclaimants are entitled to an accounting of prof- 
its and damages and this case shall be and it is hereby referred to Warren 
EK. Carbary, Esq., a Master in Chancery of this court, for determination of: 


a. Defendant-Counterclaimants’ damages. 


b. Plaintiff’s profits. 


3. Defendant-Counterclaimants are entitled to punitive damages and 
an award of treble profits and damages. 


4. Defendant-Counterclaimants are entitled to an award of damages 
for breach of contract and fraud and deceit in the amount to be determined 
by the master heretofore appointed. 


5. Defendant-Counterclaimants are entitled to recover the sum of 
$1,526.83 in repayment for services rendered and advances made on behalf 
of Plaintiff by Defendants. 





yf 
if 
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6. Defendant-Counterclaimants are entitled to an award of costs and 
disbursements against Plaintiff. 





7. Defendant-Counterclaimants are entitled to recover their attorneys’ 
fees from Plaintiff. 


ESQUIRE INC. v. ESQUIRE SLIPPER 
MANUFACTURING CO., INC. 


Nos. 5153-4 —C. A. 1 — April 24, 1957 





REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOooDs 
Fact that parties are not trading in goods of same descriptive properties, i.e., 
that one is selling a magazine and other men’s slippers, does not prevent plaintiff 
from asserting cause of action for trademark infringement under Lanham Act, for 
test of infringer is not similarity of goods but whether marks used are so similar 
as to be likely to cause confusion or to deceive purchasers as to source of origin 
of goods or services. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
Word ESQUIRE carries with it strong implications of youthful gentility in aura 
of wealth, and when picked as mark for “magazine for men” constituted already 
b diluted name; this means that scope of protection to. which plaintiff is entitled is 
not so broad as might be accorded to strong coined name. 

Trader cannot pluck word with favorable connotations for his goods out of 
general vocabulary and appropriate it to his exclusive use no matter how much 
effort and money he may expend in the attempt. Plaintiff’s practice of giving its 
“commercial” blessing to its advertisers does not entitle plaintiff to appropriate 
word used as its magazine title to its exclusive use. 

STaTE STATUTES 
COURTS—PLEADING AND PRACTICE 

State (Massachusetts) law is applied by federal court with respect to action 
for unfair competition where action is based on diversity of citizenship and amount 
in controversy is clear. 

REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Massachusetts dilution statute was meant to accomplish no more than to permit 
injunctive relief in Massachusetts in suits for trademark infringement or unfair 
competition grounded on dilution of a plaintiff’s mark as well as in such suits 
grounded on direct infringement. 

CouRTS—F'INDINGS 
STATE STATUTES 

Scope of relief to which plaintiff is entitled either under Lanham Act or 

Massachusetts dilution statute is primarily a matter for district court with which 
Court of Appeals would only interfere were it convinced that trial court’s con- 
clusion resulted from an error of law or an abuse of discretion. 








Action by Esquire, Inc. v. Esquire Slipper Manufacturing Co., Inc. 
for trademark infringement and unfair competition. Both parties appeal 
from judgment of District Court for District of Massachusetts dismissing 
complaint. Judgment vacated. 

Case below reported at 46 TMR 577. 
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Harold R. Medina, Jr., of New York, N. Y. (James D. St. Clair and Hale & 
Dorr, of Boston, Massachusetts, on the brief) for plaintiff. 

Cedric W. Porter (Robert B. Russell and Porter, Chittick & Russell on the 
brief) of Boston, Massachusetts, for defendant. 


Before Macruper, Chief Judge, and Woopspury and Hartigan, Circuit 
Judges. 


Woopsury, Circuit Judge. 

These are cross appeals from a judgment entered by the United States 
District Court for the District of Massachusetts in a suit for trademark 
infringement and unfair competition. The plaintiff, Esquire, Inc. (since 
these are cross appeals we shall for convenience refer herein to the parties 
as plaintiff and defendant as they appeared in the court below), is a Dela- 
ware corporation which since 1933 has published a monthly magazine called 
ESQUIRE. Since 1934 it has enjoyed federal registration (No. 313,768) of 
the name ESQUIRE printed in distinctive disjointed script as the trademark 
for its magazine. The defendant, Esquire Slipper Manufacturing Co., Inc., 
is a Massachusetts corporation organized in 1949 which as its name implies 
is engaged in the business of manufacturing men’s slippers. The relief 
sought by the plaintiff in this suit is an injunction restraining the defendant 
from making any use whatever of the word ESQUIRE, in any form of type 
or print, either in its corporate name, or on its product, or in its advertis- 
ing, and in addition counsel fees in lieu of damages. 

In view of the uncontradicted testimony at the trial of the defendant’s 
treasurer and principal managerial officer that the defendant used the word 
ESQUIRE on only about 10% of its slippers, the balance being sold to retailers 
who marketed them under their own brand names, and that the word was 
of no value to the defendant on its goods, and his agreement on behalf 
of the defendant not to use the word on its merchandise, labels, containers 
or advertising, the District Court found no occasion to pass upon the 
defendant’s right to use the word otherwise than in its corporate name. 
Then, concluding that the plaintiff had no valid cause to complain of the 
defendant’s use of the word ESQUIRE in block letters (which its treasurer 
agreed to do) as part of its corporate name, it entered judgment dismissing 
the plaintiff’s complaint. The judgment from which both parties have 
appealed is quoted in full in the margin.” 


1. This cause having been tried to the court and an opinion handed down March 
16, 1956, which opinion, following a further hearing, was modified on June 27, 1956, 
and the defendant having agreed to discontinue the use of the name ESQUIRE as a 
trademark or name on merchandise manufactured or sold by it, and on its labels, 
containers or advertising material, or elsewhere, except as part of its corporate name, 
and to discontinue the script form of the name ESQUIRE in its corporate name, said 
agreement not to be construed as an admission in case of an appeal herein. 
It is hereby ordered, adjudged and decreed: 
1. That the defendant has the right to continue using its corporate name 
Esquire Slipper Manufacturing Co., Inc., provided that the word ESQUIRE shall 
be in identical type with, and no more conspicuous than, the rest of the corporate 
name, and that if merchandise, or retail labels, containers, advertising or display, 


Siheatedig 
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The plaintiff, Esquire, Inc., contends that it is entitled to all the relief 
asked for in its complaint; the defendant, Esquire Slipper Manufacturing 
Co., Ine., contends that the plaintiff is entitled to no relief at all and that 
it, instead of the plaintiff, is entitled to an award of counsel fees and costs 
both in the court and in the court below. 

This is obviously a dilution case, for clearly the parties are not directly 
competing with one another in the sale of similar goods. Compare Pro-phy- 
lactic Brush Co. v. Jordan Marsh Co., 165 F.2d 549, 76 USPQ 146 (38 TMR 
177) (C.A. 1, 1948). But the fact that the parties are not trading in goods 
of the same descriptive properties, i.e., that one is selling a magazine and 
the other men’s slippers, does not prevent the plaintiff from asserting a 
cause of action for trademark infringement under the Lanham Act, for 
the test of infringement under that act is not similarity of goods or services 
but whether the marks used are so similar as to be “likely to cause con- 
fusion * * * or to deceive purchasers as to the source of origin of [the 
respective] goods or services.” Lanham Act, 15 U.S.C. §1114. The plaintiff 
asserts that there is great likelihood that consumers will confuse the source 
of the defendant’s slippers with the source of its magazine for two reasons: 
first because the mark ESQUIRE has acquired a “secondary meaning” indi- 
cating its magazine exclusively, and second because of its practice adopted 
years ago of giving its so called “commercial blessing” to its advertisers. 

The plaintiff's magazine currently sells for 60 cents a copy on the 
news stands and has a monthly circulation of approximately 800,000 copies. 
Being comparatively high in price, it is addressed primarily to a relatively 
well-to-do audience. It purports to be concerned with all “masculine inter- 
ests,” indeed on its cover under its name it carries the slogan THE MAGA- 
ZINE FOR MEN. Each issue contains a substantial amount of advertising 
from which the plaintiff derives a considerable income, and in advertising 
lineage, men’s wear, liquor and travel rank in the order named. In editorial 
content men’s fashions appears to maintain roughly the same relation to 
liquor and travel, but to stand far behind fiction, non-fiction, cartoons and 
other pictorial material much of which, no doubt to increase circulation 
and hence advertising revenue, is a bit racy if not sometimes risque. 

The assertion is that ESQUIRE magazine is the dominant voice in men’s 
fashions, indeed it is “almost the sole arbiter of what is correctly fashion- 
able” for men, and that over the years it has attained pre-eminence in 
that field. 

Furthermore, during recent years ESQUIRE, like LIFE and some other 
magazines, has followed the practice of promoting the products advertised 
in its columns by so-called “tie-in advertising.” That is to say, it gives its 


carry defendant’s name said material shall bear at least equally prominently some 
trade or semi-descriptive name which has no connection with ESQUIRE. 

2. That the defendant shall have until October 1, 1956, to dispose of its mer- 
chandise, containers, etc. now on hand which do not conform with this judgment 
and its said agreement. 

3. That the complaint be dismissed, without costs. 
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“commercial blessing” to its advertisers’ products by providing the retailers 
who carry them with placards or posters indicating that the particular 
merchandise has been advertised in EsQuIRE. In addition it has also pro- 
vided retailers with comparable promotional material indicating that desig- 
nated merchandise on the retailers’ shelves conforms to fashion trends or 
principles described and discussed in the magazine, as being for instance 
“authentic” “Mr. T.” or “Bold Look” fashions. 

These in brief are the facts upon which the plaintiff asserts its right to 
the injunction, costs and counsel fees for which it asks. 

The plaintiff seems almost to contend that the word ESQUIRE, except, 
usually abbreviated, as a form of address or title, as customarily used in 
addressing members of the bar, has as a practical matter disappeared from 
the English language except as the name of its magazine. The District 
Court did not adopt this view and neither do we. 

The word ESQUIRE may not be capable of precise definition. See Web- 
ster’s New International Dictionary, Second Edition. But the fact remains 
that it is not a coined word but one firmly established in the English vocab- 
ulary that has by no means become obsolete. And the word carries with 
it clear and strong implications of youthful gentility in an aura of wealth. 
Thus it has definite built-in attraction as a name for a magazine devoted 
primarily to men’s fashions. By the same token it also has attraction as 
a name for other products of interest to men, such as men’s furnishings 
and clothing including slippers. In short, the plaintiff picked an already 
diluted name as the mark for its “magazine for men.” This does not mean 
that the plaintiff is entitled to no protection for its name. But it does 
mean that the scope of the protection to which it is entitled is not as broad 
as that which might be accorded to a strong, coined name, as KODAK, for 
instance. We do not think a trader can pluck a word with favorable conno- 
tations for his goods or services out of the general vocabulary and appro- 
priate it to his exclusive use no matter how much effort and money he 
may expend in the attempt. Nevertheless the fact remains, as the court 
below found, that the magazine “is regarded as a prominent voice on the 
subject of men’s fashions,” and the name of the magazine, “so far as it 
belongs to the plaintiff, has valuable good will” attached to it. 

Nor does the plaintiff’s practice of giving its “commercial blessing” 
to its advertisers entitle the plaintiff to appropriate the word to its exclu- 
sive use. It may be that some consumer-buyers, seeing the name ESQUIRE 
in script on the defendant’s slippers or on its boxes, labels or advertising, 
would infer some connection between the publisher of the magazine and 
the manufacturer of the slippers even without seeing a “tie-in” poster or 
placard. But it is hardly reasonable to suppose that consumers, if they 
gave any thought to the matter at all, would assume that the publisher of 
a magazine, even a “magazine for men” was also engaged in the business 
of manufacturing men’s slippers. The most that ordinary consumers would 
assume would be that the products of the slipper manufacturer had the 
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approval in some way of the publisher of the magazine—that the magazine 
publisher had given the slipper manufacturer a pat on the back. This is 
enough to warrant giving the plaintiff some protection for its name but not 
enough to warrant giving it complete protection. The question is the quan- 
tum of the protection to be accorded the plaintiff and this is a matter pri- 
marily for the District Court. It seems to us, since the name itself is 
relatively weak as applied to the plaintiff’s magazine, that the scope of the 
protection indicated in the judgment appealed from, which we shall con- 
sider presently, is quite adequate to protect the plaintiff’s rights under 
the Lanham Act. 

Nor do we believe that any different conclusion is required with 
respect to the cause of action for unfair competition in which we apply 
Massachusetts law.? Food Fair Stores v. Food Fair, Inc., 177 F.2d 177, 
184, 83 USPQ 14, 19 (89 TMR 894) (C.A. 1, 1949). See also Maternally 
Yours v. Your Maternity Shop, 234 F.2d 538, 540-541, 110 USPQ 462, 463- 
464 (46 TMR 1509) (C.A. 2, 1956). 

The applicable Massachusetts statute (Mass. G.L. (Ter. Ed.) ec. 110 
§7A, inserted by Mass. St. 1947 ce. 307) provides: 


“Likelihood of injury to business reputation or of dilution of the 
distinctive quality of a trade name or trademark shall be ground for 
injunctive relief in cases of trademark infringement or unfair compe- 
tition notwithstanding the absence of competition between the parties 
or of confusion as to the sources of goods or services.” 


This statute might be read as requiring as a matter of law that in 
Massachusetts courts of equity in trademark infringement and unfair 
competition cases give the plaintiff injunctive relief no matter how weak 
the plaintiff’s mark may be, against a defendant whose actions create any 
likelihood of dilution of whatever distinctive quality the plaintiff’s mark 
may have. But so to read the statute would be to fly in the face of the 
general principle that courts are not to presume a legislative intention to 
rigidify the traditionally flexible equity practice of granting or withhold- 
ing injunctive relief in the exercise of sound judicial discretion. Hecht Co. 
v. Bowles, 321 U. S. 321, 330 (1944). Thus, in the absence of clear manda- 
tory words, we shall continue, until the Supreme Judicial Court of Massa- 
chusetts gives clear indication to the contrary, to construe the statute as 
only permissive, as we did in the Food Fair case. That is to say, we think 
the statute was meant to accomplish no more than to permit injunctive 
relief in Massachusetts in suits for trademark infringement or unfair com- 
petition grounded on dilution of a plaintiff’s mark as well as in such suits 
grounded on direct infringement. 


2. Federal jurisdiction over this cause of action based on diversity of citizenship 
and amount in controversy is clear, so we need not consider the possibility of pendent 
federal jurisdiction on the Hurn v. Oursler, 289 U.S. 238, 17 USPQ 195 (23 TMR 267) 
(1933), principle. 
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For the reasons already stated we reject the plaintiff’s contention that 
it is legally entitled to all the injunctive relief it asked for in its complaint. 
The scope of the relief of that nature to which it is entitled under either 
the Lanham Act or the Massachusetts statute is primarily a matter for the 
District Court with which we would only interfere were we convinced that 
the trial court’s conclusion resulted from an error of law or an abuse of 
discretion. We find neither here. The conclusion reached seems well 
adapted to protect the respective rights of the parties, although the judg- 
ment embodying the conclusion is not, as we shall point out after consider- 
ing the claims of both parties for counsel fees and costs. 

The plaintiff’s claim for costs and counsel fees rests upon the assertion 
that the defendant’s dilution of the mark was wilful, deliberate and pre- 
meditated. The court below did not so find and we agree. Although 
undoubtedly the defendant knew of the plaintiff’s use of the word ESQUIRE 
as the name for its magazine when it adopted the same name for use in 
its corporate title and in connection with its product, it is not a foregone 
conclusion that it did so with the bald intent of confusing the consuming 
public by identifying its product with the plaintiff. The name being weak, 
both for the plaintiff’s product and its own, the defendant may well have 
thought it was within its legal rights in using the name as it did in its title 
and on its slippers. It is not as though the defendant had taken a unique 
coined word, invented, developed and used by some other trader, as its 
identifying symbol. 

The defendant’s claim for counsel fees, indeed its claim that the plain- 
tiff is not entitled to any relief at all, rests upon the assertion that the 
plaintiff’s hands are unclean because of the lengths to which it has gone 
in threatening with suit and in suing others for using not only the name 
ESQUIRE but even the names SQUIRE and SQUIRES. 

It is true, as the District Court found, 109 USPQ 30, 32, 33, that the 
plaintiff has gone to great lengths in “ ‘policing’ the name ESQUIRE, so as to 
discourage its use by all and sundry,” even going to the extent of objecting 
to the use of the word sQuiREs’ in the name of a home for the aged and 
convalescent. This policing action of the plaintiff, the court said, “is not 
limited to fields in which there could be thought to be any trademark viola- 
tion, unfair competition, or ‘free-riding,’ but is in the bold, and I hold 
legally untenable, basis that everyone who uses commercially the word 
ESQUIRE, or even any of its derivatives, such as SQUIRE Or SQUIRES, is unlaw- 
fully appropriating what is plaintiff’s and plaintiff’s alone.” And the court 
further found “if material, that plaintiff is engaged in a wholesale attempt 
to prevent the use of the name ESQUIRE by persons against whom it has no 
possible rights.” But the court below did not go beyond voicing sharp criti- 
cism of the plaintiff’s conduct. It did not base its dismissal of the plaintiff’s 
complaint on what might, perhaps, be a dubious finding of its unclean 
hands. 
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The plaintiff certainly went to the brink in policing its mark. But it 
was on the horns of a dilemma. If it sat back and did nothing, it might 
see its mark so cheapened by general use that it lost the last vestige of 
value to the plaintiff or to anyone else. On the other hand, if it embarked 
on too vigorous a campaign to protect the value of its mark by threatening 
to sue, and in numerous cases bringing suit against those who ignored its 
threats, it ran the risk of being met with the defense of “unclean hands.” 
Its zeal for its mark may not have been justified by the mark’s intrinsic 
strength, but its zeal may well have been born of overenthusiasm for its 
relatively weak mark rather than an attempt to browbeat and coerce. We 
are not disposed to go beyond the comments of the District Court and 
conclude on the evidence that the plaintiff was guilty of unclean hands 
as a matter of law. Therefore we shall not disturb the discretionary finding 
of the District Court that neither party is entitled to counsel fees or costs. 
Nor shall we award counsel fees or costs in this court to either party. 

The District Court’s judgment remains for consideration. That court 
obviously felt that the plaintiff was entitled to some degree of protection 
for its mark. So do we, and we think the scope of protection indicated 
in that court’s judgment is adequate and appropriate. But nevertheless 
the court below entered judgment dismissing the plaintiff’s complaint. This 
leaves the plaintiff without recourse to summary relief by petition for 
contempt in the event the defendant at some future time fails to abide 
by agreements and concessions made on its behalf by its treasurer at the 
trial. Should that event occur, the plaintiff’s only recourse would be to 
bring another suit against the defendant in which it would be forced to 
relitigate the issues with respect to the Esquire mark on slippers and the 
use of script in printing the corporate name. To accord the plaintiff the 
degree of protection to which we and the District Court believed it entitled, 
there should be entered a decree of injunction limited in accordance with 
the views expressed by the court below. See Food Fair Stores, Inc. v. Food 
Fair, Inc., 177 F.2d 177, 185, 186, 83 USPQ 14, 19, 20 (39 TMR 894) (C.A. 
1, 1949). 

A judgment will be entered vacating the judgment of the District 
Court and remanding the case to that Court for the entry of a decree of 
injunction consistent with the views expressed in this opinion. No costs 
in this Court to either party. 


THE NATIONAL DRYING MACHINERY CO. v. ACKOFF et 
al.; SAME v. NATIONAL DRYER MFG. CORP. et al. 


No. 12117 —C. A. 3 — May 1, 1957 


CouRTS—CONTEMPT PROCEEDINGS 
Whether award in civil contempt in trademark case be measured in terms of 
plaintiff’s loss or defendant’s profit, such an award must be an attempt to compen- 
sate plaintiff for amount he is out of pocket or for what defendant by his wrong 
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may have said to have diverted from plaintiff or gained at plaintiff’s expense; 
court does not approve of entering judgment in round figures without proof and 
thereafter giving defendant chance to show that award should be in some smaller 
amount; complainant must show that contemptuous conduct did, in fact, have 
substantial injurious effect upon his economic interest. 


Action by The National Drying Machinery Co. v. Jack Ackoff, National 
Dryer Mfg. Corp., and National Dryer Sales Corporation (World Dryer 
Corporation, successor in interest, substituted) for trademark infringement. 

Action by National Dryer Mfg. Corp. and National Dryer Sales Cor- 
poration (World Dryer Corporation, successor in interest, substituted) v. 
The National Drying Machinery Co. for declaratory judgment of non- 
infringement of trademark in which defendant counterclaims for trade- 
mark infringement. 

Appeals from District Court for Eastern District of Pennsylvania 
from judgment for The National Drying Machinery Co. in civil contempt 
proceedings, Jack Ackoff, National Dryer Mfg. Corp. and National Dryer 
Sales Corporation (World Dryer Corporation, successor in interest, substi- 
tuted) appeal. Judgment vacated. 

Case below reported at 47 TMR 215. 
See also 45 TMR 449, 45 TMR 949, 46 TMR 314. 


Nochem 8. Winnet, of Philadelphia, Pennsylvania, for appellants. 
Louis Necho, of Philadelphia, Pennsylvania, for appellee. 


Before McLAUGHLIN, KALoDNER, and Hastiz, Circuit Judges. 


HastiE, Circuit Judge. 

' This appeal arises out of a civil contempt proceeding instituted after 
final decree in a trademark infringement case. The final decree had been 
approved by this court. 228 F.2d 349, 108 USPQ 54 (46 TMR 314), affirm- 
ing 129 F.Supp. 389, 104 USPQ 288 (45 TMR 449). Several months later 
the successful plaintiff formally charged defendants with willful violation 
of certain prohibitory provisions of the decree which had enjoined defen- 
dants from selling drying machines “under a business name which includes 
the name NATIONAL.” 

What the defendants have done since the decree, according to the 
present findings of the district court, “ * * * is to continue to use the word 
NATIONAL, not only on letterheads in correspondence and in advertising 
matter, but also on name plates of the drying machines which they sell in 
connection with their present corporate name as follows: WORLD DRYER 
CORPORATION, FORMERLY NATIONAL. In all uses the word is prominently fea- 
tured. On the name plates all the printing is in black letters except the 
words ‘Formerly National’ which stands out in bright red.” 

The district court held that this action constituted civil contempt and 
ordered the defendants to “* * * pay Plaintiff a fine in the total sum of 
$5,000.00, a counsel fee in the sum of $1,000.00 and costs of the contempt 
proceeding with interest at 6% from November 20th, 1956, until the said 
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sums are paid.” However, the petition which initiated these contempt 
proceedings contained no allegation that the petitioner had suffered any 
damage as a result of the violation of the injunction. At the hearing. there 
was neither proof nor tender of proof as to how much, if anything, plaintiff 
was entitled to recover. 

The present appeal is bottomed upon this admitted failure to claim or 
prove damage and a legal argument that no punitive award, but only a sum 
to compensate for loss, may be granted to the complainant in a civil con- 
tempt proceeding. 

Appellant’s basic legal position is sound. Fifty years ago, when the 
courts were not yet agreed as to the scope of civil contempt, the Circuit 
Court of Appeals for the Second Circuit made a very clear statement of 
the position which, as we read the cases, has since won the day: 


“* * * Tt is obvious that a fine exceeding the indemnity to which 
the complainant is entitled is purely punitive, and, notwithstanding 
the foregoing precedents to the contrary, we think that when it is 
imposed by way of indemnity to the aggrieved party it should not 
exceed his actual loss incurred by the violation of the injunction, 
including the expenses of the proceedings necessitated in presenting 
the offense for the judgment of the court. We are also of the opinion 
that when the fine is not limited to the taxable costs it should not 
exceed in amount the loss and expenses established by the evidence 
before the court. Unless it is based upon evidence showing the amount 
of the loss and expenses, the amount must necessarily be arrived at by 
conjecture, and in this sense it would be merely an arbitrary decision. 
Another reason why it should be based upon evidence is that other- 
wise the question of its reasonableness cannot be re-examined upon 
an appeal from a final decree in the cause, and the appellate court 
would have to treat the fine as a purely arbitrary one, or deny to the 
appellant his right of review.” Christensen Engineering Co. v. West- 
inghouse Air Brake Co., 1905, 1385 F. 774, 782. 


Attesting to present day acceptance of this rationale are assertions in 
two often cited opinions of the Supreme Court. In United States v. United 
Mine Workers, 1947, 330 U.S. 258, 303-4, Chief Justice Vinson defined the 
scope of civil contempt as follows: “* * * Judicial sanctions in civil con- 
tempt proceedings may, in a proper case, be employed for either or both of 
two purposes: to coerce the defendant into compliance with the court’s 
order, and to compensate the complainant for losses sustained. * * * Where 
compensation is intended, a fine is imposed, payable to the complainant. 
Such fine must of course be based upon evidence of complainant’s actual 
loss, * * *.” Substantially the same thing had already been said by the 
Court in Gompers v. Bucks Stove & Range Co., 1911, 221 U.S. 418, 444: 
“The only possible remedial relief for such disobedience [violating a pro- 
hibitory injunction] would have been to impose a fine for the use of 
complainant, measured in some degree by the pecuniary injury caused by 
the act of disobedience.” 
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It is difficult to square the $5,000.00 award in this case with such 
authoritative assertions of the limitations of legal power in civil contempt 
cases. Recognizing this problem, the district court ordered a reargument 
after its adjudication of contempt and fine had been announced in a memo- 
randum opinion. Thereafter, the court restated its position in a second 
memorandum opinion, which reads in part as follows, 111 USPQ 269 (47 
TMR 215). 


“Whether or not the Court has power to impose purely punitive 
damages, as the plaintiff contends, the decision of the Supreme Court 
in Leman v. Krentler-Arnold Co., 284 U.S. 448, 12 USPQ 306, leaves 
no possible doubt of the power of the Court in a civil contempt pro- 
ceeding for infringement to order the defendants to pay to the plain- 
tiff, as compensation for the invasion of his right, the amount of profits 
realized by the defendants from sales made in violation of the injunc- 
tion, whether it be called a fine or something else. In this case the 
Court did not order an accounting of profits but imposed a fine intended 
as compensation. The amount of the fine may stand as the Court’s 
estimate of a proper figure, representing less than the defendants’ 
profits. If the defendants believe that it is excessive, they may, not 
later than ten days from the entry of this order, apply to the Court 
to order an accounting of profits. If no such application is made, the 
Court will enter an order, upon this reargument, confirming its orig- 
inal imposition of the fine, attorney’s fee and costs.” 


We think this was error. Whether an award in civil contempt be 
measured in terms of a plaintiff’s loss or a defendant’s profit, such an 
award, by very definition, must be an attempt to compensate plaintiff for 
the amount he is out-of-pocket or for what defendant by his wrong may 
be' said to have diverted from the plaintiff or gained at plaintiff’s expense. 
Unless this limitation is recognized, a requirement that one party turn 
his profits over to his adversary itself becomes a punitive rather than a 
compensatory imposition. 

Moreover, although we appreciate the purpose of the district court 
to dispose of this matter in a way which would be both expeditious and 
fair to the parties, we do not approve the entering of judgment in a round 
figure without proof and thereafter giving the defendant a chance to show 
that the award should be in some smaller amount. Though such an award 
is made against a wrongdoer adjudged guilty of civil contempt, we think 
the burden of showing what amount, if anything, the plaintiff is entitled 
to recover by way of compensation, cannot properly be shifted in this way 
from plaintiff to defendant. 

In reaching this conclusion we have not overlooked the district court’s 
reliance upon Leman v. Krentler-Arnold Hinge Last Co., 1932, 284 U.S. 
448, 12 USPQ 306, as support for its disposition of the present proceeding. 
True, that case sanctions the use of profits yielded by contemptuous con- 
duct in the measurement of the injury caused by a patent infringement. 
But in our view the Leman case does not relieve the complainant of showing 
that the contemptuous conduct did, in fact, have substantial injurious 
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effect upon his economic interest. This conception is particularly impor- 
tant here because in the original disposition of the present petitioner’s 
trademark infringement claim it appeared to the district court that. the 
plaintiff had suffered no economic injury from the trademark infringement 
and that there was not “any real danger of the plaintiff’s product being 
brought into disrepute by the defendant’s use of the name * * *.” 129 
F.Supp. at 391, 104 USPQ at 290 (45 TMR at 451). The court added that 
“the case comes down to the question whether the trademark owner will be 
protected in a field which he has not actually entered * * *.” On appeal 
this court said “the trial court is correct in its finding that there is no 
proof of any damages * * *.” 228 F.2d at 350, 108 USPQ at 55 (46 TMR 
at 315). 

There is no suggestion in the present proceeding that this absence of 
economic injury has been changed by the contemptuous conduct of the 
defendants. The district court does say that the “equities” have been 
changed by this willful misconduct. But there can be no “equity” in a com- 
pensatory award except as it provides a fair equivalent for some loss. If, 
on the other hand, the reference to changed “equities” means that the 
defendant deserved punishment for a willful wrong, the procedure must be 
that of criminal contempt rather than employment of civil contempt as a 
punitive device. 

The judgment will be vacated and the cause remanded with directions 
to modify the award by eliminating the $5,000.00 item. All of the equities 
considered, neither party will be allowed costs in this court as against the 
other. 


S. A. HIRSH MANUFACTURING CO. v. CHILDS, doing 
business as CHILDS EQUIPMENT COMPANY et al. 


No. 13924 — D.C., W.D. Pennsylvania — May 2, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
When defendant copied unpatented goods of plaintiff, it was not unfair com- 
petition; it was, however, unfair trade practice to continue use of illustrations of 
plaintiff’s goods in defendant’s catalogue; use of similar model numbers for 
corresponding parts of plaintiff’s goods, while not unfair competition, might under 
circumstances have tendency to confuse public and should be discontinued. 
Palming off is form of fraud, and like fraud is never presumed but must be 
established by clear preponderance of evidence. 
REMEDIES—UNFalIR COMPETITION—BaSIS OF RELIEF—DREss oF GOODS 
Whether defendant’s activities constituted unprivileged imitation depends upon 
whether he copied or imitated appearance of them after having obtained them by 
improper means, or on his promise not to copy them. 


Action by 8. A. Hirsh Manufacturing Co. v. Louis Childs, doing busi- 
ness as Childs Equipment Company and Lou Childs, for unfair competi- 
tion. Judgment for plaintiff. 
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Karl B. Lutz, of Pittsburgh, Pennsylvania, and Watson D. Harbaugh, of 
Chicago, Illinois, for plaintiff. 

William H. Parmelee, Elmer 8. Utzler, and Marcus Susman, all of Pitts- 
burgh, Pennsylvania, for defendant. 








McIlvaine, District Judge. 







FINDINGs OF Fact 





1. The S. A. Hirsh Manufacturing Company developed a system of 
store shelving at about 1940. The key to this system was a steel upright 
which included a support bar with a T-shaped cross-section and which was 
provided along its entire vertical length with holes spaced 1%” apart; 
and a triangular bracket with a smooth top and rounded bottom edge, 
the top having an elongated notch for tilting. 














2. The upright described in Finding No. 1 has a unique appearance 
which distinguishes it from all other uprights in the industry, and this 
upright had become known prior to 1954 as the product of the Hirsh 
Company. 









3. Prior to 1954 the Hirsh Company had developed some trade sym- 
bols which include the following: 










(a) Two illustrations of shelving, 
(b) A numbering system, 
(c) The trademark HIRSH. 








4. The Hirsh Company spent large sums for advertising and other 
promotional work to make its trademark, and its system of shelving well- 
known throughout the entire country prior to 1954. 











5. Much of the promotional work done by the Hirsh Company was 
directed at the retailers in order to develop a demand for Hirsh shelving 
through the wholesalers. The business of the Hirsh Company was trans- 
acted almost exclusively through wholesalers. 










6. About July, 1951, the Hirsh Company entered into an oral agree- 
ment with Louis Childs, the important features of which were: 







(a) Childs was to become a factory distributor for Hirsh shelv- 
ing, and was to warehouse Hirsh shelving in substantial quantities. 
However, this shelving was purchased by Childs from Hirsh and paid 
for by Childs. Childs held title to this merchandise; and it was his 
own goods that he was selling but of course manufactured by Hirsh. 


(b) Childs was to service and handle the wholesale customers of 
Hirsh through his own books, that is, he was to sell them Hirsh 
shelving. 

(ec) Childs was to receive in addition to the regular wholesale 
discount of 3314%, an extra discount of 5% on all orders received by 
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Hirsh from an area within a radius of 60 miles of Pittsburgh. This 
discount was later increased to 10% on Childs’ sales only. 


- 


7. The Hirsh Company did everything it could to set Childs up as 
a factory distributor, and furnished Childs with the names of then-existing 
Hirsh customers. Childs took over many Hirsh customers under the agree- 
ment. 


8. Under the agreement by which sales were re-channeled through 
Childs, Childs’ sales increased. But Childs began to substitute his own 
molding and lumber. 


9. When Childs changed the nature of his business by moving his 
stock to a public warehouse and starting to travel over a large area to 
push other items of store equipment, his services became less valuable to 
Hirsh, and his discount was reduced to 3344% plus 5%. Childs received 
these discounts to the end of his transactions with Hirsh. 


10. When Childs’ discount was reduced near the end of 1954, he 
began to plan and to take definite steps to have the Hirsh upright copied 
and to go into competition with Hirsh. 


11. In the course of setting himself up in competition with Hirsh, 
Childs did the following things: 
(a) Had an exact copy made of the Hirsh upright, including the 
T shape, the holes spaced 114” apart, and the triangular bracket with 
a smooth top and a rounded bottom edge. 


(b) Copied illustrations from the Hirsh catalog, and identified 
his catalog as the “new” Childs’ catalog. 

(ce) Used in his advertising the two Hirsh “illustrations”. 

(d) Used in selling Childs shelving, photographs of Hirsh shelv- 
ing, which had been altered to carry the legend, LOU CHILDS’ SHELVING. 


(e) Advertised a different numbering system of his own, but 
permitted the Hirsh numbering system to be used in warehousing 
Childs’ uprights. 

(f) Made statements to customers that the Childs’ upright was 
“interchangeable” with Hirsh. 

12. Childs sent to Associated Fabricators in February or March, 1955, 
samples of all models of the Hirsh “Standard” line of uprights and asked 
Associated Fabricators to copy them. Associated Fabricators did so, and 
sent quantity shipments to Childs in June. On July 1, 1955, Childs issued 
his catalog which contained illustrations copied from the Hirsh catalog. 


13. In selling the Childs’ uprights, Childs did not place his own name, 
or the numbers from his own catalog on the uprights, but permitted his 
public warehouseman to place on the uprights the Hirsh style number. 
However, it is significant to note that the Hirsh uprights did not bear 
any number. 
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CONCLUSIONS OF LAW 


1. This Court has jurisdiction under Title 28 U.S.C.A. §1338, and 
under the common law of unfair competition, the parties being citizens 
of different states, and the matter in controversy exceeding the sum of 
$3,000 exclusive of interest and costs. 


2. When the defendant copied the unpatented goods of the plaintiff, 
a competitor, it was not unfair competition. West Point Mfg. Co. v. Detroit 
Stamping Co., 222 F.2d 581, 586, 591, 105 USPQ 200, 204-205, 208-209 
(45 TMR 795) (6th Cir. 1955); Swank v. Anson, 196 F.2d 330, 332, 93 
USPQ 239, 240 (42 TMR 541) (1st Cir. 1952) ; Zangerle & Peterson Co. v. 
Venice Furniture Novelty Mfg. Co., 1383 F.2d 266, 269, 56 USPQ 351, 353 
(7th Cir. 1943) ; Electric Auto-Lite Co. v. P & D Mfg. Co., 78 F.2d 700, 26 
USPQ 284 (25 TMR 485) (2nd Cir. 1935). 


3. The Defendant Childs, however, is guilty of unfair trade practice 
because of his continued use of the two Hirsh “illustrations”, and because 
of the copying of the illustrations from the Hirsh catalog into the Childs’ 
catalog. However, this “unfair trade practice” caused no appreciable harm 
to Hirsh and any damages resulting therefrom were de minimis. 


4. Even though the defendant copied the unpatented goods of the 
plaintiff, he did not engage in this conduct with the purpose of securing 
the benefit of the reputation of the plaintiff in the market, or of plaintiff’s 
goods, services, business, trademark, trade name, or the physical appear- 
ance of plaintiff’s goods. See Restatement, Torts, §745. He merely copied 
the unpatented goods of the plaintiff which of itself was not unfair compe- 
tition. 


5. The use of similar model numbers by the defendant for correspond- 
ing parts of the plaintiff while not unfair competition, nevertheless, under 
the circumstances might have a tendency to confuse the public and should 
be discontinued. 


6. Plaintiff has not established by the fair preponderance of the 
evidence that the defendant is guilty of “palming off” his goods for that 
of the plaintiff’s. “Palming off” is a form of fraud, and like fraud it never 
presumed but must be established by a clear preponderance of the evidence. 
Zangerle & Peterson v. Venice Furniture Novelty Mfg. Co., supra, p. 270, 
56 USPQ at 353. 


7. The defendant did not label the uprights that he manufactured so 
as to clearly distinguish those from the uprights manufactured by the 
plaintiff and this creates a situation which might confuse the public. 


8. The defendant is not guilty of copyright infringement in view of 
the admission by plaintiff’s counsel at page 13 of its reply brief that illus- 
trations from the Hirsh catalog had been republished in the form of 
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advertising without carrying the copyright notice and, therefore, plaintiff 
no longer was pressing the charge of copyright infringement. 


9. Plaintiff may have a decree granting an injunction against further 
unfair trade practices by Childs, and requiring Childs to clearly label the 
goods of his manufacturer to distinguish them from the plaintiff’s manu- 
facturer and have an award of costs. 


10. The plaintiff in offering a special discount of 15% to its old 
customers in order to indicate in a definite way that Childs was no longer 
representing Hirsh, and to meet the special services given by Childs, was 
not in violation of the Robinson-Patman Act, 15 U.S.C.A. §13. 


11. The plaintiff claims that the defendant is guilty of an unprivi- 
leged imitation of its goods and that he should be liable for appropriate 
relief. In order to constitute an unprivileged imitation of goods, the ele- 
ments set forth in Section 741, Restatement of the Law of Torts, must be 
satisfied. In this case it is apparent that Childs’ goods are a copy of the 
plaintiff’s and of which the plaintiff was the initial distributor. The goods 
are the same class, and are sold in a market in competition with the plain- 
tiff’s. However, whether Childs’ activities have constituted unprivileged 
imitation will depend on whether he copied or imitated the appearance 
of them after having obtained them by improper means, or on his promise 
not to copy or imitate them. We do not find that he has done either. He 
acquired Hirsh’s goods by purchase, and there is no evidence whatsoever 
that he ever made a promise not to copy or imitate them. Goods may be 
an unprivileged imitation if the copied feature has acquired generally in 
the market a special significance identifying the other’s goods and the copy 
or imitation is likely to cause prospective purchasers to regard his goods 
as those of the other; and the copied imitated feature is non-functional or 
if it is functional, he doesn’t take reasonable steps to inform prospective 
purchasers that the goods which he markets are not those of the other. 
Restatement, Torts, §741. 

While it is true that Hirsh shelvings have become well-known through- 
out the trade prior to 1954, the evidence presented to the Court has not 
been sufficient to show that there has been any palming off of Childs’ goods 
for Hirsh’s, or that the copy has caused purchasers to regard Childs’ goods 
as Hirsh’s. However, it is possible that the Childs’ copy might possibly 
cause prospective purchasers to regard Childs’ goods as those of Hirsh. 
Therefore, the Court feels that proper differentiation between the goods 
should be made by the means of labeling. In order to be an unprivileged 
imitation, it is also necessary that the copied features be non-functional, 
or if functional he must take reasonable steps to inform prospective pur- 
chasers that the goods which he markets are not those of the other. Here, 
the important feature of this shelving is the manner of its construction 
and its design. It appears to this Court that the features of these goods 
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are functional for they primarily affect the purpose, action, performance, 
the facility, and economy of processing, handling, or using them. We do 
not find that non-functional features have been copied, and if slight copies 
of certain non-functional features of the shelvings have been made, they 
are of such slight importance that they would not be an unprivileged 
imitation. 

In view of close similarity of Childs’ goods and Hirsh’s and in view 
of the fact that Hirsh’s goods have acquired some significance in the 
markets, Childs should take definite steps so as to prevent any possible 
confusion between the sources of manufacture. However, the Court does 
not find that this likelihood of possible confusion in the past has necessarily 
been substantiated by any direct evidence, nor do we find that there has 
been any damage measurable in dollars to Hirsh. The proximate cause 
of any loss of business to Hirsh was the ending of the contractual relation- 
ship between Hirsh and Childs, and the failure of Childs to purchase any 
more of Hirsh’s products. 


12. This case actually is a result of a continued, considerate course 
of action over the years wherein each party, both the plaintiff and the 
defendant, endeavored constantly to say one thing to the other while endeav- 
oring to make the other believe something else was meant by the corre- 
spondence or conversation. As Mr. Shulman, an officer of the plaintiff 
corporation, so graphically describes it, “We were both salesmen, we both 
have probably the same psychology when it comes to committing ourselves.” 
Transcript of the Record, page 525. One led or hoped to lead the other 
to believe what the originator wanted him to believe. 

This is not a condemnation of salesmen. They occupy an important 
and useful function in our economic system; but when two high powered 
salesmen come to an impasse largely brought about by their own machina- 
tions, then it is not for the courts to take drastic action to help one or the 
other. The law should keep them within the bounds of decency and ethics, 
and of course, must be always alert to protect society. The Court does 
not find that anyone here was really hurt. Some low blows may have been 
struck by each side, but no intentional fouls of any magnitude have 
occurred. 

The Court by its order will endeavor merely to eliminate any “rabbit 
punches.” This case was ably tried by experienced counsel. The briefs 
show the result of hours of concentrated work and effort, but the net result 
is that the mountain labored and brought forth a mouse. 


ORDER 
And now, to wit, this 2nd day of May, 1957, it is Ordered and Directed 
that the defendant, Louis Childs, should be and hereby is restrained from: 


(a) Using in his literature, including but not limited to, business 
ecards, letterheads, catalogs, price lists, store signs, etcetera, a copy of 
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any picture or illustration appearing in Hirsh literature of record in 
this case. 


: (b) Using any numbers or numbering system, code identification, 
a mark or name presently used by Hirsh in Hirsh literature of record 
in this case. 

































It is further Ordered and Directed that defendant, Louis Childs, place 
a label of a size at least 1” by 2” carrying the name “Childs” in prominent 
type, and secured by waterproof glue, to the following items which are 
made by or for Childs: 


(a) All shelving uprights. 
(b) All parts for uprights, sold separately. 


And further Ordered and Directed that defendant pay the costs of 
this action. 


CARTER PRODUCTS, INC. et al. v. COLGATE-PALMOLIVE 
COMPANY et al. 


No. 6954 — D.C. Maryland — May 9, 1957 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—TRADE SECRETS 
Under New Jersey law, third party cannot be held liable for profits and dam- 

ages for wrongfully using trade secrets until third party has actual notice or 
knowledge that it is invading right of owner of trade secrets; under rule, notice 
and knowledge can be proved by circumstantial evidence and inference of other 
facts established by evidence. 








Action by Carter Products, Inc., Joseph G. Spitzer, and Marvin Small 
v. Colgate-Palmolive Company, Stalfort Pressure-Pak Corporation, John 
C. Stalfort & Sons, Inc., and Read Drug & Chemical Company, Inc., for 
patent infringement and misappropriation of trade secrets. Colgate-Palm- 
olive Company moves to clarify and amplify decree. Motion denied. 


George B. Finnegan, Jr., of New York, N.Y., and John W. Avirett, 2d, of 
i Baltimore, Maryland (Morgan, Finnegan, Durham & Pine, Morris 
Kirschstein, Jerome G. Lee, and William D. Denson, of New York, 
N. Y., and Piper & Marbury, of Baltimore, Maryland, on the brief) for 
Carter Products, Inc. 
Mathias F. Correa, of New York, N.Y., and H. Vernon Eney, of Baltimore, 
Maryland (Thomas C. Mason and William T. Lifland, of New York, 
N.Y., on the brief) for Colgate-Palmolive Company. 


THOMSEN, Chief Judge. 

Defendant Colgate has moved to “clarify and amplify” the decree 
entered herein by Judge Coleman and affirmed by the Court of Appeals, 
230 F.2d 855, 108 USPQ 383, by changing the accounting period for dam- 
ages and profits which was specified in paragraph 14 of the decree and 
in the opinion and mandate of the Court of Appeals. For Judge Coleman’s 
opinion see 130 F.Supp. 557, 104 USPQ 314. 
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The complaint charged patent infringement and appropriation of 
trade secrets relating to a pressurized shaving cream. After a long trial, 
Judge Coleman held the patent valid, enjoined infringement thereof, en- 
joined the use of trade secrets wrongfully appropriated by Colgate, ordered 
Colgate to assign to plaintiffs certain rights under patent applications and 
referred the case to a special master to determine and report on the 
damages resulting from infringement and the damages and profits for 
which Colgate should be required to account because of its misappropria- 
tion of plaintiffs’ trade secrets. The question whether increased damages 
should be awarded was reserved for future determination. ; 

Paragraph 14 of the decree provided that plaintiffs have and recover 
from Colgate any damages which plaintiffs have suffered and any profits 
which Colgate has made by reason of Colgate’s misappropriation of plain- 
tiffs’ trade secrets; “that the accounting period begin on the date when 
Colgate first went on the market with its product RAPID-SHAVE up to and 
including the date of the last sale of any of its pressurized shaving lather 
products embodying the trade secret specified in paragraph No. 12(c) 
above; as to those products embracing only the trade secrets specified in 
paragraphs No. 12(a) and No. 12(b) above, the accounting period shall 
terminate as of the date of issuance of said patent, and the accounting 
will embrace all pressurized shaving lather products produced by Colgate 
during said period embracing any one or all of said trade secrets * * * .” 

Three principal questions were presented by the appeal to the Fourth 
Cireuit: “(1) Is the patent valid? (2) Should the findings of the trial 
court as to misappropriation of trade secrets be sustained? and (3) Is the 
decree proper?” 230 F.2d at 857, 108 USPQ at 384. 

The Fourth Circuit affirmed the decree in an opinion by Chief Judge 
Parker, in which he said, inter alia: “Decree was properly entered en- 
joining infringement of the patent and awarding damages because of 
infringement, and, as to Colgate, awarding damages from the time that this 
defendant began using the trade secrets which it had obtained by the 
employment of Fine.” 230 F.2d at 865, 108 USPQ at 391. Paragraph 14 
of Judge Coleman’s decree was incorporated verbatim in the mandate of 
the Court of Appeals. 

Despite the clarity of these rulings, Colgate seeks an order: (1) 
specifying that the calculation of profits and/or damages with respect to 
the matter of trade secret appropriation proceed in accordance with the 
law of New Jersey; (2) specifying that plaintiffs may not recover profits 
and damages prior to the receipt of actual notice on the part of Colgate 
that it was in fact using a trade secret thereafter found to be the property 
of plaintiffs; (3) determining that no such notice was received by Colgate 
prior to the initiation of this action; and (4) referring to the special 
master the determination of when, after the commencement of the action, 
Colgate received such notice. 
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The first problem is whether this court has any power to consider 
the questions raised by the motion, in view of the mandate and opinion 
of the Court of Appeals. The general rule is that where a question in- 
volved in a case has been determined by an appellate court, its decision 
becomes the law of the case and controls the lower court in any subsequent 
trial thereof. B. d@ O. R. Co. v. Deneen (4 Cir), 167 F.2d 799. “Every 
question of law or fact which was before the Circuit Court of Appeals and 
decided by their opinions was thereby conclusively settled for this court 
upon the subsequent proceedings. The matters not decided on those appeals 
are open for consideration here; but, so far as questions of fact or law 
were specifically decided, this court is not at liberty to re-examine any such 
decided matters, but must proceed in conformity to the mandate as inter- 
preted by the opinions of the reviewing court.” William Wrigley, Jr., Co. 
v. L. P. Larson, Jr., Co. (N.D. Ill.), 5 F.2d 731 (15 TMR 387), aff’d 20 
F.2d 830, rev’d on another point, 277 U.S. 97. 

Colgate argues that Judge Coleman’s decree was interlocutory so far 
as far as the trade secret issue was concerned ; that 28 U.S.C. 1292 makes no 
provision for interlocutory appeals in actions for trade secret appropria- 
tion; that the sole bases of appellate jurisdiction were (1) that this is a 
patent case, and (2) that the court had ordered the issuance of an injunc- 
tion with respect to trade secret appropriation; and that “there was no 
statutory basis whatsoever for any consideration on the part of the Court 
of Appeals as to the extent of defendant Colgate’s liability for damages.” 
Colgate relies on Loew’s Drive-in Theatre v. Park-in Theatre (1 Cir.), 174 
F.2d 547, 81 USPQ 149, and A. D. Howe Mach. Co. v. Dayton (4 Cir.), 
210 F. 801. These cases, however, are distinguishable from the case at 
bar. In Loew’s, an action for unpaid royalties was joined in the same 
complaint with an action for patent infringement. The separate opinions 
of Judge Woodbury and Judge Magruder both recognized that the two 
causes of action were separate and distinct; the one was not in any 
proper sense ancillary to the other. In the instant case, the claim based 
on the misappropriation of trade secrets was joined with the substantial 
and related claim under the patent laws, as permitted by 28 U.S.C. 1338(b). 
Howe was a patent case, in which the appeal from the interlocutory decree 
was taken under old sec. 129 of the Judicial Code, quoted in 21 F. at 803. 
The court said, p. 805: “While the decree of the lower court * * * ordered 
a reference for an accounting, * * * those matters were not argued, and 
from that portion of the decree standing by itself no appeal could have 
been taken at that stage of the proceedings. So clearly was this under- 
stood that this court did not consider the same or undertake to pass upon 
any question other than the action of the lower court in holding that the 
patent was valid and had been infringed and as to granting the injunction.” 

In the instant case, the facts and law with respect to misappropriation 
of trade secrets had to be considered by the Court of Appeals in deter- 
mining the propriety of the injunction. Judge Parker’s opinion discussed 
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those facts at length, 230 F.2d 863, 108 USPQ at 389, et seq., and concluded, 
p. 864, 108 USPQ at 390: “He [Fine] was not entitled to give to Colgate 
the benefit of business secrets which had been disclosed to him at Snell’s; 
and Colgate could not close its eyes to facts which clearly indicated that 
this was what he was doing, even if he had not been employed for that 
express purpose. One may not escape liability for appropriating the busi- 
ness secrets of another by employing one who has been entrusted with the 
secrets and permitting him to make use of them.” Judge Parker cited 
and applied the general law, including the A.L.I. Restatement of Torts, 
sec. 757, and cases from various federal and state jurisdictions. Under 
heading 3, 108 USPQ at 391, “The Decree,” he stated that the decree was 
properly entered enjoining infringement of the patent and “as to Colgate, 
awarding damages from the time that this defendant began using the 
trade secrets which it had obtained by the employment of Fine.” The 
decree was affirmed. 

Colgate filed a motion for rehearing on a number of points, but did 
not contend that the Court of Appeals had exceeded its jurisdiction in 
fixing the accounting period. “The time to object to any oversight in an 
order of affirmance is by petition for rehearing or other appropriate pro- 
ceedings in the appellate proceedings in the appellate court.” Clark et al. 
v. Hot Springs Electric Light & Power Co. (10 Cir.), 76 F.2d 918, 922. 
Colgate contends that Judge Coleman and the Court of Appeals were 
precluded from fixing the accounting period by a stipulation made during 
the trial that “the offer of proof at the trial on the issue of damages and 
loss of profits under counts 1, 2, 3 and 4 of the complaint and supple- 
mentary complaint [the counts relating to the trade secrets] will be de- 
ferred until the questions of liability under said counts has (sic) been 
adjudicated by the trial court.”’ Pursuant to this stipulation, no evidence 
of the amount of damages or loss of profits was offered at the trial; but 
the evidence with respect to the misappropriation of trade secrets dealt 
with the question of Colgate’s knowledge, as is apparent from the discus- 
sion of the facts and of the law both by Judge Coleman and Judge Parker 
in their respective opinions, 130 F.Supp. 571, 104 USPQ at 325, et seq., 
230 F.2d 863, 108 USPQ at 389, et seq. When the question of the account- 
ing period was argued before Judge Coleman, Carter proposed the provi- 
sion which became paragraph 14 of the decree. Colgate proposed that the 
determination of the proper period be left to the special master, but did 
not argue then or in the Court of Appeals that the stipulation prevented 
Judge Coleman from deciding the question at that time. 

Colgate filed a motion in the Court of Appeals for leave to move in 
the District Court to be relieved of the effect of a stipulation admitting the 
infringement of certain claims of the patent in suit. The Court denied the 
motion and said: “Question has been raised as to whether it is necessary 
since the adoption of the Rules of Civil Procedure for leave to be obtained 
from the appellate court for the trial court to consider a motion such as 
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this. Without passing on the general question as to whether leave must 
be obtained to prosecute a motion in the District Court to modify a judg- 
ment which has been affirmed on appeal (see Moore’s Federal Practice vol. 
7, pp. 339-340) we think that the judge below properly ruled that leave 
must be obtained in the present circumstances, since the granting of the 
motion would necessarily involve an interpretation of our decision and a 
holding that the scope of the claims of the patent had been limited by 
that decision.” ——- F.2d ——, 113 USPQ 161, 162. 

There is considerable doubt, therefore, whether this court has power 
to consider the questions raised by Colgate’s pending motion. However, 
since the determination of the amount of damages and profits for which 
Colgate is liable is still in an interlocutory stage, I have read carefully 
the 91-page brief filed by Colgate in support of this motion, together with 
the other briefs filed by Colgate and Carter, have given counsel for Colgate 
unlimited time to argue the facts in support of their motion, and have read 
the testimony, colloquy and exhibits with respect to all facts not admitted 
by the opposite side. 

Colgate’s principal contention is that most of the wrongful acts 
occurred in New Jersey and that under the New Jersey law a third party 
eannot be held liable for profits and damages for wrongfully using trade 
secrets until the third party has actual notice or knowledge that it is 
invading a right of the owner of the trade secrets. Colgate relies on 
Vulcan Detinning Co. v. American Can Co., 75 N.J. Eq. 542, which 
so holds. But the rule enunciated in the Vulcan ease is not in conflict 
with but is representative of the general law stated in the authorities 
cited by Judge Parker. 230 F.2d 864, 865, 108 USPQ at 390. 

Notice and knowledge, like most other facts, can be proved by circum- 
stantial evidence and inference from other facts established by the evi- 
dence. I am satisfied, and find as a fact, that Colgate had actual knowledge 
that it was using at least one of Carter’s trade secrets well before the date 
when Colgate first went on the market with its product RAPID SHAVE. It 
follows, therefore, that no injustice will be done to Colgate by enforcing 
paragraph 14 of the decree, and that even if I have the power to consider 
the motion, no change in the provisions of that paragraph should be made. 

The motion is hereby denied. 


SEROFF v. SIMON & SCHUSTER, INC. 
N. Y. Sup. Ct., Spec. Term, N. Y. Co. — May 9, 1957 


REMEDIES—UNFAIR COMPETITION—TRADE LIBEL—IN GENERAL 
Plaintiff, author of the biography “Rachmaninoff” sues the publisher (Simon 
& Schuster) for damages done his reputation resulting from distorted French trans- 
lation of his book. The contract between author and publisher provided that Simon 
& Schuster had sole right to “publish, print and put on the market the said work 
* * * in book form in the United States of America and in Canada during the full 
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term of the copyright * * *” and gave to the publisher the additional rights to 
“consist of all abridgment, translation * * * and other publication and editorial 
rights * * *. All revenue derived from the sale of these rights shall be shared 
equally between the author and the publisher.” The book was published in this 
country and received very favorable reviews. Subsequently, Simon & Schuster sold 
the rights to Robert Laffont, a well-known French publisher, to publish the book 
“in the French language throughout the world”. Laffont employed a French trans- 
lator and published the book in 1954 without submitting copies to Simon & Schuster 
or the author. The author charges distortion, errors and inaccuracies and the 
court finds that substantial damage has been done to the “moral rights” of the 
author in his work but because of the provisions of the contract holds that the 
action lies against the French translator and French publisher rather than Simon 
& Schuster. The court finds that implicit in the wording of the contract between 
author and Simon & Schuster was the trade practice followed by American pub- 
lishers of the sale of foreign rights directly or through sales agents to foreign 
publishers and the non-existence of any trade practice calling for the supervision 
by the American publisher of the foreign translation prior to their publication 
and finds that Seroff was familiar with this trade practice. Complaint is dismissed. 


Action by Victor Seroff v. Simon & Schuster, Inc. for libel. Judgment 

for defendant. 

Zissu and Marcus (Leonard Zissu and Alan J. Stein, of counsel), of New 
York, N. Y. for plaintiff. 

Paul, Weiss, Rifkind, Wharton & Garrison (Jay H. Topkis and Pauly 
Murray, of counsel), of New York, N. Y. for defendant. 


GELLER, Justice. 

This is an action in tort in the nature of libel brought by Victor 
Seroff, author of the biography “Rachmaninoff,” against Simon & Schuster, 
Inc., is publisher, for damage allegedly done to his reputation as an author 
resulting from a distorted French translation of his book. 

While there are authorities, as indicated herein, regarding the rights 
of an author in connection with alleged distortion in a domestic publica- 
tion, neither counsel has cited nor has the court’s independent research 
disclosed any authority dealing with the subject of a publisher’s obliga- 
tion and liability as to distortions in a foreign translation of a work 
previously published in a satisfactory domestic form. 

In 1948, several years after the death of Sergei Rachmaninoff, Simon 
& Schuster commissioned Seroff, an author specializing in biographies of 
famous musicians, to write a book about the celebrated pianist-composer. 
The parties entered into a standard publishing contract, which provides: 
“The Author Agrees: (a) to grant and hereby does grant, bargain, sell, 
convey, transfer, and set over until the said Simon & Schuster, Inc., the 
sole and exclusive right to publish, print and put on the market the said 
work * * * in book form in the United States of America and in Canada, 
during the full term of copyright and all renewals thereof, and also 
grants to the Publisher the further rights hereinafter set forth.” 

The contract as to the further rights also states the following: “addi- 
tional rights * * * consist of all abridgement, translation, * * * and other 
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publication and editorial rights * * *. All revenue derived from the 
sale of these rights shall be shared equally between the Author and the 
Publisher, * * *” 

The book was published in 1950 and was favorably reviewed in this 
country. In accordance with its usual practice, Simon & Schuster sent 
copies of the book to various sales agents in other countries, including a 
leading sales agent in France. In 1953 a sale was consummated by Simon 
& Schuster through that agent with Editions Robert Laffont, a French 
publisher, of the exclusive right to publish and sell the book “in the 
French language throughout the world.” Laffont hired a French trans- 
lator and published the French version of the book in 1954. The French 
reviews were also favorable. Simon & Schuster’s name does not appear 
in, nor did it participate in the translation, publication or distribution 
of the French version. 

When Seroff, who speaks French fluently, was provided with a copy 
of the printed French book, he protested bitterly to Simon & Schuster 
of what he considered “a complete distortion of my English version and 
what is most distressing a flagrant falsification of my original text in the 
American edition.” He prepared a list of 134 alleged errors, mistransla- 
tions, distortions and changes, and also complained of the omission of 
the preface written by Virgil Thomson, as well as the index listing 
Rachmaninoff’s musical works and bibliographical writings pertaining to 
him, which had given a scholarly tone to his book. He insisted that Simon 
& Schuster demand a Laffont recall of the books already sold and correc- 
tion of new copies. 

Simon & Schuster forwarded his letter to Laffont and asked the latter 
to take steps accordingly to avoid “serious harm.” At this stage Simon & 
Schuster was of the opinion that at least some of the errors “appear to be 
quite serious.” It offers to pay a limited sum to defray, in part, the 
expenses of a person named by Seroff, who would negotiate personally 
with Laffont in France in an endeavor to settle the matter, but this offer 
was rejected by Seroff’s representative as inadequate for the purpose. 
Finally, when Laffont advised that his “specialists” had concluded, after a 
complete study of Seroff’s complaints, that there were no errors and that 
he was firmly opposed to making any changes, Simon & Schuster offered 
to assign to Seroff any claim it might have against Laffont for whatever 
action Seroff desired to take against the French publisher, advancing to 
him the aforementioned limited sum for that purpose. Instead, Seroff 
sued Simon & Schuster. 

Before reviewing the law, let us dispose of the factual issue of the 
translation itself. Considerable proof on this subject was adduced by both 
parties, including the testimony of experts and the submission of various 
French-English dictionaries. It is quite obvious that there are differences 
in a number of respects between the two versions. However, it does not 
necessarily follow that a mistranslation has been committed. A too literal 
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translation would be avoided by any competent translator. There are 
nuances in one language which must be captured by the craftsman and 
expressed in the characteristic style of the other language, even though 
it may entail some deviation from the original. The question then becomes 
one of discrimination in the choice of the right word or phrase, the goal 
being to express the idea or mood of the original work in a style appropri- 
ate to the subject. In a proper translation, the translator however, must 
be content with his role and not attempt to rewrite, revise or alter the 
ideas, mood or style of the original. 

While most of the claimed errors are of a trivial nature and others 
not too serious in themselves, there are a few errors which constitute such 
significant deviations from the original that one is led to believe that the 
translator may have consciously sought to sensationalize and inject pun- 
gent language in order to make the book more attractive to a certain 
segment of the French public; or the translator, having a tendency in 
that direction, may have allowed himself free rein to express his own 
conception of what he believed were the implications in the original work. 
Probably Seroff, seriously disturbed when he first came across what must 
have seemed to him a deliberate distortion, reacted by becoming suspicious 
of every error, however slight, even such innocent slips as phonetic mis- 
spellings of Russian names in French. 

Still, despite the favorable French reviews, it appears to the court 
that sufficient has been shown to establish such substantial alteration as 
would warrant the granting of some relief to an author who was entitled 
to and interested in the preservation and integrity of his work, if the 
parties responsible for the alteration of his work were before the, court. 

Turning to the law, the court recognizes the need to protect authors 
and others who work with intellectual rather than with tangible property. 
The court appreciates that the failure of the community, years ago, to 
protect their gifted men of letters led to tragedies which comprise scars 
in the history of civilization. 

The failure of the English Courts of the period of the American 
Revolution to protect authors resulted in numerous tragedies poignantly 
described in Ball’s. The Law of Copyright and Literary Property, Ch. I. 

The theory upon which Seroff relies in this action is that Simon & 
Schuster “caused” by its acts and omissions the publication of the dis- 
torted French version. The precise lines of the theory have not been 
clearly defined by counsel but the proposed theory would appear to be 
analogous to what has been called the “moral right” of an author or artist 
to object to any deformation, mutilation or other alteration of his work. 

Parenthetically, the term “moral right,” though widely recognized 
in civil law countries, is not mentioned in our Copyright Act, nor is it 
expressly mentioned in the Universal Copyright Convention which came 
into force in the United States on September 16, 1955. 
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In the report of the Rapporteur-General Sir John Blake on the Inter- 
Governmental Copyright Conference in Geneva, wherein on September 
16, 1952, the convention was adopted, there is a direct reference to the 
desire of delegations “to avoid reference to ‘droit moral.’ ” 

Nevertheless, a right analogous to “moral right,” though not referred 
to as such, has been recognized in this country and in the common law 
countries of the British Commonwealth so that in at least a number of 
situations the integrity and reputation of an artistic creator have been 
protected by judicial pronouncements. The express grounds on which 
common law protection has been given include libel, unfair competition, 
copyright, and the right of privacy, with some groping toward what 
Roeder has called “a tort theory of a personal sui generis nature.” 
Martin A. Roeder: The Doctrine of Moral Right, 53 Harv. L. R. 554, 
576; see also Kat: The Doctrine of Moral Right, 24 So. Cal. L. R. 375; 
see Lee v. Gibbings, 67 L. T. R. 263; Archbold v. Sweet, 1 M. & Rob. 162, 
174 Eng. Rep. 55: Ben-Oliel v. Press Publishing Co., 251 N.Y. 250; 
d’Altomonte v. New York Herald, 154 App. Div. 453, mod. 208 N.Y., 
596; American Law Book v. Chamberlayne, 165 F. 313; Granz v. Harris, 
198 F.2d 585; Packard v. Fox Film Corp., 207 App. Div. 311; De Bekker 
v. Stokes, 168 App. Div. 452, modified in part 172 App. Div. 960, aff’d 
219 N.Y. 573; Prouty v. National Broadcasting Co., 26 F.Supp. 265, 40 
USPQ 331 (29 TMR 136) ; Drummond v. Altemus, 60 F. 338. 

However, recognizing the existence of rights in artistic creators to 
defend themselves against the free or slipshod use of their creations, never- 
theless, such rights may be transferred or surrendered by contract. It is 
the function of the court to determine the respective rights of the parties 
primarily by the contract that they made. 

This is apparent from Judge Seabury’s decision in the leading case of 
Clemens v. Press Publishing Company, 67 Mise. 183, App. Term, 1910, 
where, while recognizing (though not by the name of “moral right’) a 
right in authors to have the integrity of their writings protected, he simul- 
taneously recognized the paramount rule of the law of contracts: “Even 
the matter-of-fact attitude of the law does not require us to consider the 
sale of the rights to a literary production in the same way that we would 
consider the sale of a barrel of pork. * * * While an author may write 
to earn his living, and may sell his literary productions, yet the pur- 
chaser, in the absence of a contract which permits him so to do, cannot 
make as free a use of them as he could do of the pork which he purchased. 
The rights of the parties are to be determined, primarily, by the contract 
which they make, and the interpretation of the contract is for the court. 
If the intent of the parties was that the defendant should purchase the 
rights to the literary property and publish it, the author is entitled not 
only to be paid for his work, but to have it published in the manner in 
which he wrote it. The purchaser cannot garble it or put it out under 
another name than the author’s; nor can he omit altogether the name of 
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the author, unless his contract with the latter permits him so to do” 
(emphasis added). 

A classic example of a case where the integrity of an author would 
be protected is Archbold v. Sweet, supra, where Lord Tenterden held that 
an author could maintain an action for injury to his reputation against 
the publisher of a revised edition under the author’s name of a work on 
criminal law, notwithstanding the ownership of the copyright in the pub- 
lisher, where an employee of the publisher was responsible for errors 
appearing in the revised edition. 

The control of “moral right” by the Law of Contracts under the pres- 
ent state of the law was accurately, though somewhat colloquially stated 
by the late Prof. Zechariah Chafee, Jr., in Reflections on the Law of 
Copyright: II, 45 Col. L. Rev. 719, 729: “For the time being, we had 
better concentrate our energies on the pecuniary aspects of copyright. We 
have enough trouble there. After we get the issues of dollars and cents 
settled satisfactorily, we can go on to moral rights. * * * Meanwhile any 
copyright owner who really cares about his moral rights can protect them 
by inserting appropriate clauses in his contracts with publishers and pro- 
ducers, for example, by expressly forbidding any alterations or omissions 
made without his consent. He can do this until the copyright expires.” 

Plaintiff’s right to some relief under a right analogous to a “moral 
right” being established, we turn then to the question of this defendant’s 
duty with relation to that right under the contract between the parties. 

The limits of that duty are contained in the contract of the parties 
and the implicit obligation arising therefrom. Seroff granted to Simon & 
Schuster the “additional” rights of translation and foreign publication, 
with the added proviso that all revenue derived from the “sale” of these 
rights was to be shared equally between them. 

This would appear on its face to be an agreement between Seroff and 
Simon & Schuster to embark on a joint venture in regard to such “addi- 
tional” rights, with Simon & Schuster to be the agent for the parties under 
the normal obligations of a party acting in such capacity. We will discuss 
these obligations below. 

Even assuming arguendo that this result would not be conclusively 
reached from a review of the contract per se, the established principles for 
interpreting a contract would lead to this same conclusion in the case at 
bar. Such established principles are set forth in Horby Realty Corp. v. 
Yarmouth Land Corporation, 270 App. Div. 696, 697: Parol evidence is 
admissible to explain the meaning which custom or usage has given to 
words or terms as used in any particular trade or business or in any 
particular locality. Newhall v. Appleton, 114 N.Y. 140, 144; Gumbinsky 
Bros. v. Smalley, 203 App. Div. 661, 667, aff’d 235 N.Y. 619; Lipson v. 
Bradjord Dyeing Assn., 266 App. Div. 595, 597; 3 Williston on Contracts 
[rev. ed.], sec. 650: 1 Greenleaf on Evidence [16th Ed.], see. 295.” 
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The evidence showed the existence of a trade practice followed by 
American publishers of the sale of foreign rights directly or through sales 
agents to foreign publishers, and the non-existence of any trade practice 
in connection with such sales calling for supervision by the American pub- 
lishers of the foreign translations prior to their publication. 

It appears that Seroff was familiar with this trade practice. His 
previous book “Shostakovitch” had been translated into Spanish and Por- 
tuguese, and his “The Mighty Five” had been translated into French. On 
neither of these books was he consulted about the foreign editions, nor did 
he see copies before the books appeared. Thus, Seroff knew, or should 
have known, that Simon & Schuster would handle the book exactly as it did. 

Accordingly, there is no merit to plaintiff’s contention that Simon & 
Schuster were remiss in their duty to him in failing to make provision 
in the sales contract with Laffont for the submission of a copy of the pro- 
posed French edition prior to its publication. Seroff must be deemed to 
have contemplated a “sale” of the foreign rights by Simon & Schuster in 
accordance with the practice of the publishing trade, absent any qualifica- 
tions or directions concerning the “sale” in his publishing contract. The 
situation would have been different had there been inserted specific provi- 
sions, such as that Simon & Schuster were to supervise the accuracy of 
translations or that Seroff was to have that right prior to foreign publica- 
tion. 

However, as indicated above, the relationship established by the pub- 
lishing contract concerning these “additional rights” was that of joint 
venture between Simon & Schuster and Seroff, with the former the active 
representative. This imposed upon Simon & Schuster the obligation to 
make a proper selection of prospective purchasers of Seroff’s brain-child. 
The evidence conclusively showed that this obligation was completely 
fulfilled in the sale to Laffont. His reputation as a fine publisher was 
unimpeached. Included among his French editions are books by writers of 
such standing as Winston Churchill, Dwight D. Eisenhower, John Stein- 
beck and J. P. Marquand. It is unnecessary to determine whether any 
further duty devolved upon Simon & Schuster to take any steps to correct 
the situation after the mistranslations had been accomplished. No such 
issue is here raised or involved, or for which relief has been requested. 
It has been noted that it did take some steps in that direction, although 
without conceding any obligation therefor. 

Plaintiff’s entire case rests on the assumption that Simon & Schuster 
“eaused” the distorted French version, and was therefore responsible for 
the libel thereby produced upon his reputation as an author. It is true 
that “as a general rule, all persons who cause or participate in the publica- 
tion of libelous or slanderous matter are responsible for such publication” ; 
but it must be shown “that the publication or participation of the person 
sought to be held liable related to the defamatory matter published, and 
not simply to the general communication of which the defamatory matter 
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was a part.” 53 C. J. S. sec. 148. Thus, it has been held that when one 
sends some objectionable written material or information to another who 
distorts it into a “libel,” the original party cannot be held responsible 
therefor. Howland v. Blake Mfg. Co., 156 Mass. 543, 31 N.E. 656; Klos v. 
Zahorik, 113 Iowa 161, 84 N.W. 1046; Haggard v. First Nat. Bank of 
Mandan, 72 N.D. 434, 8 N.W. 2d 5. The situation would, of course, be 
different if one’s own agent or employee had committed the distortion, 
since a principal or employer is responsible for the negligent or unskillful 
acts of his agent or employee. But Laffont is clearly not an agent of Simon 
& Schuster; he is a wholly independent publisher who bought the French 
rights, and is in fact an independent contractor. 

Whatever the rights plaintiff may have against Laffont or the French 
translator, it is clear that he may not succeed against Simon & Schuster 
in this action to recover damages for injury to his reputation produced 
by the French version. 

In view of this disposition, it is unnecessary to discuss the problem 
of damages or to determine whether special damages must be established 
in this kind of case. 

Defendant is accordingly entitled to judgment dismissing the com- 
plaint. All motions upon which decision was reserved, except defendant’s 
motion for judgment at the close of the entire case, are denied. 


This constitutes the decision of the court in accordance with section 
440 of the Civil Practice Act. 





ALAN WOOD STEEL COMPANY v. WATSON, 
Com'r of Patents 


No. 3819-54 — D.C., D.C. — May 9, 1957 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Object performing utilitarian function may not be registered as trademark 
even if it also identifies applicant’s product; novel shape or appearance that is 
functional in character may not acquire secondary meaning that would render it 
subject to exclusive appropriation as trademark. 

Term “configuration of goods” as used in section 23 of Lanham Act must be 
restricted to configuration of a particular part or feature of article and may not 
extend to shape or design of entire device. 

REGISTRABILITY—TITLE 

Trademark becomes permanent property of its owner and secures for him a 

monopoly in perpetuity. 
CouRTS—EVIDENCE 

Great weight must be accorded by court to continuous construction placed on 

statute by administrative agency charged with duty of enforcing it. 
REGISTRABILITY—SECONDARY MEANING MARKS 

If person allows his identifying mark to be used by others on their handiwork, 
it prevents it from acquiring specific secondary meaning, and hinders it from 
becoming associated in mind of public as identifying his goods or services. 
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Action under 35 U.S.C. 145 by Alan Wood Steel Company, trademark 
application, Serial No. 582,934, filed Aug. 3, 1949, v. Robert C. Watson, 
Commissioner of Patents. Complaint dismissed. 

See also 44 TMR 866. 


John B. Armentrout, of Washington, D. C., and Joseph Gray Jackson, 
of Philadelphia, Pennsylvania, for plaintiff. 
Clarence W. Moore, for defendant. 


Houtzorr, District Judge. 

This is an action against the Commissioner of Patents under 35 U.S.C. 
145, for an adjudication that the plaintiff is entitled to the registration of 
a trademark, which was denied by the Patent Office. 

The plaintiff is a manufacturer of metal plates used as flooring ma- 
terial on decks of ships, floors of naval gun mounts, walkways of oil 
refineries, and numerous other installations where it is necessary to take 
precautions to prevent persons from slipping. For this purpose, floor-plates 
of this type are covered throughout their entire surface with treads, 
bridges, protuberances, or projections of various kinds. It is the practice 
in this industry for each manufacturer to develop and use his own distinc- 
tive design for such surface markings in order to distinguish and identify 
his product. For example, the plaintiff employs a series of cigar shaped 
projections, or tapered ridges, arranged according to a particular pattern. 
The plaintiff unsuccessfully requested a registration of its peculiar mark- 
ings as its trademark. This action seeks a judicial review of the adverse 
decision of the Patent Office. 

The plaintiff’s application was for registration on the Supplemental 
Register, rather than on the Principal Register. Such registrations are 
governed by Section 23 of the Lanham Act, 15 U.S.C. 1091, the pertinent 
provisions of which are as follows: 


“For the purposes of registration on the supplemental register, 
a mark may consist of any trademark, symbol, label, package, con- 
figuration of goods, name, word, slogan, phrase, surname, geographical 
name, numeral, or device or any combination of any of the foregoing, 
but such mark must be capable of distinguishing the applicant’s goods 
or services.” (Emphasis supplied. ) 


The plaintiff contends that what it claims as a trademark, constitutes 
a “configuration of goods” and is, therefore, within the statute. 

The Patent Office declined to register this design as a trademark on 
the ground that it was used primarily not as an arbitrary means of identi- 
fying the plaintiff’s product, but to serve a utilitarian purpose, namely, to 
prevent persons from slipping on the floor. An object performing a utili- 
tarian function may not be registered as a trademark even if it also identi- 
fies the applicant’s product. A novel shape or appearance that is functional 
in character may not acquire any secondary meaning that would render 
it subject to exclusive appropriation as a trademark. The J. R. Clark Co. v. 
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Murray Metal Products Co., 219 F.2d 313, 320, 104 USPQ 224, 230 (45 
TMR 294). This court is, therefore, of the opinion that the decision of the 
Patent Office in this respect is sound. Were the law otherwise, it would 
be possible for a manufacturer or dealer, who is unable to secure a patent 
on his products or on his design, to obtain a monopoly on an unpatentable 
device by registering it as a trademark. The potential consequences to the 
public might be very serious, because while a patent is issued for only a 
limited term, a trademark becomes the permanent property of its owner 
and secures for him a monopoly in perpetuity. 

The Patent Office has construed the phrase “configuration of goods” 
as not including the shape of an entire article, but as being confined to 
the form of a specific part or feature of the product. Thus, in Ez parte 
Mars Signal-Light Co., 85 USPQ 173, 175-176 (40 TMR 377), the Assistant 
Commissioner of Patents formulated the following principles: 


“While configuration may mean over-all shape it may also mean the 
form of a particular part or characteristic. As already indicated there 
is no statement as to this in the Act itself and so far as I am aware 
there is no apt precedent. It appears to me, however, that on the basis 
of general principles the latter construction may be the proper one to 
be given to this language and that a ‘configuration’ must refer to a 
particular part or feature of the goods. 
* f * 

“A further basis for believing that only the configuration of char- 
acteristic feature rather than the article itself must have been intended 
by the words ‘configuration of goods’ is the fact that articles such as 
that of the applicant are of the nature which would bring them within 
the scope of the design patent law, if otherwise eligible.” 


Great weight must be accorded to a continuous construction placed on 
a statute by the administrative agency charged with the duty of enforcing 
it. Moreover, independently of this doctrine, this court is of the opinion 
that the interpretation adopted by the Patent Office is preferable to that 
urged by the plaintiff. The reasoning leading to the conclusion that utili- 
tarian features of an article may not constitute a proper trademark, is 
equally applicable to this aspect of the subject. The court is of the opinion, 
therefore, that the term “configuration of goods” as used in this statute 
must be restricted to the configuration of a particular part or feature of 
the article and may not extend to the shape or design of the entire device. 

At the trial evidence was developed that the plaintiff has been permit- 
ting several other manufacturers to use its design on their products. This 
court is of the opinion that this circumstance constitutes a further ground 
for denying registration of the claimed trademark. In order to constitute 
a trademark, the arbitrary words or emblem adopted for that purpose by 
the manufacturer or dealer in a particular article must have acquired a 
secondary meaning and must be understood and accepted by the public as 
an indication that the product emanated from the owner of the trademark. 
The original and basic purpose of the trademark law is to prevent a person 
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from palming off his own product or services as those of another. Obvi- 
ously if a person allows his identifying mark to be used by others on their 
handiwork, he prevents it from acquiring a specific secondary meaning, 
and hinders it from becoming associated in the mind of the public as iden- 
tifying his goods or services. It must be borne in mind in this connection 
that a trademark is entirely different in its nature from a patent or a copy- 
right. As was stated by the Supreme Court in American Foundries v. 
Robertson, 269 U.S. 372, 380: 


“There is no property in a trademark apart from the business or trade 
in connection with which it is employed.” 


It follows, hence, that if a particular phrase or emblem is employed 
by several concerns with the permission of the person who claims it as his 
own, it fails to acquire its characteristic feature and may not ripen into 
an exclusive trademark. 

Only recently the Court of Appeals for the Fifth Circuit in J. R. Clark 
Co. v. Murray Metal Products Co., 219 F.2d 313, 320, 104 USPQ 224, 230 
(45 TMR 294), held that secondary meaning does not become attached to 
a claimed trademark if the claimant permits his products to be sold under 
other trade names and through other outlets to such an extent that the 
mark cannot be associated in the public mind exclusively with him as the 
source. 

For the three reasons that have been discussed, the court concludes 
that the Commissioner of Patents properly denied the application for 
registration of the claimed trademark. 

Judgment for the defendant dismissing the complaint on the merits. 
Counsel will submit proposed findings of fact and conclusions of law. 


THE NATIONAL SHOE STORES COMPANY v. THE 
NATIONAL SHOES OF NEW YORK, INC. et al. 


Maryland Ct. App.— May 10, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Action by The National Shoe Stores Company to restrain The National Shoes 
of New York, Inc., from unfairly competing with plaintiff by using the words 
NATIONAL SHOES. Both parties appeal from decree for plaintiff. The plaintiff has 
operated a number of shoe stores in Maryland since 1940. Defendant operates 116 
stores along the eastern seaboard and expanded into Maryland in 1954. Its signs 
in the Baltimore store emphasize NATIONAL SHOES. Plaintiff’s operations and adver- 
tising have been modest while the advertising of defendant has been substantial. 
The general rule in Maryland is that in the absence of proof of secondary meaning 
no injunction may be granted even though the possibility of confusion exists. The 
evidence here contains no proof of customer confusion and defendant’s advertising 
is more likely to benefit plaintiff than otherwise but the similarity of corporate 
name and trade names is clear and therefore the chancellor was correct in requiring 
defendant to discontinue use of the words NATIONAL SHOES and to use the full 
corporate name of the Maryland subsidiary (The National Shoes of New York, 
Inec.). Decree affirmed. 
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Action by The National Shoe Stores Company v. The National Shoes of 
New York, Inc. and National Shoes, Inc., for unfair competition. Both par- 
ties appeal from decree for plaintiff of Circuit Court, Baltimore City, 
Maryland. Affirmed. 


William Saxon, of Baltimore, Maryland, for plaintiff. 
David Ross (Ober, Williams, Grimes & Stinson, on the brief) of Baltimore, 
Maryland, for defendants. 


Before Brune, Chief Judge, and Coniins, HENDERSON, HamMMonp, and 
Prescott, Judges. 


HENDERSON, Judge. 

This appeal and cross-appeal are from a decree of the Circuit Court 
of Baltimore City enjoining the appellees from using, in a trading area 
comprising Baltimore City and adjoining counties, the words NATIONAL 
SHOES unless accompanied by a disclaimer of any connection with the 
appellant, or accompanied by the words “The” and “of New York, Inc.” 
The scope of the injunction was limited to the trading area mentioned, 
and to exterior display signs and window displays. The decree dismissed 
that part of the bill which prayed an accounting and damages. The 
appellant contends that it is entitled to the exclusive use of the name. 
The cross-appellant contends that no grounds for relief was shown. 

The appellant corporation was organized by the Stein brothers in 
Maryland in 1940, and has since used its corporate name in connection 
with various stores. It succeeded a partnership formed in 1938 that had 
adopted the same name. It presently operates four stores in the Baltimore 
area and another store in Alexandria, Virginia. The appellee, National 
Shoes, Inc., was incorporated in New York in 1938, succeeding a partner- 
ship trading as National Shoe Market that began business in Newark, 
New Jersey, in 1923, and had stores in New York as early as 1930. The 
appellee, The National Shoes of New York, Inc., is a wholly owned sub- 
sidiary that was incorporated in Maryland in August, 1955. The parent 
company, National Shoes, Inc., and its subsidiary and affiliated corpora- 
tions, operate 116 retail shoe stores in New York, Massachusetts, Connecti- 
cut, New Jersey and Maryland as one integrated chain. 

National Shoes, Inc. sought to expand its operations into Maryland 
in 1954. Upon discovery of the appellant’s use of the name National 
Shoes, Mr. Siegel, an officer of the New York corporation, negotiated for 
the purchase of the appellant’s stores. He testified he wished to make the 
purchase to avoid any controversy over the use of the name, to obtain 
outlets for its product more quickly, and to avoid benefiting the appellant 
by the national advertising of his company. A tentative agreement was 
reached on the basis of book value which showed a net worth of some 
$38,000.00, but negotiations fell through when the officers of the appellant 
placed a value of $100,000.00 on the good will or use of the name. In 
November, 1955, the appellees opened their first store in the Ritchie 
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Highway Shopping Center in Anne Arundel County, south of Baltimore 
City. Since that time the store has been selling the full line of appellees’ 
merchandise, including low to medium priced shoes and accessories in the 
same price range as those sold by the appellant. The sign on the outside 
of this store emphasizes the words of the corporate name, NATIONAL SHOES 
in somewhat larger letters than the words THE and of NEW YORK, INC. 
The appellees plan to open another store in the Mondawmin Shopping 
Center, in the northwest section of the City. 

While, as we have stated, the appellant and its predecessor partner- 
ship began the use of the name NATIONAL SHOE in 1938, it was brought out 
that one of its stores was discontinued and others turned over in 1954 
to one of the Stein brothers who continued the business in the name of 
Murray Shoe Store Company. The appellant had a very small profit in 
1954, and did business at a loss during the first six months of 1955. Of 
the five stores now in operation, three are located in the eastern part of 
the City, or Baltimore County, in Highlandtown, Essex and Dundalk, 
which were opened between 1947 and 1952. The fourth store is located 
at 2003 West Pratt Street, and was opened in 1941. The store in Alex- 
andria, Virginia, was opened in 1953. It was brought out that while the 
appellant used its corporate name on its stores, it featured on its signs 
and displays certain manufacturers’ trade names of shoes, such as POLL 
PARROT, RED GOOSE and DEBENETTE. It sells about 50 different brands in all. 
For the appellant, it was claimed that about 50% of the boxes on its 
shelves bore the name NATIONAL SHOES. For the appellees, it was claimed 
that the percentage was only 5%. There was also testimony that one of 
the Stein brothers prior to 1938 had been a factory superintendent of the 
Muskin Shoe Company, a manufacturer making shoes for National Shoe 
Market and stamping the name National Shoes on the product. It was 
also shown that some of the shoes sold by the corporation controlled by 
the Stein brothers had actually been manufactured for National Shoes, 
Ine. and purchased by the appellant from jobbers. 

It was shown that the advertising of the appellant was of a very 
limited character. For the year 1955, the advertising bill of the four 
Baltimore stores was only $1,166.98, for the year 1954, $850.00. Almost 
all of the advertising was in the form of handbills, or in neighborhood 
newspapers. On the other hand, it was shown that the appellees spent 
over $3,000.00 on advertising for their Ritchie Highway store subsequent 
to its opening in November, 1955, and since 1949, they have spent over 
$2,000,000.00 on newspaper, radio and television advertising. All of their 
shoes are manufactured to their specifications and sold under the trade 
name of NATIONAL SHOES, whereas all of the shoes sold by the appellant 
are purchased through wholesalers or jobbers. 

The appellant contends that it has rights entitled to protection in the 
name THE NATIONAL SHOE STORES COMPANY under Code (1951), Art. 23, 
sec. 5(a)(3), and to the use of the name NATIONAL SHOES under the law 
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of trademarks and unfair competition. The section provides that the 
name of a corporation organized in Maryland “Shall not be the same as 
the name of any corporation of this State, * * * or so similar to any such 
name as to be misleading.” Code (101, Art. 23, sec. 124(a), provides that 
“The [State Tax] Commission shall not accept for record any charter 
paper of a corporation of this State, which is not in conformity with law.” 
Section 127(b) provides that upon acceptance for record by the Commis- 
sion of any articles of incorporation, “Such acceptance for record shall be 
conclusive evidence of the formation of the corporation except in a direct 
proceeding by the State for the forfeiture of the charter.” Section 5(a) (3) 
had its statutory genesis in the 1951 revision of Article 23 (Acts 1951, 
ch. 135) and was based on a prior administrative practice. It was taken 
practically verbatim from the Model Corporation Act drafted by a com- 
mittee of a section of the American Bar Association. A committee note 
states that its purpose is to protect the right of a corporation to its own 
name. See also Brune, Maryland Corporation Law and Practice (Rev. 
ed.), p. 679. The purpose of the practice, and now of the statute, was 
doubtless to avoid confusion by the general public and also by the Com- 
mission itself in carrying out its administrative duties. However, it does 
not in terms give a pre-existing corporation the right to object to the 
acceptance of a charter either before or after acceptance. It has been 
held that such a right is not created under similar statutory provisions. 
American Order of Scottish Clans v. Merrill, 24 N.E. 918 (Mass.) (per 
Holmes, J.). The State Tax Commission is not a party to the instant case 
and its action cannot be reviewed in this proceeding. Cf. Motor Club of 
America v. Curran, 83 N.Y.S.2d 733, aff'd 85 N.Y.S.2d 552. Investors 
Syndicate of America v. Hughes, 38 N.E.2d 754, 758 (Ill.), relied on by 
the appellant, was an action of mandamus against the custodian of 
charter records. 

In any event, giving the widest scope to the new section, it would 
appear to merely restate the common law rule relating to protection of 
corporate names. See Brune, supra, pp. 23, 24. In Drive It Yourself Co. v. 
North, 148 Md. 609, 614, Judge Walsh, for the Court, said: “There is no 
statute in Maryland governing the right of a corporation to the exclusive 
use of its own name, but such right exists at common law, and it includes 
the further right to prohibit another from using a name so similar to the 
corporate name as to be calculated to deceive the public. Afro-American 
Owls v. Talbot, 123 Md. 465.” In 6 Fletcher, Cyclopedia of Corporations, 
§2423, p. 31, it is said in regard to relief based on a statute rather than 
on the common law rule: “The matter is not of vital importance, for the 
corporate name will, in any event, be protected on the same principles 
as a trade name or trademark * * *.” 

The cases dealing with the name protection tend to fall into three 
categories. See Nims, Unfair Competition and Trademarks (4th ed.), 
§§10, 11. The first of these involves the protection of a name consisting 





Vol. 47 T. M.R. NAT’L SHOE STORES v. NAT’L SHOES N. Y. 855 


of distinctive, unique or fanciful words. Such names are generally re- 
ferred to as technical trademarks and, usually, the appropriation of such 
words alone is sufficient to give rise to a protectible right in the name. 
The trial court found that the words NATIONAL sHOEs are not fanciful or 
distinctive and thus not subject to exclusive appropriation as a technical 
trademark. In National Shoe Corporation v. National Shoe Mfg. Co., 19 
N.E.2d 734, 736, 41 USPQ 153, 154 (Mass.), the court observed that 
“there is nothing peculiar or distinctive in the words NATIONAL SHOE.” 
See also National Grocery Co. v. National Stores Corporation, 123 A. 740, 
aff’d 127 A. 925 (N.J.) (14 TMR 331) and National Brands Stores v. Muse 
& Associates, 187 S.E. 84 (Ga.). As pointed out in Edmondson Vil. 
Theatre v. Einbinder, 208, Md. 38, 46, 106 USPQ 227, 231 (45 TMR 1211), 
a geographical name may not be appropriated as an exclusive trade name 
or trademark, although it may acquire a secondary meaning. It was also 
pointed out in that case that a corporation, like an individual, generally 
has a right to use its own name, in the absence of any fraudulent or wrong- 
ful intention or act, or any contract to prohibit it. 

The second category consists of cases where actual fraud or deceit 
is employed by a subsequent user of a name for the purpose of diverting 
the trade of a prior user. See Bedding Corporation v. Moses, 182 Md. 229, 
59 USPQ 405. Indeed such action, with intent to defraud, may constitute 
a criminal offense. See Code (1951), Art. 27, sec. 219. The trial court in 
the instant case found that the appellees were not guilty of fraud or 
deceit; that the appellees had made no “attempt to capitalize on the 
complainant’s good will,” but that the opening of its store in Maryland 
was “the result of a natural expansion of the respondent’s chain of stores.” 
The appellant does not claim actual fraud or deceit. 

The third category consists of cases affording protection to a name 
which, although it consists of words in common use taken from the public 
domain, has acquired a secondary meaning through association with the 
seller’s product or business in the minds of the general public. The 
appellant relies most strongly upon this principle, which finds support in 
the Maryland cases. In Bedding Corporation v. Moses, supra, p. 237, 59 
USPQ at 409, quoting from Merriam Co. v. Saalfield, 198 F. 369, 373, it was 
said: “Primarily, it would seem that one might appropriate to himself for 
his goods any word or phrase that he chose; but this is not so, because the 
broader public right prevails, and one may not appropriate to his own exclu- 
sive use a word which already belongs to the public and so may be used by 
any one of the public. Hence comes the rule, first formulated in trademark 
eases, that there can be no exclusive appropriation of geographical words or 
words of quality. This is because such words are, or may be, aptly descrip- 
tive, and one may properly use for his own product any descriptive words, 
because such words are of public or common right. It soon developed that 
this latter rule, literally applied in all cases, would encourage commercial 
fraud, and that such universal application could not be tolerated. by courts 
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of equity; hence came the ‘secondary meaning’ theory. There is nothing 
abstruse or complicated about this theory, however difficult its application 
may sometimes be. It contemplates that a word or phrase originally, and 
in that sense primarily, incapable of exclusive appropriation with refer- 
ence to an article on the market, because geographically or otherwise 
descriptive, might nevertheless have been used so long and so exclusively 
by one producer with reference to his article that, in that trade and to 
that branch of the purchasing public, the word or phrase had come to 
mean that the article was his product; in other words, had come to be, 
to them, his trademark.” 

In that case an injunction was sought by a partnership trading as 
Baltimore Spring Bed Co. against Baltimore Bedding Corporation. While 
it was held that a secondary meaning had not been established, it was 
held that actual fraud was proved. In A. Weiskittel Co. v. Weiskittel Co., 
167 Md. 306 (24 TMR 366), the case turned on the use of the name 
WEISKITTEL. Since it was a surname, and hence not subject to exclusive 
appropriation, the Court held that proof of secondary meaning was 
necessary, and it found the proof lacking, relying largely upon the fact 
that the complainant had featured the name of its product FIRE KING 
more than its name. It found no evidence that the defendants had done 
any act “to fool the public into the belief that their goods are the goods 
of the plaintiff.” In Drive It Yourself Co. v. North, supra, a company 
that had been in business for eighteen years sought to enjoin a competitor 
from using the same SAUNDERS DRIVE IT YOURSELF SYSTEM. The respondent 
was a branch of a large organization with branches in many cities that 
had recently opened a branch in Baltimore. The Court held there was no 
proof of secondary meaning and found (p. 618) that it “would certainly 
not be justified in holding that the public generally in Baltimore under- 
stands the ‘drive it yourself’ business to mean the appellant’s business.” 
As stated in Nims, Unfair Competition and Trademarks (4th ed.), §334: 
“Secondary meaning must be proved by a fair preponderance of the 
evidence of an association between the name * * * and * * * seller in 
the minds of a substantial number of those members of the public who 
normally would be interested in the product and who might be purchasers 
of it.” See also Hecht Co. v. Rosenberg, 165 Md. 116, 119, 18 USPQ 14, 
15 (23 TMR 339) and Neubert v. Neubert, 163 Md. 172, 174 (22 TMR 412). 

It is the general rule, although there are cases to the contrary, that in 
the absence of proof of secondary meaning, no injunctive relief may be 
granted even though there is a possibility of confusion. See Note 150 
A. L. R. 1067. The Maryland cases cited seem to be in accord with the 
general rule. However, the authorities seem to differ as to the character 
or quantum of proof of secondary meaning. According to what seems 
to be the better view, proof of actual confusion in specific instances is not 
necessary, nor is the inquiry limited to the exact locations where competi- 
tion is shown to occur, particularly under modern conditions. 
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In the instant case there was certainly no proof of damages. Cf. 
Rossi v. Mewshaw, 195 Md. 323, 85 USPQ 468 (40 TMR 585). There 
was no proof that any customer was deceived into thinking he was deal- 
ing with the appellant when dealing with the appellees. But this would 
not necessarily be controlling. “The determining factor is not that people 
have actually been deceived, but that there is a likelihood of that happen- 
ing.” Ajax Tool Co. v. Burchalter Tool Co., 211 N.Y.S. 241, 243 (16 
TMR 177); Nims, op. cit. §335, p. 1049. It is true that in the instant 
case the appellant’s stores are not located in the same sections of the 
trading area as the appellees’ store now in operation, and that the appel- 
lant’s advertising is of a local or community character. There is far 
more danger that the national advertising of the appellees, by radio and 
television, may boost the sales of the appellant, than vice versa. Never- 
theless, the similarity of corporate names is striking, particularly since 
both parties feature, to some extent at least, the same brand name. 

The appellant was clearly first in the local field, and we think some 
risk of confusion has been established, although no actual deception is 
proved. This risk is, of course, minimized by the Chancellor’s decree, 
which follows the pattern laid down in the cases. While courts have 
been slow to enjoin altogether the use of similar names, they have not 
been slow to minimize confusion, where a probability of confusion is 
shown. See Restatement, Torts, §§717, 731; Little Tavern Shops v. Davis, 
116 F.2d 903, 48 USPQ 161; Howards Clothes v. Howard Clothes Corp., 
52 N.W.2d 753, 93 USPQ 107 (42 TMR 675) (Minn.). The case last cited 
is quite close to the instant case on the facts. The extent of the relief 
granted is usually left to the sound discretion of the chancellor. American 
Waltham W. Co. v. United States W. Co., 53 N.E. 141 (Mass.). Under the 
circumstances, and in view of the probability of further expansion by the 
appellees in the trading area mentioned, we are not prepared to hold that 
the Chancellor was wrong either in refusing to require the appellees to 
discontinue the use of the words NATIONAL SHOES or in requiring the 
appellees to use the full corporate name of the Maryland subsidiary of 
its stores. 

Decree affirmed, costs to be divided between the parties. 


SEABOARD FINANCE COMPANY v. MARTIN et al. 
No. 16420—C. A. 5—WMay 10, 1957 


REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 
Seaboard Finance Company, a Delaware corporation, seeks a judgment directing 
the Secretary of State of Louisiana to issue it a certificate of qualification to do 
business within the state and a decree ordering Seaboard Finance Corporation, a 
Louisiana corporation, to cease and desist from doing business under that corporate 
name. The trial court granted a motion to dismiss and plaintiff appeals. Plaintiff 
has since 1927 expended substantial sums in advertising its loan business which 
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maintains 304 offices in 32 states. As part of its progressive expansion, it has 
negotiated the acquisition of small loan companies in Louisiana. 
CoURTS—J URISDICTION 
CouRTS—EVIDENCE 
The test of jurisdictional amount is the value to the plaintiff of its claimed 
right to prevent the use of such name in that state. 
REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 
Incorporation of Seaboard Finance Corporation under the laws of Louisiana 
gave it no right to compete unfairly by the use of its trade name. The allegations 
by plaintiff that the name was adopted with knowledge of plaintiff’s wide use of 
a similar name was sufficient to state a cause of action entitling plaintiff to relief. 
REMEDIES—UNFAIR COMPETITION—DEFENSES—LACHES 
The fact that plaintiff had 3 years earlier applied to do business in Louisiana 
but was refused on the basis of the Louisiana corporation does not as a pleading 
prove laches. The delay may well be explained by the evidence. Judgment of dis- 
missal reversed and remanded for further proceedings. 


Action by Seaboard Finance Company v. Hon. Wade O. Martin, Jr., 
Secretary of State of the State of Lowisiana and Seaboard Finance Corpo- 
ration for an injunction. Plaintiff appeals from judgment of District Court 
for Eastern District of Louisiana dismissing complaint. Modified. 


Gibbons Burke, of New Orleans, Louisiana, for appellant. 

C. C. Wood, of Baton Rouge, Louisiana, for appellee Martin. 

Murray F. Cleveland, of New Orleans, Louisiana, for appellee Seaboard 
Finance Corporation. 


Before Borau, Rives, and Brown, Circuit Judges. 


Rives, Circuit Judge. 

Seaboard Finance Company, a Delaware corporation, sought a judg- 
ment directing the Secretary of State of the State of Louisiana to issue to 
it a certificate of qualification to do business within that State, and a 
further judgment ordering and directing Seaboard Finance Corporation, 
a Louisiana corporation, to cease and desist from doing business under that 
corporate name. It prayed also for “such other and further relief to which 
the plaintiff may be justly entitled.” The district court sustained the sep- 
arate motion to dismiss filed by each of the defendants, and this appeal 
ensued. 

The Secretary of State’s motion to dismiss took the position that the 
suit, nominally against him was in substance a suit against the State of 
Louisiana which had not waived its immunity from suit; and, hence, that, 
under the Eleventh Amendment to the Constitution, the judicial power 
of the United States does not extend that far. We agree with that position. 

Seaboard Finance Corporation, the other defendant, was incorporated 
in 1953 under the laws of Louisiana. It is conceded, as it must be, that 
its name was deceptively similar to that of the plaintiff, Seaboard Finance 
Company. The Secretary of State declined to issue to plaintiff a certificate 
of qualification to do business within Louisiana in reliance upon Section 
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203B of Title 12 of the Louisiana Revised Statutes of 1950, reading in 
part as follows: 


“B. No certificate shall be granted or issued to any corporation 
having the same name or a name deceptively similar to that of any 
corporation, domestic or foreign business or non-profit, authorized to 
do business in this state * * *.” 


The plaintiff corporation did not offer to add to its name any distin- 
guishing term, and there was no claim that the Secretary of State acted 
arbitrarily as was the case in State ex rel. Equitable Securities Corporation 
of Nashville v. Conway, Secretary of State, 189 La. 272, 179 So. 312. To 
the contrary, it affirmatively appears that the action of the Secretary of 
State was done under the authority of a valid State law, and was there- 
fore beyond the judicial power of the United States. Worcester County 
Trust Co. v. Riley, Comptroller of California, 302 U.S. 292, 296-297. As 
against the Secretary of State, the judgment of dismissal is therefore 
affirmed. 

The motion to dismiss filed by the defendant Seaboard Finance Cor- 
poration was based upon three grounds: (1) “that the Court lacks juris- 
diction because the amount actually in controversy is less than $3,000.00, 
exclusive of interest and costs”; (2) “the complaint fails to state a claim 
against defendant Seaboard Finance Corporation upon which relief can 
be granted”; and (3) “the plaintiff is guilty of laches.” 

Jurisdiction was based on diversity of citizenship, 28 U.S.C.A. 1332. 
The complaint contained the formal averment that, “The matter in con- 
troversy exceeds, exclusive of interest and costs, the sum of $3,000.” In 
addition, the complaint alleged that continuously since 1927 plaintiff and 
its corporate predecessors have used said corporate name in the business 
of making loans and have used effective means of building good will under 
said name. For each of the years 1945 to 1955 the amounts expended for 
advertising the corporate name and business are set forth, varying from 
$259,815.00 in 1945 to $957,325.00 in 1955. The dollar volumes of busi- 
ness in loans and in sales for each of said years are stated, the loan busi- 
ness varying from $31,609,425.00 in 1945 to $179,662,152.00 in 1955, and 
the sales business increasing from $2,311,252.00 in 1945 to $101,073,810.00 
in 1955. The plaintiff operates 304 offices in 32 states, 6 in Hawaii, and 
5 in Canada. It has 23 stockholders residing in Louisiana, 9 in Mississippi, 
and 94 in Texas. Its expansion, beth economic and territorial, has been 
gradual and progressive, and, in the orderly expansion of its trade terri- 
tory, it has entered into negotiations for the acquisition of small loan 
companies within the State of Louisiana. 

Such detailed averments in support of the formal allegation of juris- 
dictional amount were not denied. The motion on the jurisdiction was in 
general terms, as heretofore quoted, and was coupled with a ground of 
failure of the complaint to state a claim upon which relief can be granted, 
and a simple charge of laches. No proof by affidavit or otherwise was 
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adduced, and, apparently, the court and the parties considered that evi- 
dence was not called for at that stage of the proceedings. The plaintiff 
might have been required to prove the allegations as to amount in contro- 
versy on proper motion to dismiss. KVOS, Inc. v. Associated Press, 299 
U.S. 269, 278. Under the circumstances of this case, however, including 
the general form of the motion, the joinder of grounds which operated 
merely as a demurrer, and the failure of the court to call for proof, it 
would, we think, work an injustice on the plaintiff to dismiss the action 
for its failure then to prove that the jurisdictional amount was involved 
when it did not understand that such proof was then required. Rather 
the motion should be treated as admitting for the purposes of the motion 
the detailed averments of the complaint which were not denied and as 
submitting on the allegations without the production of evidence. Gibbs 
v. Buck, 307 U.S. 66, 71, 41 USPQ 162, 164. If we mistake the intention 
of the defendant Seaboard Finance Corporation, we do it no permanent 
injury, for, if it intended its motion as a traverse of all of the jurisdic- 
tional allegations, it can hereafter frame its issues more definitely in its 
answer to the complaint. Compare Troupe v. McCart, 5th Cir., 238 F.2d 
289, 293. 

Jurisdiction is to be tested by the value of the right sought to be pro- 
tected against interference. McNutt v. General Motors Acceptance Corp., 
298 U.S. 178, 181. In a suit to restrain infringement of a trade name in 
Louisiana, the jurisdictional amount is the value to the plaintiff of its 
claimed right to prevent the use of such name in that State. Scalise v. 
National Utility Service, 5th Cir., 120 F.2d 938, 940; many cases collected 
in Annotation, 30 A.L.R. 2d 621. The good will represented by a corpo- 
rate name or a trade name is intangible and difficult of exact description 
or valuation. The averments of the present complaint are, we think, amply 
sufficient to put the parties to their proof as to whether the actual amount 
in controversy exceeds $3,000.00, exclusive of interest and costs. Beneficial 
Industrial Loan Corporation v. Kline, 8th Cir., 1382 F.2d 520, 56 USPQ 
89 (33 TMR 135) ; Food Fair Stores v. Food Fair, 1st Cir., 177 F.2d 177, 
83 USPQ 14 (39 TMR 894); Annotation, 30 A.L.R. 2d 709. 

The incorporation of Seaboard Finance Corporation in Louisiana gave 
it no right to the use of that name if such use would amount to unfair 
competition or unfair practice in the use of a trade name. The section of 
the Louisiana law relating to the right of a domestic corporation to use 
a particular name, R.S. 12:4, contains the following limitation: 


“E. Nothing in this Section shall abrogate or limit the law as to 
unfair competition or unfair practice in the use of trade names, nor 
derogate from the principles of law or the statutes of this state or of 
the United States with respect to the right to acquire and protect 
trade names.” 
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Among other averments in the complaint were the following: 


“14. Said subscribers to the Articles of Incorporation of defen- 
dant, Seaboard Finance Corporation, knew of the operations of plain- 
tiff and of its policy of expansion throughout the United States; and 
in adopting said corporate name appropriated the good will created 
in said name by plaintiff’s activities, advertising and business conduct. 


“15. The reputation of plaintiff is nationwide, and the use of the 
name ‘Seaboard Finance Corporation’ by defendant tends to mislead 
and confuse the public, and particularly borrowers and financial in- 
stitutions.” 


Without intimating any view on the merits as they may ultimately 
be developed by the evidence, we are of the clear opinion that the aver- 
ments of a purposeful appropriation of plaintiff’s corporate name with the 
intent of deriving benefit from the reputation which plaintiff had acquired 
were sufficient to state a claim entitling the plaintiff to relief. Buckspan 
v. Hudson’s Bay Co., 5th Cir., 22 F.2d 721, 723 (18 TMR 4); El Chico, 
Inc. v. El Chico Cafe, 5th Cir., 214 F.2d 721, 725, 726, 102 USPQ 267, 
270 (44 TMR 1307) ; Food Fair Stores v. Food Fair, 1st Cir., 177 F.2d 177, 
83 USPQ 14 (39 TMR 894) ; Lawyers Title Insurance Co. v. Lawyers Title 
Insurance Corporation, D.C. Cir., 109 F.2d 35, 48 USPQ 166 (30 TMR 
235). 

The ground of the motion to dismiss “that the plaintiff is guilty of 
laches” was based on the fact that the complaint affirmatively averred 
that the plaintiff had made a prior attempt to qualify to do business in 
Louisiana three years earlier, which the Secretary of State had refused 
on the ground that its name was deceptively similar to that of the defen- 
dant Seaboard Finance Corporation. Under such circumstances, we think 
that the defense of laches, though affirmative, may now be raised by mo- 
tion to dismiss. 2 Moore’s Federal Practice, 2d ed., § 8.28, p. 1698; 6 Id. 
§ 56.17(38), p. 2227; contra, Riley v. Titus, D.C. Cir., 190 F.2d 653, 656. 
Nevertheless, the delay of three years may be explained by the evidence. 
Compare Huth v. Rosenzweig, 27 So.2d 742; Devoke v. Yazoo & M.V. R. 
Co., 30 So.2d 816, 822. It, therefore, does not appear to a certainty that 
plaintiff will be entitled to no relief under any state of facts which could 
be proved in support of its claim. Des Isles v. Evans, 5th Cir., 200 F.2d 
614, 615, 616. The issue of laches, we think, should be tried on the proofs 
rather than the pleadings. DeLoach v. Crowleys, Inc., 5th Cir., 128 F.2d 
378, 380. 

The judgment of dismissal as against the defendant Seaboard Finance 
Corporation is reversed, and the cause remanded for further proceedings 
not inconsistent with this opinion. The costs of appeal are taxed one-half 
against the appellant and one-half against the appellee Seaboard Finance 
Corporation. 

Affirmed in part and reversed in part. 
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GOLDEN CITY RESTAURANT, INC. v. PIKE et al. 
No. 13579—C. A., D. C.—May 16, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Appeal following remand to the District Court. The license to use trade name 
RUBY FOO for a restaurant was a revocable one which expired on the insolvency of 
the corporation and was not an asset subject to later sale by the receiver. 


Action by Florence A. Pike v. Ruby Foo’s Den, Inc., of Maryland, 
Jacob A. Pike, Anna Pike, and David L. Peister for appointment of re- 
ceiver. Golden City Restaurant, Inc. appeals from judgment of District 
Court for District of Columbia holding that Golden City Restaurant, Inc. 
has not purchased trade name. Affirmed. 

Case below reported at 44 TMR 979 and 46 TMR 606. 


Robert Alfred Brown (Hamilton W. Kenner on the brief) of Washington, 
D.C., for appellant. 

Ward B. McCarthy, of Washington, D.C., and Clarence P. Greer, of New 
York, N.Y. (W. Cameron Burton, Thomas B. Heffelfinger, and John 
A. Kendrick, of Washington, D.C., for appellee Pike. 

Manuel J. Davis, of Washington, D.C., for appellees Ruby Foo’s Den, Inc., 
of Maryland, et al. 

Bernard Gordon, Joseph A. Kaufmann, and Jacob Sandler, of Washing- 
ton, D.C., for appellee General Creditors Committee. 

James C. Toomey, receiver, Washington, D.C., pro se. 


Before EpGcerToN, Chief Judge, and WaSHINGTON and DaNauHeEr, Circuit 

Judges. 

PER CURIAM. 

This case returns to us on a new appeal, taken after remand to the 
District Court. See Pike v. Ruby Foo’s Den, Inc., of Maryland, 98 U.S.App. 
D.C. 126, 232 F.2d 683, 109 USPQ 78 (46 TMR 602) (1956). We affirm 
the District Court’s judgment. The present appellant, Golden City Restau- 
rant, Inc., could not have acquired the right to use the name RUBY FOO 
or RUBY FOO’S DEN on judicial sale by the receiver of the assets of the Mary- 
land corporation (appellee on the former appeal), unless that corporation 
had by some means acquired a transferable right to use the name. It did 
not have a right to the name by appropriation and user. See our previous 
decision herein, cited above. The District Court, on remand, found that 
the Maryland corporation acquired from Florence Pike a valid revocable 
license to use the name, that she did not waive the right to revoke, that 
the license terminated on October 21, 1953, upon judicial determination 
of the Maryland corporation’s insolvency,’ and that the trade name was 





1. Although no specific finding was made, it seems plain that the District Court 
regarded as evidence of a revocation of the license by Mrs. Pike her motion of 
November 4, 1953, asserting that the Maryland corporation had forfeited its license to 
use the name and that she was the exclusive owner of the name. 
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consequently not an asset of the corporation subject to later sale by the 
receiver. These findings are based on adequate evidence, and will not be 
disturbed. 

The appellant stated in the District Court that it would elect to rescind 
its purchase of the Maryland corporation’s assets only if it received the 
amount of $100,000, representing its estimate of the present market value 
of the restaurant business including the trade name, even though (as has 
now been held) it did not acquire the right to use the name, and the price 
it was to pay for all the assets on purchase at judicial sale approved No- 
vember 12, 1953, was $49,000. It seems obvious that a rescission on that 
basis would not create or represent appropriate conditions adjusting the 
equities between the interested parties, including the creditors and stock- 
holders of the Maryland corporation.? The District Court did not err in 
refusing to permit rescission of the sale on the basis demanded by the 
appellant. 

Affirmed. 


SMITH (BLACK PANTHER COMPANY, INC., assignee, 
substituted) v. TOBACCO BY-PRODUCTS AND CHEMICAL 
CORPORATION (DIAMOND BLACK LEAF COMPANY, 


assignee, substituted) 


Appl. No. 6264 — C.C.P.A. — April 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
It has frequently been held that trademarks, comprising two words or a com- 
pound word, are not confusingly similar even though they have in common one 
word or part which is descriptive or suggestive of nature of goods to which marks 
are applied. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Lack of evidence of confusion is a factor which may properly be given some 
weight in determining likelihood of confusion. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
It is well established that prior decisions are of little value in trademark cases, 
since each case must rest on its own distinctive facts. 
GREEN LEAF as trademark for spray for fruits and vegetables is not confusingly 
similar to BLACK LEAF and BLACK LEAF 40, for similar goods. 
REGISTRABILITY—TITLE 
REGISTRABILITY—ASSIGNMENTS 
Assignee of trademark could acquire no greater right than assignor had. 


Opposition proceeding No. 32,063 by Tobacco By-Products and Chem- 
ical Corporation (Diamond Black Leaf Company, assignee, substituted) v. 
Benjamin D. Smith (Black Panther Company, Inc., assignee, substituted), 
application Serial No. 606,396 filed November 14, 1950. Applicant appeals 


2. Florence Pike, the licensor, agreed in the District Court that the appellant 
should not be liable to her in damages for its use of the trade name between November 
10, 1953, and September 1, 1956, the date on which it was ordered to cease use of 
the name, 
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from decision of Commissioner of Patents sustaining opposition and refus- 


ing registration ex parte. Modified. 
Case below reported at 45 TMR 1363. 


John Howard Joynt, of Washington, D. C., for appellant. 

Walter H. Free, of New York, N. Y. (Thornton F. Holder, of Painesville, 
Ohio, and Richard G. Fuller, of New York, N. Y., of counsel), for 
appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, WorRLEy, Ricu, and JAck- 
son (retired), Associate Judges. 


WoRLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, hereafter referred to as the commissioner, reversing the decision 
of the Examiner of Interferences and sustaining an opposition to the appli- 
eation of Benjamin D. Smith, for registration of a mark comprising a 
representation of a green leaf, with the words GREEN LEAF super-imposed 
thereon, as a trademark for a spray for fruits and vegetables. The mark 
was also denied registration on the ex parte ground that Smith was no 
longer using the mark, having previously assigned his rights therein to 
his son. Since the filing of the instant appeal, Sizith has been replaced 
by the assignee of his application, Black Panther Company, Inc., appellant 
here. Opposer, Tobacco By-Products and Chemical Corporation, has been 
replaced by its assignee, Diamond Black Leaf Company, appellee. 

The opposition is based on ownership of registrations and prior use 
by appellee of the trademarks BLACK LEAF and BLACK LEAF 40, both marks 
having allegedly been used alone and also in association with a leaf design. 
Although there is some mention in the record of alleged use by appellee’s 
predecessors of the marks GOLD LEAF and ROSE LEAF, they are not relied on. 
We agree with the commissioner there is no such evidence as to the use of 
either to affect appellant’s right to registration of the instant GREEN LEAF 
mark. 

The first question to be determined is whether the marks are so similar 
as to be likely to cause confusion or mistake, or to deceive purchasers, when 
used on the goods of the respective parties. There appears to be no signifi- 
cant difference between the goods of the parties, since both include plant 
and garden sprays, although additional use of appellee’s products as an 
insecticide for use on animals is also stressed in some of the exhibits. 

It is evident that the words GREEN LEAF and BLACK LEAF are the domi- 
nant portions of the marks, rather than the leaf, and must be given primary 
consideration in determining the question of confusing similarity. 

In contending that the word LEaF is the dominant portion of each 
mark, and that the marks are confusingly similar, appellee relies on the 
decisions of this court in Bielzoff Products Company v. White Horse Dis- 
tillers, Ltd., 27 C.C.P.A. (Patents) 722, 107 F.2d 583, 43 USPQ 397 (29 
TMR 646), and Frankfort Distilleries, Inc. v. Kasko Distillers Products 
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Corporation, 27 C.C.P.A. (Patents) 1189, 111 F.2d 481, 45 USPQ 438 (30 
TMR 339). Both cases relate to trademarks for alcoholic beverages. In the 
former, RED HORSE was held confusingly similar to WHITE HORSE and BLACK 
HORSE. In the latter, a similar holding was made with respect to MARYLAND 
ROSE and FOUR ROSES. 

Those cases appear to be easily distinguishable from the facts here. 
Whereas the words ROSE and HORSE are arbitrary as applied to alcoholic 
beverages, the word LEAF, as applied to a plant spray is not arbitrary, 
but is definitely suggestive of the use to which the product is to be put. 

It has frequently been held that trademarks, comprising two words or 
a compound word, are not confusingly similar even though they have in 
common one word or part which is descriptive or suggestive of the nature 
of the goods to which the marks are applied, or of the use to which such 
goods are to be put. The following are instances in which such marks were 
held not to be confusingly similar: Miles Laboratories, Inc. v. The Pepso- 
dent Company, 26 C.C.P.A. (Patents) 1272, 104 F.2d 205, 41 USPQ 738 
(29 TMR 381) (PEPSO-SELTZER and ALKA-SELTZER) ; Sears, Roebuck & Co. v. 
Elliott Varnish Co., 232 F. 588 (6 TMR 345) (NEVER LEAK and ROOF LEAK) ; 
James Heddon’s Sons v. Millsite Steel & Wire Works, Inc., 35 F.Supp. 169, 
47 USPQ 106 (30 TMR 649) (MILLSITE BASSER and HEAD-ON BASSER) ; 
Franco-Italian Packing Corp. v. Van Camp Sea Food Co., Inc., 31 C.C.P.A. 
(Patents) 1029, 142 F.2d 274, 61 USPQ 369 (GEM-oFr-THE-SEA and CHICKEN 
OF THE SEA Or SEA CHICKEN) ; Morton Manufacturing Corporation v. The 
Delland Corporation, 35 C.C.P.A. (Patents) 917, 166 F.2d 191, 76 USPQ 
576 (88 TMR 452) (sLick stick and cHop stTicK) ; Rite-Rite Mfg. Co. v. 
Rite-Craft Company, 37 C.C.P.A. (Patents) 963, 181 F.2d 226, 85 USPQ 
268 (40 TMR 418) (riTE-crarT and RITE-RITE) ; Magnaflux Corp. v. Sono- 
flux Corp., 43 C.C.P.A. (Patents) 868, 231 F.2d 669, 109 USPQ 318 (46 
TMR 884) (MAGNAFLUX and sONOFLUX); Burton-Dixie Corp v. Restonic 
Corp., 48 C.C.P.A. (Patents) 950, 234 F.2d 668, 110 USPQ 272 (46 TMR 
1367) (ORTHOTONIC and ORTHOFLEX). See also Goldring Inc. v. Town-Moor, 
Inc., 43 C.C.P.A. (Patents) 740, 228 F.2d 254, 108 USPQ 234 (46 TMR 
344), and cases there cited. The reasoning in those cases would clearly 
suggest that BLACK LEAF and GREEN LEAF are not confusingly similar. 

Further, we agree with the examiner that appellant’s mark GREEN LEAF, 
as applied to a plant spray, suggests that use of the spray would make or 
keep the leaves of the plants green. Since obviously no such suggestion 
would result from the mark BLACK LEAF, that fact constitutes an additional 
distinction. 

The examiner noted that there has been concurrent use of the GREEN 
LEAF and BLACK LEAF marks for a considerable time without any evidence 
of confusion. While that fact is not conclusive on the issue of likelihood of 
confusion especially when, as pointed out by the commissioner, the use of 
the GREEN LEAF mark has been relatively limited, we think it is still a factor 
which may properly be given some weight in determining the issue pre- 
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sented. In re Malvina D. Myers, Etc., 40 C.C.P.A. (Patents) 747, 201 F.2d 
379, 96 USPQ 238 (43 TMR 284); A. J. Krank Mfg. Co. v. Pabst, 277 F. 15 
(12 TMR 80), and Coca-Cola Co. v. Carlisle Bottling Works, 43 F.2d 101 
(20 TMR 403). 

It is also noted that appellant’s application shows a composite mark 
comprising the words GREEN LEAF together with a picture of a five pointed 
leaf, generally similar in appearance to the maple leaf, while appellee’s 
marks either involve no leaf picture, or a picture of a leaf with only two 
points, thus resembling a tobacco leaf. The commissioner observed that 
since 1950 there has been a change in the leaf design used by appellant “so 
that the present leaf simulates opposer’s leaf design, except it is green 
while opposer’s is black.” However, what we are primarily concerned with 
is the registrability of the mark as shown and described in the application 
itself. Walter Baker & Co., Ltd. v. Altamay Chocolate Co., 17 C.C.P.A. 
(Patents) 874, 37 F.2d 957, 4 USPQ 159 (20 TMR 83); Intercontinental 
Mfg. Co. v. Continental Motors Corp., 43 C.C.P.A. (Patents) 841, 230 F.2d 
621, 109 USPQ 105 (46 TMR 609); Kiekhaefer Corp v. Willys-Overland 
Motors, Inc., Ete., 43 C.C.P.A. (Patents) 1013, 236 F.2d 423, 111 USPQ 105 
(46 TMR 1377). As was noted in the Walter Baker case, if the applicant 
varies the mark shown in his application in such a way that confusion is 
likely to result, a proper forum is available for redress. 

The cases cited by the parties have been considered but it is well estab- 
lished that prior decisions are of little value in trademark cases since each 
case must rest on its own distinctive facts. Crown Overall Mfg. Co. v. 
Desmond’s, 37 C.C.P.A. (Patents) 1118, 182 F.2d 645, 86 USPQ 166 (40 
TMR 680). Here, in our opinion, the marks do not look alike, sound alike, 
nor do they have the same meaning. Accordingly, we are of the opinion 
they are not confusingly similar, and the action of the Examiner of Inter- 
ferences in dismissing the opposition should have been affirmed. It is there- 
fore unnecessary to consider when the marks were first used by the respec- 
tive parties. 

The commission also denied registration on an ex parte ground. The 
holding in that respect follows, 106 USPQ 293, 294 (45 TMR 1363) : 

The application as originally filed on November 14, 1950 recited 
adoption and use by Benjamin D. Smith doing business under the 
name of Smith Manufacturing Company and also under the name 
of General Insecticide Company, Inc. On August 7, 1952 a substitute 
declaration was filed in which it was recited that Benjamin D. Smith 
believed himself to be the owner of the mark and that no other person 
except General Insecticide Company, Inc., a corporation of which he 
was president, had the right to use the trademark. Simultaneously, 
the application was amended to recite use by a related company, Gen- 
eral Insecticide Company, Inc., stating that the corporation was con- 
trolled by applicant, Benjamin D. Smith in respect of the nature and 
quality of the goods on which the mark is used. 

The testimony of Benjamin D. Smith and Benjamin D. Smith, Jr., 
was taken on June 24, 1953. Their testimony shows that in 1948 the 
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son started a business under the name of General Insecticide Company 
which operated as a branch of his father’s business, and in 1950 he 
reincorporated and sold GREEN LEAF plant dust ; the products sold by his 
factured and sold GREEN LEAF plant dust; the products sold by his 
company are similar to those sold by his father’s company, except that 
the formula has been improved; the manufacture and sale of GREEN 
LEAF products by his company are with full knowledge and approval 
of his father. The father testified that the right to use GREEN LEAF had 
been assigned over to the son, the formal assignment “being processed” 
at the time testimony was taken. The records of the Patent Office 
show that an assignment of the mark and this application to the son 
as an individual was acknowledged on June 26, 1953. 

It seems clear from the record that Benjamin D. Smith is not enti- 
tled to registration because he has assigned whatever rights he had to 
his son. It also seems clear that the son is not entitled to registration 
because he is not, as an individual, manufacturing or selling the 
product under the mark—the corporation is. In the absence of evi- 
dence showing retention of rights in the individual, it must be held 
that such use as has been made by the corporation inures to its benefit 
and not to the benefit of any individual. See: Society Brand Clothes, 
Inc. v. Kirsch, 102 USPQ 260 (44 TMR 1252) (Com’s., 1954). Regis- 
tration is denied on the present application without regard to the 
opposition. 


In appellant’s notice of appeal, the only errors assigned with respect 
to the ex parte refusal of registration are: 


8. The Assistant Commissioner erred in the holding “Registration 
is denied on the present application without regard to the opposition.” 


9. The Assistant Commissioner erred in failing to grant leave 
to applicant to submit “* * * evidence showing retention of right in 
the individual.” 


Those assignments do not expressly challenge the accuracy of the hold- 
ings, which we think were proper, made in the quoted portion of the com- 
missioner’s decision. The assignment to Black Panther Co., Inc., does not 
eure the defect since the assignee could acquire no greater right than the 
assignor had. 

As the record now stands, the ex parte denial of the applicant’s right 
to registration was proper. Appellant urges that the applicant should have 
been granted leave to submit evidence showing “retention of rights in the 
individual.” The record does not show, however, that such leave was 
requested or that it was refused by the Patent Office. Under such circum- 
stances it would not be proper for this court to rule on the matter. Our 
decision here is without prejudice to any right which appellant may have 
to present additional evidence after this appeal is returned to the Patent 
Office. 

Pursuant to a stipulation of the parties suggesting a diminution of the 
record, certain portions of the testimony of opposer’s witness George F. 
Leonard were added to the record, with costs to be taxed when this court 
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rendered its decision. We find the additions are relevant to the issues, and 
the cost is accordingly taxed against appellant. 

The decision is reversed so far as it sustains the opposition, and 
affirmed so far as it denies registration on the ex parte ground above 
discussed. 









JACKSON, Judge, retired, recalled to participate herein in place of CoLz, 
Judge, absent because of illness. 







HENRY A LA PENSEE, INC. v. SOCIETE A RESPONSABILITE 
LIMITEE HENRY A LA PENSEE 


No. 6226—C. C. P. A.—April 10, 1957 











CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Appeal from dismissal of petition to cancel 1905 Act registration for HENRY 

A LA PENSEE for clothing. Respondent, a French corporation, operated a de luxe 
clothing store in Paris for many years and in 1937 opened a New York City outlet 
under the name of HENRY A LA PENSEE, INC. The French company granted exclusive 
rights to the New York firm to use the name within the United States and to 
purchase and sell the products of the French concern. By a subsequent 1939 agree- 
ment, the right to use the name and adopt the same as its corporate title within 
the United States was irrevocably granted the New York concern. After 1940 by 
reason of the war the New York store was unable to obtain goods from the French 
concern and sold its own products under labels bearing the words HENRY A LA 
PENSEE, INC. A 1947 agreement provided that the New York concern would use the 
HENRY A LA PENSEE, INC. on all goods not purchased from the French concern in 
its “modified” New York area and that the French concern would offer all mer- 
chandise to the New York concern prior to any sales to others in the United States. 
The French concern applied to register its trademark in 1946 under the Act of 1905 
and the registration issued in 1949. The Examiner ruled that by reason of the 1947 
agreement the French concern no longer controlled the quality or the character of 
the goods sold by the New York concern and that, since the names were substan- 
tially indistinguishable, the French concern was not the owner of the mark with 
the exclusive right to use the same at the time the registration issued. The Com- 
missioner reversed on the grounds that the non-use during the war was excusable 
and that the use by the New York concern was not a trademark use and therefore 
the French concern had the right to the registration. 

EFFECT OF REGISTRATION—PRion AcTs—ActT oF 1905 

Section 5 provided that no mark should be registered consisting of the name 

of an “individual firm, corporation or association not written, printed, impressed 
or woven in some particular or distinctive manner” and this has consistently been 
held to preclude registration of a mark which does not differ materially from the 
name of a corporation existing on the date of application and, since the evidence 
shows that the New York concern was in fact an independent enterprise having 
independent control of its trademarks, the mark registered was in fact another’s 
corporate name registered in violation of Section 5. 

CANCELLATION PROCEDURE—DAMAGES—IN GENERAL 
Since the business of the New York concern is identical with that of the French 

firm and includes the sale of the same goods for which the French firm obtained its 
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registration, damage will be presumed despite the fact that at the time of the 
application the parties were not in actual competition. 
TRADEMARK AcT OF 1946—CONSTRUCTION—SECTION 33(a) 

Section 33(a) provides that a registration under the 1905 Act shall be “prima 
facie evidence of registrant’s exclusive right to use the registered mark in com- 
merce on the goods”. The evidence shows that the French firm did not have such 
an exclusive right having by its own conduct given the New York concern the right 
to use the mark on any merchandise with the sole limitation that it use “Inc.” in 
connection with the mark. Reversed and cancellation granted. 


Cancellation proceeding No. 5,909 by Henry a la Pensee, Inc. v. Societe 
a Responsabilité Limitée Henry a la Pensee, Registration No. 443,582 issued 
November 29, 1949. Petitioner appeals from decision of Commissioner of 
Patents dismissing petition. Reversed. 

Case below reported at 45 TMR 360. 


Jack M. Ginsberg, of New York, N.Y., for petitioner-appellant. 
Maxwell E. Sparrow, of New York, N.Y., for respondent-appellee. 


Before JoHNSON, Chief Judge, and O’CoNNELL, Wor.Ey, Ricu, and Jack- 
SON (retired), Associate Judges. 


O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents (104 USPQ 119, 45 TMR 360) acting for the Commissioner, 
reversing the decision of the Examiner of Trademark Interferences and 
dismissing a petition by Henry a la Pensee, Inc., appellant here, to cancel 
appellee’s 1905 Act registration No. 443,582, granted November 29, 1949 
for HENRY A LA PENSEE as a trademark for certain clothing. Appellee 
asserted ownership in its application for registration of a French registra- 
tion of the trademark dated February 21, 1935, No. 237,376. 

There is no real dispute as to the essential facts which, as shown by 
the record, appear to be as follows: 

Appellee, respondent in the cancellation proceeding, is a French cor- 
poration, which, for some years prior to 1937, operated a de luxe retail 
clothing store in Paris, France. The operating heads of the French com- 
pany, at all times pertinent to the present case, have been Pierre E. Massin 
de Miraval (hereafter called Pierre, in accordance with the nomenclature 
adopted by the Commissioner and followed by the parties in their briefs 
here) and his nephew Jean Lefebure (hereafter called Jean). 

In 1937 Pierre and Jean decided to open a retail outlet for their goods 
in New York City and for that purpose, Henry a la Pensee, Inc., a New 
York corporation, the appellant here (hereafter referred to as the New 
York company), was formed, all of its stock originally being owned by 
Pierre and Jean. Alice Schwunbold (hereafter called Alice) was employed 
to manage the New York store. Pierre and Jean were officers of the New 
York company and both drew salaries as such. 

On February 1, 1938 an agreement was entered into between the 
French and New York companies, under which the former granted to the 





868 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


rendered its decision. We find the additions are relevant to the issues, and 
the cost is accordingly taxed against appellant. 

The decision is reversed so far as it sustains the opposition, and 
affirmed so far as it denies registration on the ex parte ground above 
discussed. 


JACKSON, Judge, retired, recalled to participate herein in place of CoLg, 
Judge, absent because of illness. 


HENRY A LA PENSEE, INC. v. SOCIETE A RESPONSABILITE 
LIMITEE HENRY A LA PENSEE 


No. 6226—C. C. P. A.—April 10, 1957 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Appeal from dismissal of petition to cancel 1905 Act registration for HENRY 
A LA PENSEE for clothing. Respondent, a French corporation, operated a de luxe 
clothing store in Paris for many years and in 1937 opened a New York City outlet 
under the name of HENRY A LA PENSEE, INC. The French company granted exclusive 
rights to the New York firm to use the name within the United States and to 
purchase and sell the products of the French concern. By a subsequent 1939 agree- 
ment, the right to use the name and adopt the same as its corporate title within 
the United States was irrevocably granted the New York concern. After 1940 by 
reason of the war the New York store was unable to obtain goods from the French 
concern and sold its own products under labels bearing the words HENRY A LA 
PENSEE, INC. A 1947 agreement provided that the New York concern would use the 
HENRY A LA PENSEE, INC. on all goods not purchased from the French concern in 
its “modified” New York area and that the French concern would offer all mer- 
chandise to the New York concern prior to any sales to others in the United States. 
The French concern applied to register its trademark in 1946 under the Act of 1905 
and the registration issued in 1949. The Examiner ruled that by reason of the 1947 
agreement the French concern no longer controlled the quality or the character of 
the goods sold by the New York concern and that, since the names were substan- 
tially indistinguishable, the French concern was not the owner of the mark with 
the exclusive right to use the same at the time the registration issued. The Com- 
missioner reversed on the grounds that the non-use during the war was excusable 
and that the use by the New York concern was not a trademark use and therefore 
the French concern had the right to the registration. 
EFFECT OF REGISTRATION—Prion AcTS—AcT oF 1905 
Section 5 provided that no mark should be registered consisting of the name 
of an “individual firm, corporation or association not written, printed, impressed 
or woven in some particular or distinctive manner” and this has consistently been 
held to preclude registration of a mark which does not differ materially from the 
name of a corporation existing on the date of application and, since the evidence 
shows that the New York concern was in fact an independent enterprise having 
independent control of its trademarks, the mark registered was in fact another’s 
corporate name registered in violation of Section 5. 
CANCELLATION PROCEDURE—DAMAGES—IN GENERAL 
Since the business of the New York concern is identical with that of the French 
firm and includes the sale of the same goods for which the French firm obtained its 
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registration, damage will be presumed despite the fact that at the time of fhe 
application the parties were not in actual competition. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 33(a) 

Section 33(a) provides that a registration under the 1905 Act shall be “prima 
facie evidence of registrant’s exclusive right to use the registered mark in com- 
merce on the goods”. The evidence shows that the French firm did not have such 
an exclusive right having by its own conduct given the New York concern the right 
to use the mark on any merchandise with the sole limitation that it use “Inc.” in 
connection with the mark. Reversed and cancellation granted. 


Cancellation proceeding No. 5,909 by Henry a la Pensee, Inc. v. Societe 
a Responsabilité Limitée Henry a la Pensee, Registration No. 443,582 issued 
November 29, 1949. Petitioner appeals from decision of Commissioner of 
Patents dismissing petition. Reversed. 

Case below reported at 45 TMR 360. 


Jack M. Ginsberg, of New York, N.Y., for petitioner-appellant. 
Mazwell E. Sparrow, of New York, N.Y., for respondent-appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, Wor.zEy, Ricu, and Jack- 
son (retired), Associate Judges. 


O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents (104 USPQ 119, 45 TMR 360) acting for the Commissioner, 
reversing the decision of the Examiner of Trademark Interferences and 
dismissing a petition by Henry a la Pensee, Inc., appellant here, to cancel 
appellee’s 1905 Act registration No. 443,582, granted November 29, 1949 
for HENRY A LA PENSEE as a trademark for certain clothing. Appellee 
asserted ownership in its application for registration of a French registra- 
tion of the trademark dated February 21, 1935, No. 237,376. 

There is no real dispute as to the essential facts which, as shown by 
the record, appear to be as follows: 

Appellee, respondent in the cancellation proceeding, is a French cor- 
poration, which, for some years prior to 1937, operated a de luxe retail 
clothing store in Paris, France. The operating heads of the French com- 
pany, at all times pertinent to the present case, have been Pierre E. Massin 
de Miraval (hereafter called Pierre, in accordance with the nomenclature 
adopted by the Commissioner and followed by the parties in their briefs 
here) and his nephew Jean Lefebure (hereafter called Jean). 

In 1937 Pierre and Jean decided to open a retail outlet for their goods 
in New York City and for that purpose, Henry a la Pensee, Inc., a New 
York corporation, the appellant here (hereafter referred to as the New 
York company), was formed, all of its stock originally being owned by 
Pierre and Jean. Alice Schwunbold (hereafter called Alice) was employed 
to manage the New York store. Pierre and Jean were officers of the New 
York company and both drew salaries as such. 

On February 1, 1938 an agreement was entered into between the 
French and New York companies, under which the former granted to the 





870 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


latter the exclusive right to use its name within the United States, and 
to adopt that name as its corporate title. The agreement also granted to 
the New York company the exclusive right to purchase and sell the goods 
of the French company in the United States, and the New York company 
agreed not to handle, sell or trade in any other merchandise than that pro- 
duced and sold to it by the French company. The New York company 
commenced to do business in March 1938. 

In May 1938 the French company ceased manufacturing operations 
which were transferred to Comptoir Parisien D’Achat Halp (hereafter 
referred to as the export company), an affiliated corporation having the 
same address, of which Pierre was the “administrator.” 

On January 5, 1939 Pierre and Alice were married. 

On February 1, 1939 a second agreement was executed by the New 
York company, the French company, and the export company, and the 
1938 contract above referred to was cancelled. The new agreement con- 
firmed the former grant by the French company to the New York com- 
pany of the exclusive right to use its name and to adopt the same as its 
corporate title within the United States, and then irrevocably granted that 
right to the New York company. 

The New York company, by the second or 1939 agreement, agreed to 
deal only in goods of the export company, except by written consent of 
that company to deal in other merchandise, while the export company 
therein agreed to sell its merchandise in the United States exclusively to 
the New York company, to execute all orders from that company and to 
manufacture and produce the merchandise under the trade name HENRY 
A LA PENSEE. The agreement recited that that name of the French company 
had acquired, through its having been established in Paris for one hundred 
and thirty-five years, a reputation which made it essential that all mer- 
chandise manufactured by the export company bear the words HENRY A LA 
PENSEE and that the merchandise being at that time manufactured by the 
export company was identified by those words. The New York company 
also agreed to maintain a store in New York comparable to that main- 
tained by the French company in Paris, to sell all its merchandise marked 
with the trade name of HENRY A LA PENSEE and to include in its advertise- 
ments the address of the French company in addition to the name of the 
New York company. The French company agreed similarly to advertise 
the New York company. 

Beginning in 1940, as a result of the war in Europe and after the 
sinking of the steamship Champlain, the New York company was unable 
to obtain goods from France, and accordingly began to market goods of 
its own using labels bearing the words HENRY A LA PENSEE, INC., with “Inc.” 
in relatively small letters, and this it continued to do. Prior to that time, 
it would appear that the labels on the goods sold by the New York com- 
pany, being imported from the French company, read HENRY A LA PENSEE, 
PARIS and that after 1940 they read HENRY A LA PENSEE, INC. when used 
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on merchandise otherwise obtained. Alice testified that Pierre, who had 
been mobilized, encouraged her to keep the New York store going and 
said that she had had “quite a few talks” with him about it. She said he 
was ieartul that the Paris store would not be able to remain open. 

in December of 1941 Pierre resigned as president of the New York 
company. He and Alice separated in 1943 and were divorced December 3, 
1946. At some time prior to 1947 Alice became the owner of seventy-five 
per cent of the stock of the New York company and in 1950 she acquired 
the remaining twenty-five per cent from Jean. When the petition for 
cancellation was filed she signed it as president of the New York company. 

On January 3, 1947 the New York and t'rench companies, the export 
company, Pierre, Alice and Jean all entered into a new and third agree- 
ment settling some financial matters and providing inter alia that: 


Par. 5. With the exception of the provisions contained in the 
above reterred to agreement ot February 1, 1989 relative to the ex- 
clusive right of the New York corporation to use tue name HENRY 
A LA PENSEE, said agreement is herepy canceled as o1 the date hereot. 
CPA |the export company) and HAuP |the srench company) con- 
firm the exclusive right ot the New York corporation to use said name 
as a part of its corporate title and generally im connection with its 
business and in connection with merchanuise sold oy wt; provided, 
however that where such name is used by the New York Uorporation 
on labels attached to or otherwise directly in conjunction with mer- 
chandise other than that purchased from CPA or HALP itt shall be 
used in conjunction with the abbreviation “Inc.” or other appropriate 
corporate designation. {Emphasis ours.| CPA, HALP, PM |Pierre] 
and J. L. |Jean| undertake not to use or to permit anyone other than 
the New York Corporation to use said name in connection with any 
business conducted in whole or in part within the eastern half of the 
State of Pennsylvania or in the States of New Jersey, New York or 
Connecticut, which area is hereinafter referred to as the “New York 
Area”. The New York Corporation agrees, however, to permit others 
who shall have purchased merchandise from CPA or HAL? outside 
the United States to use said name in connection with the resale of 
such merchandise outside the New York Area but not in connection 
with the manufacture or sale of merchandise made or processed in the 
United States by anyone other than CPA or HALP. 


Par. 6. Before offering any merchandise to others for resale in 
the United States, CPA and HALP shall give the New York Corpo- 
ration reasonable opportunity to purchase at prices and on terms and 
conditions at least as advantageous as those offered to others all such 
merchandise as they or either of them may offer for sale or be in a 
position to sell or export to the United States. The New York Corpo- 
ration shall be bound to purchase only such of said merchandise as 
it shall select at prices and on terms and conditions agreed upon by it. 
[Emphasis ours. | 

* * 2 


CPA and HALP agree not to sell or permit to be sold to others, 


for resale in the New York Area, any merchandise substantially iden- 
tical with that purchased from them or either of them by the New 





THE TRADEMARK REPORTER Vol. 47 T. M.R. 


York Corporation but they shall be free to sell any merchandise to 
others for resale outside the New York Area. 


The application for the trademark registration here sought to be can- 
celed was filed on September 13, 1946, about 314 months prior to the date 
of the 1947 agreement, from which we have just quoted, and the registra- 
tion issued to the French company on November 29, 1949, under the Act 
of February 20, 1905, no effort having been made to bring it under the 
1946 Act which was then in effect. 

From May 15, 1950 through August 31, 1953, the French company 
sold $240,722 worth of goods bearing its trademark to purchasers in the 
United States, most of those sales being made directly to consumers who 
were located throughout the country. 

Alice testified in May 1953 that the New York company had during 
the last few years reached an annual volume of about $200,000; and that 
some wholesale sales had been made in Boston, Dallas, and Chicago, while 
the retail business of the company included shipments of merchandise 
outside New York. 

On the basis of the foregoing facts, the Examiner of Interferences 
held that the 1947 agreement gave appellant the unlimited right to use 
the name HENRY A LA PENSEE, INC. on goods derived from any source other 
than the appellant, without reserving to the appellee any right to control 
the quality or character of such goods, and that that name is substantially 
indistinguishable from the registered mark, HENRY A LA PENSEE since the 
notation “Inc.” is incapable of distinguishing goods of one trader from 
those of another as far as the public is concerned. He accordingly found 
that, when the registration here involved was granted, the appellee “was 
no longer the owner of the mark in question with the exclusive right to 
use the same at the time the registration issued,” and that the registration 
should be canceled. 

The Commissioner reversed, finding that the French company owns 
the trademark HENRY A LA PENSEE, that its failure to use that mark during 
the war was an excusable non-use, that the use of the mark by the New 
York company to identify the goods of the French company was not a 
trademark use and vested no trademark rights in the New York company, 
that any rights which that company might have in connection with HENRY 
A LA PENSEE arise out of the 1947 contract and not from the trademark 
laws, and that the French company had the right to register and maintain 
the registration of the mark. The Commissioner further found that the 
appellant had failed to establish any facts from which damage can be 
presumed, and accordingly held that the registration should not be can- 
celed. 

At the outset there is a question of what statutory law applies to this 
ease. The registration here involved was granted under the Act of 1905 
and accordingly, as provided by section 46(a) of the Trademark Act of 
1946, the validity of the registration and rights and remedies thereunder 
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are to be determined under the 1905 Act “except as provided in sections 
8, 12, 14, 15 and 47” of the 1946 Act. Of the sections enumerated only 
section 14, which relates to cancellation proceedings, and section 47 are 
in any way pertinent to the present situation. Section 14, however, places 
no restriction on the cancellation of a registration granted under the 1905 
Act unless there has been a publication thereof under the provisions of 
section 12(c) of the 1946 Act. No such publication has been made in the 
present case and the validity of the registration must accordingly be deter- 
mined under the 1905 Act. See Schnur & Cohan, Inc. v. Academy of Mo- 
tion Picture Arts, Etc., 42 C.C.P.A. (Patents) 963, 223 F.2d 478, 106 
USPQ 181 (45 TMR 1240). Section 47(a) provides that if an application 
pending when the 1946 Act came into effect is not brought under it by 
amendment, the case here, the registration shall be granted in accordance 
with the Act under which it was filed. 

Section 5 of the 1905 Act provides that no mark shall be registered 
“which consists merely in the name of an individual, firm, corporation, or 
association not written, printed, impressed, or woven in some particular 
or distinctive manner.” This is the so-called “name clause” which was 
omitted from the 1946 Act. It has been consistently held that the quoted 
provision precludes registration of a trademark which does not differ 
materially from the name of a corporation existing on the date of applica- 
tion for registration. Haskelite Manufacturing Corp. v. Plymold Corp., 
34 C.C.P.A. (Patents) 1172, 162 F.2d 464, 74 USPQ 181 (37 TMR 575) ; 
Skol Company, Inc. v. Olson, 33 C.C.P.A. (Patents) 715, 151 F.2d 200, 
67 USPQ 96 (35 TMR 306) ; Kroll Bros. Co. v. Rolls-Royce, Ltd., Etc., 29 
C.C.P.A. (Patents) 897, 167 F.2d 495, 53 USPQ 59 (32 TMR 238) ; Ever- 
sharp Pencil Co. v. American Safety Razor Corp., 54 App. D.C. 315, 297 
F. 894 (15 TMR 33); Beechnut Cereal Co. v. Beech-Nut Packing Co., 
273 F. 367 (11 TMR 245). 

It is apparent from the above statement of facts that at the time when 
appellee, the French company, applied for registration of the trademark 
HENRY A LA PENSEE, those words formed the essential portion of the name 
of the New York company, so far as distinguishing goods sold by that 
company was concerned. This court held in Holly Molding Devices v. 
Esquire, Inc., 32 C.C.P.A. (Patents) 935, 148 F.2d 355, 65 USPQ 125 (35 
TMR 94), that “Inc.” must be ignored in considering this question, a point 
which had long been settled on the theory that “Inc.” does not serve to 
identify any corporation in particular. 

It is true that, at the date of application for registration, the 1939 
contract by which the New York company agreed to handle only the export 
company’s merchandise had not been canceled, but, as a matter of fact, 
the New York company, between 1940 and 1946, had been handling other 
merchandise, with full knowledge of the French company, and its right 
to do so, and to apply to such merchandise the words HENRY A LA PENSEE, 
INC. was confirmed by the 1947 agreement, executed about 314 months after 
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the application was filed. Under such circumstances, the appellee’s con- 
tention that the New York company was but “an arm of the French com- 
pany” at the time of filing of the application cannot be sustained. The 
New York company was, in fact, an independent enterprise notwithstand- 
ing the 1939 agreement. Accordingly the provision of section 5 of the 1905 
Act, relied on by the French company which permits registration of “the 
name of the applicant or a portion thereof” is not applicable here. This 
provision is a modification of and virtually a part of the “name clause” 
and permits a corporation to register its own name (though it is the name 
of a corporation) as a trademark if it is “otherwise registrable.” 

The difficulty in this case arises from the fact that HENRY A LA PENSEE 
is both the name of the applicant and the name of another corporation 
which it created. If the French company had kept control of Henry a la 
Pensee, Inc. in accordance with the terms of the 1938 and 1939 agreements 
so that it sold no merchandise under the trademark in question except 
that of the French company, which was unquestionably on this record the 
original owner of the trademark, we then would be able to see identity 
between the French and New York companies and perhaps consider the 
latter to be merely the arm of the former. The facts in this case show, 
however, that the French company created the New York company, gave 
it a name which incorporated its trademark, made the right to use this 
name irrevocable in 1939, and required it to use that trademark on all 
merchandise it sold, which merchandise was initially required to be ob- 
tained from the French company or its affiliate. It then, because of the 
war, permitted it to sell merchandise acquired elsewhere marked with 
HENRY A LA PENSEE, INC. for several years before applying for registration 
of the mark. The only restraint imposed was the inclusion of “Inc.” in 
the marking where the merchandise was not obtained from the French 
company. This would appear to have been a parole modification of the 
1939 agreement as of some time in 1940 which was confirmed explicitly 
in the 1947 agreement Alice testified that she acquired 75% of the stock 
of the New York company “shortly after” it was formed, so that the 
French company did not even have stock control of its one time affiliate 
when it filed its application for registration in 1946. 

Under these circumstances it seems clear to us that the mark registered 
under the 1905 Act was in fact another’s corporate name, albeit that cor- 
poration, in its genesis, was a creation of the registrant. Since the involved 
corporation and the applicant were not the same entity, the proviso of 
Sec. 5 of the 1905 Act making an exception in favor of “the name of the 
applicant” is, as we have said, not applicable. 

Furthermore, it has many times been held that it is immaterial, in 
applying the “name clause,” that the corporate name was in prior use 
as a trademark by the applicant or registrant, that is before the date of 
incorporation. Haskelite Manufacturing Corp. v. Plymold Corp., supra 





Vol. 47 T.M.R. PENSEE, INC. v. SOC. A RESPONSABILITE 875 


Derenberg “Trademark Protection and Unfair Trading,” Sec. 56 and 
cases there cited. 

It follows that appellee’s registration should not have been granted 
by reason of the “name clause” prohibition of Sec. 5 of the 1905 Act. 

We are unable to agree with the holding of the Commissioner that 
appellant (the New York company) has failed to establish any facts 
from which damage can be presumed. Appellant is engaged in a business 
which includes the sale of the very goods for which appellee’s trademark 
was registered, and that trademark forms the significant part of appel- 
lant’s corporate name. Under such circumstances, damage will be pre- 
sumed without proof that it has actually occurred. Haskelite Manufactur- 
ing Corp. v. Plymouth Corp., supra; The Asbestone Co. v. The Philip 
Carey Mfg. Co., 41 App. D.C. 507 (4 TMR 161). The fact that appellant 
and appellee were not in actual competition when the registration was 
applied for does not remove the presumption of damage. As was said in 
the Asbestone case, supra: 


It follows that, where the name of an “individual, firm, corpo- 
ration, or association” is sought to be registered, as in this instance, 
the right of opposition is statutory, and proof of actual damage is not 
required. Neither is it important that appellant has not engaged 
actively in the business for which it was alleged it was incorporated. 
It is not the business which the statute in this particular aims to pro- 
tect. It is the corporate name, and it is sufficient that possible damage 
may be inferred from invading the property right which the corpo- 
ration possesses in its name. 


For the reasons given, we are of the opinion that the registration here 
involved was inadvertently granted in contravention of the provisions of 
the Trademark Act of 1905 and that it should, therefore, be canceled. The 
action of the Examiner of Trademark Interferences in sustaining the peti- 
tion for cancellation and recommending that the registration be canceled 
was therefore proper. 

It must be remembered that we are here concerned only with the 
French company’s right to register its mark in the United States.. Under 
Sec. 33(a) of the 1946 Act, a registration under the 1905 Act “shall be 
prima facie evidence of registrant’s exclusive right to use the registered 
mark in commerce on the goods * * * specified in the certificate * * * .” 
It is clear to us that appellee did not have such an ezclusive right, on the 
facts presented in the record before us, at the time it obtained its registra- 
tion in 1949. By its own conduct and agreements, it had previously given 
to the petitioner-appellant, a corporation no longer under its control and 
bound to it only by contract, the right to use the trademark on any 
merchandise, qualified only by the condition that “Inc.” be used with it. 
Within the “New York Area” that right of appellant was exclusive. 
It may well be, as the Commissioner held, that these rights of appellant 
did not arise “from the trademark laws,” but regardless of how they arose, 
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they were and are inconsistent with registration of the mark by the 
French company. Neither do we deem it to be important that the non-use 
of the mark by the French company during World War II was excusable. 
What counts here is the use of the mark by the New York company and 
its rights thereto, which are in no way dependent upon the non-use by the 
) French company. We agree with the Examiner of Interferences that 
appellee gave appellant the right to use a mark which is indistinguishable, 
as an indication of origin, from the mark it reserved to itself. 


The decision appealed from is reversed. 


. JACKSON, Judge, retired, recalled to participate herein in place of 
CoLE, Judge, absent because of illness. 


STANDARD SEWING EQUIPMENT CORPORATION v. THE 
STANDARD SEWING MACHINE COMPANY (THE 
SINGER MANUFACTURING COMPANY, 


assignee, substituted) 


Commissioner of Patents —May 14, 1957 





CANCELLATION PROCEDURE—IN GENERAL 
CANCELLATION PROCEDURE—EVIDENCE 

Petitioner seeks to cancel registrant’s mark STANDARD for sewing machines on 
the basis of its use of the identical mark for identical goods, and that registrant 

had abandoned its mark STANDARD about 1948. The Examiner dismissed holding 
that petitioner was not damaged by the registration since registrant’s use continued 
on replacement and repair parts for STANDARD sewing machines previously made by 
registrant. The evidence shows that registrant acquired the business assets of The 
Standard Sewing Machine Company in 1934 and continued to manufacture STANDARD 
machines until 1938 but has continued to supply replacement and repair parts under 
its mark STANDARD for the STANDARD machines. Petitioner has imported sewing 
machine heads from Japan since 1947 and since 1950 has applied the mark STANDARD 
to assembled sewing machines using such heads. Since registrant still enjoys a 
substantial good will symbolized by the trademark STANDARD as a result of its 
continued service of STANDARD parts for STANDARD machines, petitioner has failed 
to show that it would be damaged as a result of the registration or that registrant 
has abandoned its registration. 


a 





Cancellation proceeding No. 6,191 by Standard Sewing Equipment 
Corporation v. The Standard Sewing Machine Company (The Singer 
Manufacturing Company, assignee, substituted), Registration No. 23,160 
issued May 30, 1893 and renewed twice. Petitioner appeals from decision 
of Examiner of Interferences dismissing petition. Affirmed. 


} 
Zachary T. Wobensmith, 2nd, of Philadelphia, Pennsylvania, for petitioner- 
) appellant. 

John F. Heine, William P. Stewart, Joel G. Stanford, Chester A. Williams, 
Jr., and Marshall J. Breen, of Elizabeth, New Jersey, for respondent- 
| appellee. 
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Leeps, Assistant Commissioner. 

A petition has been filed to cancel Reg. No. 23,160, showing the mark 
STANDARD for sewing machines. 

Petitioner alleges that it adopted and has, since 1950, used the mark 
STANDARD on sewing machines; that respondent abandoned use of the 
mark STANDARD, in or about the year 1948; and petitioner is damaged 
by the registration by reason of the fact that it precludes registration 
of the mark by petitioner. 

The Examiner of Interferences dismissed the petition, holding that 
petitioner is not damaged by the registration since respondent’s continued 
use of the mark STANDARD on replacement and repair parts for sTANDARD 
sewing machines theretofore made and sold by respondent and its prede- 
cessor is and has been such that purchasers are likely to be confused as to 
the origin of petitioner’s goods. Petitioner has appealed. 

Petitioner’s record shows that it was incorporated in 1947 and that 
it imports sewing machine heads with no trademark thereon from Japan; 
it has since 1950, applied the mark sTaNDaARD to assembled sewing machines 
incorporating such heads, and it has also used UNIVERSAL and KEYSTONE 
as trademarks for such assembled machines. 

The record further shows that in 1934 respondent acquired all of the 
business assets of The Standard Sewing Machine Company; manufacture 
of STANDARD sewing machines was continued by respondent until 1938, 
and sales of new STANDARD sewing machines by respondent continued until 
sometime in 1940 or 1941. Since 1936 respondent has sold replacement 
and repair parts adapted for use only in the sraNpARD machines theretofore 
sold by respondent or its predecessor, and such parts have been marked 
with sTANDARD trademark. An inventory of approximately 240,000 sTanp- 
ARD sewing machine parts is maintained by respondent for servicing its 
STANDARD machines. 

The record clearly shows that respondent discontinued the manu- 
facture and sale of sewing machines under the trademark sTANDARD prior 
to the time petitioner commenced using the mark on sewing machines 
sold by it; but petitioner can prevail on the issues pleaded only if it has 
shown that respondent has abandoned the mark by reason of its nonuse 
and that the respondent’s registration is inconsistent with its own right 
to register, thereby resulting in damage. This it has failed to do. On 
the record here, it is not the respondent’s registration which precludes 
registration of sTANDARD by petitioner, but it is respondent’s use of the 
mark on repair and replacement parts adapted only for use in the sTaNnp- 
ARD machines theretofore sold by respondent and its predecessor. 

As was observed by the Examiner of Interferences, the record clearly 
indicates that respondent still enjoys a substantial goodwill symbolized 


1. Reg. No. 23,160, issued May 30, 1893 to The Standard Sewing Machine Com- 
pany, renewed once by the registrant, and renewed a second time by respondent. 
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by the trademark sTANDARD as a result of its continued service with 
STANDARD parts of the sTANDARD machines theretofore sold by it. 
Petitioner has failed to discharge its burden of showing facts from 
which it can be inferred that damage or probable damage will result 
from the registration sought to be canceled. 
The decision of the Examiner of Interferences is affirmed. 
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